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Summary of Facts and Subm ssi ons
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Eur opean patent application No. 91 918 796. 3 was
refused by a decision of the Exam ning D vision posted
on 20 July 1995.

The deci sion was based on anmended clains 1 to 4 filed
on 6 June 1995 in response to a conmmunication of the
Exam ning Division dated 5 Decenber 1994.

Claim1l reads as foll ows:

"A hydraulic actuator for an isolator, conprising a
casing (1) having opposite ends and having a flange
(1a) internedi ate said opposite ends to be nounted to
the isolator to be driven, a pair of identical double
acting cylindrical rans (3) housed in said casing and
each having first and second ends, and a doubl e ended

| ever arm assenbly (2) articulated at each end thereof
to a respective one of said first ends of said

i dentical double acting cylindrical rams (3), said
second end of each of said identical rans being
respectively articulated to a respective one of said
opposite ends of the casing renote fromthe said

fl ange, wherein the said identical rans are arranged to
operate in opposite directions, the radial |oad exerted
by one ram bei ng equal in magnitude but opposite in

direction to the radial |oad exerted by the other ram

Caim2 relates to an isolator with a cl osure nenber
and a shaft, the shaft being rotatably driven by an

actuator as defined in claiml1l. Dependent clains 3 and
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4 relate to preferred features of the isolator
according to claim2.

The reason given for the decision was that the subject-
matter of the clains |acked inventive step with respect
to docunents D1 and D2.

An appeal against this decision was filed on
13 Septenber 1995 and the fee for appeal paid one day
| at er.

The statenent of grounds of appeal was filed on

14 Novenber 1995. In this statenent the appellants
(applicants) conceded that the clains on which the
deci si on was based were in substance the sane as those
referred to in the communication of the Exam ning

D vision and that the reason given for refusing them
was al so the sane. They neverthel ess argued that there
had been a substantial procedural violation in that the
Exam ni ng Division had refused the application after
having issued only a single communication. In this
respect they relied on decision T 640/91, QJ EPO 1994,
918). They therefore requested that the case be
remtted to the Exam ning Division for further

exam nati on

In a communi cation dated 15 July 1996 the Board drew a
di stinction between the circunstances dealt with in
decision T 640/91 and those of the present case and
pointed to the well-established case | aw of the Boards
of Appeal, for exanple, decision T 84/82 (QJ EPO 1983,
451) that there is no general obligation on an

Examining Division to invite further observations from
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an applicant after the reply to its first

conmuni cati on

The appellants replied to this comunicati on on
20 August 1996 and requested oral proceedi ngs, which
were held on 15 May 1997.

At the oral proceedings the appellants requested that
t he deci sion under appeal be set aside and a patent
granted on the basis of claims 1 to 4 filed on 6 June
1995.

In support of their requests the appellants put forward
the follow ng arguments:

The reasoni ng advanced by the Exam ning Division for
their conbi ning docunents D1 and D2 to arrive at the
subject-matter of claim1l was defective in severa

respects and tainted by ex-post-facto considerations.

As was confirmed by the statutory declaration of the

i nventor dated 22 April 1997 the actuator disclosed in
docunent D2 was clearly not of the "sane generic
construction" of that disclosed in docunent D1, as
alleged in the contested decision. In fact, it was
apparent fromthe draw ngs of docunent D2 that the
actuator disclosed there was of relatively small size
and not intended for producing the high output torques
necessary for rotating the shaft of an isolator, which
would normally carry a valve closure nenber of an area
of a square netre or nore. Furthernore, the cranked
shaft of the actuator was supported by its own bearings

in the casing of the actuator which was not the case in



- 4 - T 0953/ 95

docunent D1.

Agai n, the decision was incorrect in stating that
docunent D2 taught the use of a pair of rams for the
pur pose of suppressing the unwanted overhung bendi ng
novenent. In fact, docunment D2 "taught" nothing at al
but was nerely a description of a piece of apparatus
wi t hout any indication of what benefits m ght be
associated wth its construction. Certainly, there was
not hing to suggest that this construction had been
adopted to overcone the technical problens w th which
the clained invention was concerned. In any case, the
actuator of document D2 did not use rans and conprised
i nstead pistons noving in cylinders defined by the

casi ng.

The | PEA had issued a favourable PCT Chapter Il report
on the patentability of the subject-matter of the
present clainms. Furthernore, a United States patent had
been granted on clains simlar to those now under
consideration, after taking into account the sane state
of the art. This showed that at the |east there was an
area of doubt, the benefit of which should be given to

t he appel | ants.

In view of the case law referred to by the Board the
objection that there had been a substantial procedural

vi ol ation was no | onger pursued.

Reasons for the Decision

1307.D
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The appeal conplies with the formal requirenents of
Articles 106 to 108 and Rules 1(1) and 64 EPC. It is
t heref ore adm ssi bl e.

Background to the claimed invention; state of the art

The present application is concerned in general terns
with an "isolator", by which is nmeant a |arge diverter
valve or flap isolator for controlling the flow of hot
gases in gas turbine plants.

Docunent D1, which is in the nane of the present
appellants and is nmentioned in the introductory
description of the present application, relates to a
hydraul i ¢ actuator for such an actuator. It proposes
provi ding a casing having a flange for nounting on the
isolator and into which a shaft for a valve plate or

ot her closure projects. A double acting hydraulic ram
is pivotally attached at its first end to a crank |ever
keyed to the shaft. This arrangenent solves a nunber of
probl ens associated with previous prior art
arrangenents in which the first end of the ramis

directly attached to the isolator franme itself.

Docunment D2 di scloses a hydraulic actuator conprising a
casing defining two parallel and opposed cylinder bores
of the sane dianeter in which respective pistons are
arranged. Each of the pistons is connected via a
respective piston rod to the pivot pin of a respective
crank armfornmed on a shaft which is supported by
bearings in the casing. The pivot pins lie
dianetrically opposed to each other with respect to the

axis of the shaft.
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The claimed invention; inventive step

According to the present application the arrangenent

di scl osed in docunent Dl is deficient in that, although
it can generate the required high torques, the ramal so
i nposes a bendi ng nonent on the overhung shaft and a
correspondi ng radial |oad on the shaft bearings. This
problemis solved in accordance with claim1 by the use
of two identical ranms and a doubl e-ended | ever arm
assenbly with the rans being arranged to operate in
opposite directions, the radial |oad exerted by one ram
bei ng equal in magnitude but opposite in direction to
the radial |oad exerted by the other ram

In the opinion of the Board the wear of the shaft
beari ng caused by the radial |oad inposed by the
hydraulic ramis sonething which woul d becone apparent
during normal operation of the isolator according to
docunent Dl1. The person skilled in the art would al so
have no difficulty in identifying that radial load is

t he cause of the wear.

In the course of his search for a way of overcom ng
this technical problemthe person skilled in the art
woul d inevitably conme across the docunent D2, since
this also specifically concerns a fluid actuated device
with nmeans for converting rectilinear novenent into
rotary novenent and therefore lies in the sanme
technical field as the clainmed invention. In this
respect the appellants have objected to the finding of
the Opposition Division that the actuator of

docurment D2 is of the "sane generic construction" as
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t hat of docunment D1 but at l|east in the broad sense

i ndi ctated above that finding is certainly correct.
Furthernore, they have argued that the differences in
size, detailed construction and intended purpose

bet ween the actuators disclosed in docunents D1 and D2
woul d prevent the person skilled in the art from
"conbi ni ng" these docunents. They have al so argued t hat
docunent D2 contains no teaching at a nore abstract

| evel which could indicate to the person skilled in the
art the advantage of using two opposed piston/cylinder
devices as a neans of avoiding radial |oading of the
shaft.

The Board finds it difficult to accept those
propositions. In its view, the skilled person, when
considering the disclosure of docunent D2, would

i mredi ately recogni se that the arrangenment shown there
avoids the application of a radial |oad on the shaft
since the radial force exerted by one piston is equal

i n magni tude but opposite in direction to the radial
force exerted by the other piston. The fact that this
techni cal problemis not addressed as such in

docunent D2 is thus not relevant, cf. decision T 142/84
(QJ EPO 1987, 112). Furthernore, there is nothing in
the nature of the actuators disclosed in docunents D1
and D2, in particular the fact that the specific

enbodi nent di sclosed in docunent D2 is nost probably,
on the basis of the circunstantial evidence, not of a
sufficient size initself to drive an isolators shaft,
whi ch could have led the skilled person to believe that
t he arrangenent of two piston/cylinder devices and two
crank arns as shown in principle in docunment D2 coul d

not be used to advantage in the actuator of document D1
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in order to solve the technical problemidentified
above. The technical neasures involved for doing this,
ie providing a second hydraulic ram identical to the
first, which operates between the opposite end of the
casing and the opposite end of a double ended | ever arm
assenbly, do not go beyond the normal conpetence of the
person skilled in the art.

The Board therefore cones to the conclusion that the
subj ect-matter of claim1 does not involve an inventive
step (Article 56 EPC). It does not know what
considerations led the USPTO to a different concl usion
and accordi ngly cannot conmment on them Fromthe PCT
Chapter 11 report of the UK Patent Ofice, acting as

| PEA, it would appear that its positive finding with
respect to inventive step was based at least in part on
the fact that docunent D2 did not disclose separate
ranms as required by claim1 but rather two fixed
cylinders defined by a common casing. It nust be noted
however that the basic principles of operation of an
articulated ramand a fixed cylinder having a piston
wth an articul ated piston rod are the sane so that
not hi ng of inventive significance can be seen in this

di sti nction.
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For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chair man:

S. Fabi ani
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F. Gumbel
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