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Summary of Facts and Subm ssi ons

0552. D

Eur opean patent application No. 90 913 758.0 filed on
10 Septenber 1990 and published as WO 91/ 03949 on

4 April 1991 (European publication No. 0 491 791) was
refused under Article 97(1) EPC by the decision of the
Exam ning Division dated 19 May 1995. The deci si on was
based on clains 1 to 33 filed on 3 February 1995. The
stated ground of refusal was non-conpliance of clains 1
to 5 and 15 to 33 as anended in the course of the first
I nstance exam nation proceedings with the provisions of
Article 123(2) EPC

The International application as published under the
PCT (WO 91/03949) contai ned three i ndependent nethod
(process) clains 1, 12 and 19, each foll owed by
dependent clains. Caim2l1 was directed to an
"Apparatus for elimnating fat froma forned ground
meat product” and was al so fol |l owed by dependent

cl ai ns.

The broadest i ndependent nethod (process) claim12 read
as foll ows:

"A nmethod for elimnating fat froma hanburger patty,
while maintaining the structural integrity and texture
of the hanburger, conprising the steps of:

(a) heating the hanburger patty to a tenperature at
which a portion of the fat contained in the
hanburger is |iquefied,;

(b) applying pressure to the hanburger only after a
portion of the fat contained in the hanburger has
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been |liquefied and while the fat remains
liquefied, the pressure being sufficient to cause
a substantial portion of the fat initially
contained in the hanburger to be exuded therefrom
but | ow enough to retain the structural integrity
and texture of the hanburger;

(c) introducing a heated, substantially non-fat |iquid
into the hanmburger during at |east a portion of
the pressing step (b); and

(d) renoving the liquefied fat and added liquid as
t hey are exuded.™

Dependent cl aim 13 was worded as fol | ows:

"A nmethod as defined in claim12 wherein the pressing
step (b) is arolling pressure caused by a series of
rollers which repeatedly traverse the hanburger in a
paral l el plane and on a circular path across the
hanbur ger. "

Those clainms were anended in the course of the first

I nst ance exam nati on proceedings so as to contain only
one i ndependent nethod (process) claimfollowed by
dependent clai ns and one i ndependent apparatus claim 15
al so followed by dependent clains. Clains 1 to 5 were
wor ded as foll ows:

"1l. "A nmethod for elimnating fat froma ground neat
patty, while nmaintaining the structural integrity and

texture of the patty, conprising the steps of:

(a) heating the patty to a tenperature at which a
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portion of the fat contained in the patty is

i quefied,

(b) repeatedly applying pressure to the patty only
after a portion of the fat contained in the patty
has been liquefied and while the fat remains
liquefied, the pressure being sufficient to cause
a substantial of the fat initially contained in
the patty to be exuded therefrom but | ow enough
to retain the structural integrity and texture of
the patty,

(c) introducing a heated, substantially non-fat liquid
into the patty during at |east a portion of the

pressing step, and

(d) renoving the liquefied fat and added |iquid exuded
fromthe patty.

2. A nethod as defined in claim1, wherein the patty
IS positioned on a support surface configured to
facilitate renoval of fat and |iquid therefrom

3. A nmethod as defined in claim1l or 2, wherein
pressure is repeatedly applied to the patty by causing
arolling pressure to repeatedly traverse the patty in
a direction parallel to a surface of the patty.

4. A nmethod as defined in claim3, wherein pressure
is applied by causing a series of rollers to repeatedly

traverse the patty surface.

5. A nethod as defined in claim3 or 4, wherein the
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or each roller traverses a circular path across the
patty."

Dependent clains 6 to 14 related to further specific
el aborations of the nethod according to claim1l.

The exam ning division considered in its decision the
anmendnent of the feature "hanburger” in claiml so as
to read "ground neat patty" to be adequately supported
by the disclosure on page 5, lines 32 to 36, in the
context of the disclosure of the clained invention as a
whol e.

It held, however, that the feature "repeatedly applying
pressure to the patty” in pressing step (b) of claiml
as anended involved the repeated use of any kind of
pressure and represented accordi ngly a broadeni ng of
the cl ai ns beyond what had been included in the
application as published, because the origina

di scl osure in claim 13 of the published application
referred to this particular feature only in association
wWith the use of "rolling pressure caused by a series of
rollers”

As to claim2, the exam ning division concluded that
the technical feature in question ("the patty is
positioned on a support surface configured to
facilitate renoval of fat and liquid therefroni) was
di sclosed in claim 19 as published only in the

conbi nation of various other essential technica
features, nore specifically a 50%fat renoval |limt,
and held that the particular feature of claim?2 taken
in isolation fromthe original disclosure was not part
of the invention as disclosed.
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Concerning clainms 3 to 5, the exam ning division
referred to claim 13 of the application as published as
the basis of the above-nenti oned dependent clains and
consi dered the various technical features in claim13
to be so closely associated with each other that their
conbi nati on was necessary to produce the result sought
in the application. It was therefore of the opinion
that claimng these features individually in separate
dependent cl ains contravened Article 123(2) EPC

Dependent clains 6 to 14 were considered by the
exam ni ng divi sion acceptabl e under the terns of
Article 123(2) EPC

Referring to clains 15 to 33 directed to an apparatus
for elimnating fat froma ground neat patty, the
exam ning division nerely stated in general terns that
the objections raised to clains 1 to 5 "applied
mutatis-nmutandis to clainms 15 to 33".

An appeal was filed against the decision of the
exam ni ng division. Follow ng a conmuni cation fromthe
board, the appellant filed on 27 Cctober 1999 twenty
conplete sets of clains (a main request and ni neteen
auxi liary requests) for consideration by the board.

In a tel ephone conversation on 26 January 2000 the
appel lant's representative was infornmed that the board
could find no adequate support for the feature "snooth
rolling surface"”, which was present in claim24 of the
mai N request and equally in the correspondi ng clai ns of
all auxiliary requests 1 to 19, and |ikew se no support
for the | anguage "about 50% of its cooked,
preconpressed thickness"” used in claim25 of the main
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request and simlarly in the correspondi ng cl ai ns of
all auxiliary requests 1 to 19.

By a fax received on 29 February 2000, the appell ant
subm tted an anmended set of clains of which clains 1 to
23 and 26 to 33 were identical to those in the main
request filed on 27 Cctober 1999 and clains 24 and 25
were anended so as to read:

"24. An apparatus as defined in claim?22 or 23 ,
wherein the or each roller has a non-stick surface.

25. An apparatus as defined in any of clains 22 to 24,
wherein the or each roller and the support surface are
spatially offset such that a patty nounted on the top
surface is conpressed to | ess than about 50%of its
cooked, non-processed thickness."

The appel |l ant requests as the main request that the

i mpugned deci sion be set aside and a patent be granted
on the basis of clains 1 to 33 filed on 29 February
2000, or alternatively on the basis of one of the set
of clains according to the auxiliary requests 1 to 19
filed on 27 October 1999.

Reasons for the Deci sion

0552. D

The only issue to be decided by the board in the
present case is whether or not the clains presently on
file satisfy the requirenents of Article 123(2) EPC

Al references bel ow to support for the present version
of the clainms in the originally filed docunents are to
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the international application as published under the
PCT (WD 91/03949), unl ess otherw se specifically
i ndi cat ed.

Support of the present clains in the originally filed
docunents (Article 123(2) EPO):

The board concurs with the opinion of the exam ning
division that the term"ground neat patty" for the
product subjected to treatnent by the nethod clained in
the present application is adequately supported by the
di scl osure in the description on page 5, lines 32 to 36
and, |ikew se, by the repeated references in the
description and the clains to a "nmethod and appar at us
for elimnating fat froma forned ground neat product”
(see, for exanple, page 4, lines 14 to 16; clains 1,
21) .

As to the feature "repeatedly applying pressure to the
patty” in the present version of clains 1 and 15, this
Is based, inter alia, on the statenent at page 22,
line 22 to page 23, line 23, which refers to pressure
being applied to the patty by different pressing
techniques, that is to say either by a flat solid
surface (ie squeezing the patty between two fl at

surfaces) or by a rolling device.

In the context of the techni que of applying pressure
with a flat plate (see especially page 22, line 24 to
page 23, line 5), express nention is made in the
sentence bridgi ng pages 22 and 23 to the fact that
"this experinent [nanely renoval of fat fromthe patty
by applying pressure with a flat plate, as described in
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preceding lines 24 to 37 on page 22] was repeated at

i ncreasing forces". Fromthis disclosure the skilled
reader would, in the board's judgnent, derive a nethod
of carrying out the invention which conprises the steps
of renoving a first substantial portion of fat by
applying pressure to the patty with a flat plate,

rel easing the applied force to renpbve and optionally
recordi ng the exuded fat quantity and then reappl yi ng
pressure at increasing forces to discharge nore fat
fromthe patty. This neans in other words that pressure
woul d repeatedly be applied to the patty.

The alternative techni que of repeatedly applying
pressure to the patty by a rolling device (rolling
pressure) is based, inter alia, on the disclosure in
the description on page 4, lines 22 to 24 ("by applying
a rolling pressure which repeatedly traverses the
product”), page 4, lines 35 to 36 ("is subject to a
periodic rolling conpressive pressure”) and on the
actual denonstration of the clained invention in
exanple 1 (see especially page 19, lines 5 to 7: "The
cylindrical drumis rolled across the hanburger patty
five tinmes").

The technical feature of new dependent clains 2 and 16
I's based on the disclosure in the description on

page 22, lines 10 to 13, referring to "the heated
hanmbur ger bei ng placed on a surface designed to both
support it and facilitate the i medi ate separation of
any fat exuded during pressure application”; a simlar
di scl osure in dependent claim9 which adds to

i ndependent claim 1l the feature that the product is
conpressed in step (b) "by placing the product on a
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support surface which facilitates the renoval of fat
away fromthe product”; and the reference in claim?2l
to an apparatus "conprising a support nenber for
supporting the product and configured to pronote the
flow of fat away fromthe product”

As none of the above-nentioned discl osures nakes
specific nmention of a particular proportion of the fat
bei ng renoved, the board cannot share the opinion of
the examning division that a 50%1limt to the weight
of fat renoved should be introduced into claim2, so as
to conply with the requirenents of Article 123(2) EPC

Caim3 in the present version relies on the references
inclaiml, step (b) and in the description on page 4,
lines 22 to 24, to "applying a rolling pressure which
repeatedly traverses the product in a plane parallel to
the support nenber”. No nention is nade in these
references to either the use of rollers or a circular
pat h.

The feature in the present version of claim4 is based
on claim 13 and the various references to the use of a
plurality of rollers, for exanple, on page 6, |lines 35
to 36 ("The cone rollers are nounted so that a |inear
generatrix of each roller is parallel to the top
surface of the product”); page 8, lines 20 to 24 ("both
set of rollers are configured and orientated such that
their axes intersect the vertical axis of the circular
path at, or close to, the plane of the top surface of
the neat product being treated"); and page 15, lines 33
to 34 ("use is made of four cone rollers").

Wth regard to the feature in the present version of
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claim5 ("the or each roller traverses a circular path
across the patty") it is noted that, for exanple,
clains 6 and 8 contain a reference to step (b) of
conpressing being carried out "by causing the rolling
pressure to travel on a circular path across the
product”. Mbreover, the description states on page 12
lines 27 to 29: "Thus, the rollers 20 and 22 roll upon
the top surface of the hanburger patty applying a
conpressive pressure while following a circular path
about the central axis of the wall"

The board concurs with the statenent of the exam ning
di vision in the inpugned decision (see "Facts and

subm ssions", itemb5, point 3) that "clains 6 to 14 can
be regarded as neeting the requirenents of

Article 123(2) EPC under the proviso that the clains to
whi ch they refer can be regarded as being all owabl e
under Article 123(2) EPC'. Fromthe foregoing points it
Is clear that the proviso referred to by the exam ning
divisionis net in the present case.

Apparatus clains 15 and 16 in the present version are
the counterpart of present nmethod clains 1 and 2. As to
the support of the particular features "ground neat
patty" and "repeatedly applying pressure to the patty"
in present claim15, as well as the feature of present
claim 16, reference is nmade to the statenents in

points 1 and 2 above, which apply equally to the
present version of clains 15 and 16.

As to the feature of present claim1l7, this is based on
the repeated references in the description to the use
of a perforated plate as the support nenber for the
neat patty (see page 11, line 6, in the context of
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Figure 1; page 22, line 21; page 23, lines 27 and 34 in
the context of Figure 4).

The feature of present claim 18 is derived from
claim 23 and that of present claim19 from clai m 24.

The feature of present claim20 is based, for exanple,
on the disclosure in the description on page 22,

lines 21 to 23 ("The hanburgers were pressed at various
applied pressures according to the follow ng

techni ques”), as well as on the references in the

par agraph bridgi ng pages 25 and 26 to "various applied
conpression forces" and "several different experinents
were repeated at increasing applied forces" in the
context of Figure 5.

Present claim?21l is based on the statenents on page 17,
lines 5 to 26, which provide and illustrate by the

i ndi cation of specific pressure levels at different
stages of the pressing step the teaching that the
supply of non-fat liquid to the top of the surface is
continued for a period of tine after the conpressive
force has been substantially decreased.

The feature of present claim?22 refers to the type of
apparatus equi pped with a cylindrical drum ("at |east
one roller") which is repeatedly rolled across the
patty to discharge fat fromit (see the paragraph
bridgi ng pages 18 and 19; Exanple 2, line 9).

As to the support for the feature in present claim 23
see point 4 (above).

Present claim?24 is based on the reference on page 8,



- 12 - T 0886/ 95

lines 29 to 30 to the roller surfaces being provided
"W th a non-stick coating".

15. The feature of present claim?25 is based on the
di scl osure in the description on page 28, lines 6 to
12.
16. The feature of present claim?26 is derived fromthe
di scl osure in the description on page 7, lines 1 to 2.
17. The feature of present claim27 refers to the

di scl osure in the sentence bridging pages 6 and 7.

18. The feature of present claim?28 is supported by
claims 26 and 33 and foll ows, noreover, fromthe

di scl osure in the description on page 7, lines 14 to
19.
19. The feature of present claim?29 is supported by a

nunber of references in the description to "cone
rollers”, "conical roller systent (see, for exanple,
page, lines 27, 31; page 7, line 30, Figure 1).

20. The feature of present claim30 refers to the technica
teachi ng provided on page 7, lines 1 to 4.

21. Present claim 31 is based on claim 32 and foll ows,
noreover, fromthe disclosure on page 15, line 30 to

page 16, line 14 and Figure 1

22. The "maxi mum di aneter of the or each roller"” specified
in present claim32 and the "pressure applied by the or
each roller in the range of 6 to 9 pounds per square
i nch" specified in present claim33 is based on the

0552. D N
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di scl osure on page 28, lines 22 to 24.

Concl usi on

The anmendnments whi ch have been incorporated in the
clains of the main request are not such that the
appl i cation contains subject-nmatter which extends
beyond the content of the application as filed. A
clainms are therefore considered acceptabl e as being
adequat el y supported by the original disclosure and
conmply in this formal respect with Article 123(2) EPC

Since the main request is considered acceptabl e under
the terns of Article 123(2) EPC, there is, at this
stage, no need to deal with the auxiliary requests.

Remttal to the departnment of first instance (Article 111(1)

EPC) :

0552. D

I n accordance with decisions G 9/91 and G 10/91 (QJ EPO
1993, 408 and 420, see in particular reasons, point 18)
the essential function of an appeal is to consider,

whet her the deci sion which has been issued by the first
i nstance departnent is correct. Hence, a case is
normal ly referred back if essential questions regarding
the patentability of the clai ned subject-nmatter have
not yet been exam ned and deci ded by the departnent of

first instance.

In particular, remttal is taken into consideration by
the boards in cases where a first instance depart nment

I ssues a decision solely upon one particular issue
which is decisive for the case against a party and

| eaves ot her essential issues outstanding.
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Those observations apply fully to the present case. The
exam ni ng division decided that clains 1 to 5 and 15 to
33 as anmended before grant did not satisfy the

requi renents of Article 123(2) EPC, but |eft other
essential issues, for exanple novelty and inventive
step (Articles 52(1), 54, 56 EPC), undeci ded.

Thus, in the circunstances of the present case, it is
justified and even necessary to remt the case to the
exam ning division for further prosecution.

For these reasons it is decided that:

1. The deci si on under appeal is set aside.
2. The case is remtted to the departnent of first
i nstance for further prosecution.
The Regi strar: The Chai r man:
M Dai nese P. A M Lancgon
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