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Summary of Facts and Subm ssi ons

Eur opean Patent No. 0 311 240 based on application
No. 88 307 446.0 was granted on the basis of 10 clains.

The i ndependent clains as granted read as fol |l ows:

"1l. A nethod of producing frozen dough for baking or
frying to formbread, conprising the steps of:

(a) mxing and kneadi ng various materials such as
yeast, water, sugar or flour required for
produci ng a desired type of bread, to nake dough
havi ng a gl uten network,

(b) stretching said dough while subjecting it to
mechani cal ly inparted vibrations such that a
t hi xotropy effect appears in the dough and the
gluten network in the dough is not damaged during
this step,

(c) cutting and shaping said dough into a desired
form

(d) fernenting said dough, and

(e) freezing said dough.™

"10. A nethod of nmaking bread using the frozen dough
produced by a nethod as clained in any precedi ng claim
conprising preserving the frozen dough for a desired

| ength of tinme, and baking or frying the dough.™

1. A notice of opposition was filed against the granted
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patent by the appellant.

The patent was opposed under Article 100(a) EPC for
| ack of novelty and | ack of inventive step.

The follow ng docunents were cited inter alia during

t he proceedi ngs:

(1) EP-A 0145367

(7) US A 4276317

(21) English translation of JP-A-49-41556

(22) English translation of JP-A-61-205437

(37) US-A-3 894 155

In order to denonstrate that the subject-matter of the
patent in suit was available to the public before its
priority date the opponent relied also on the content

of a video tape called "Fritsch-lImagefilnt as well as
on an alleged public prior use by the appellant and one
of its custoners, a M van El sl and.

The decision of the Opposition Dvision of 16 May 1995
posted on 31 July 1995 rejected the opposition under
Article 102(2) EPC

The Qpposition Division took the view that the subject-
matter of European Patent No. 0 311 240 net the

requi renments of Articles 52(1), 54 and 56 EPC

As regards novelty, the Opposition D vision was of the
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opi nion that the video tape could not be considered as
prior art.

The Qpposition Division considered also that no

evi dence was provi ded denonstrating that M van El sl and
showed his process to third persons or inforned them
about it before the priority date of the patent in
suit.

The conpliance of the main claimwith Article 54 EPC
over the witten prior art docunents was al so
acknow edged by the Opposition Division.

Concerning inventive step, the Qpposition Division took
the view that docunent (1) was the closest state of the
art.

The Qpposition Division defined the problemto be

sol ved as the provision of an alternative method which
did not mandatorily require a proofing step before
freezing and which all owed conventional freezing.

The probl em was solved by the feature of step (b) of
claiml1l of the patent in suit.

The Qpposition Division considered that docunent (1)
contai ned no hint that the step of stretching the dough
m ght be of crucial inportance. Docunent (7), which

di scl osed the feature of step b) of the patent in suit,
coul d not be conbined with docunent (1) as it was not
dealing wth dough freezing.

As a consequence, none of the cited prior art
docunents, rendered obvious the clainmed subject-matter
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of the patent in suit.

The appel | ant (opponent) | odged an appeal against the
sai d deci si on.

Wth respect to the alleged prior use, the Board

deci ded to hear the appellant's wi tnesses subject to
the outcone of the discussion of the witten state of
the art in the oral proceedings.

Oral proceedings were held on 3 February 2000 during
which five auxiliary requests were filed by the
respondent ( patentee).

Claim1l of these newy filed auxiliary requests
corresponded to claiml as granted with the follow ng
amendnent s:

- inthe first auxiliary request the sentence
"wherein the steps are perforned in the order
stated" is added at the end of claim1 as granted

- in the second auxiliary request the terns "frozen
dough for baking or frying to form' are deleted in
claiml as granted and a further step f) which
reads "baking or frying the frozen dough to form
bread" is added

- in the third auxiliary request the word "rapidly"
is added at the beginning of step e) of claim1l as
grant ed

- in the fourth auxiliary request the terns "frozen
dough for baking or frying to form' are deleted in
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claiml as granted and a further step f) which
reads "baking or frying the frozen dough to form
bread wherein the steps are perfornmed in the order
stated" as well as the word "rapidly" at the

begi nning of step e) are added

- inthe fifth auxiliary request step b) reads
"stretching said dough by inparting tension
t hereto whil e subjecting the dough to nechanically
." instead of the granted wording "stretching
sai d dough while subjecting it to nmechanically
.". (enphasi s added)

The appel | ant nmai ntai ned the grounds of opposition
under Article 100 (a) EPC as to the |ack of novelty
over the content of the pronotional video tape and over
the alleged public prior use of the invention of the
patent in suit. Mreover, it filed inter alia the
foll ow ng docunent to support its subm ssions:

(37) US-A-3 894 155

As to the question of inventive step, the appellant
argued that, having regard to the wording of claim1 of
the main and auxiliary requests and the evidence on
file, the problemto be solved over (1) could only be
defined as the provision of an alternative nethod for
the preparation of bread.

Alternatively, starting fromdocunent (7), the problem
to be solved would nerely be the provision of a nethod
for preserving dough. Having regard to docunents (1)
and (37), which disclosed freezing as a well -known

met hod for doing that, the appellant concluded that the
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solution provided by the patent in suit, ie freezing
t he dough, was to be regarded as obvi ous.

The respondent's argunents submtted both in the
witten procedure and at the oral proceedi ngs can be

summari sed as fol |l ows:

Concerning the video tape (10), it pointed out that
neither its content nor its date had been proved. It
further nmaintained that the alleged public prior use
was not substanti at ed.

As regards the inventive step objection, the respondent
argued that docunent (1) which, like the invention of
the patent in suit, addressed the problem of producing
frozen dough suitable for baking wi thout an intervening
proofing step, provided an entirely different solution,
i e special proofing and freezing steps. Mreover it did
not contain the slightest suggestion that the way the
dough was sheeted was inportant. Since docunent (7),

di scl osing a sheeting nmethod according to claim1 of
the patent in suit was dealing wth non frozen dough,

t he respondent contended that the skilled person woul d
not consi der such a docunent.

It disputed that (7) could be considered as the cl osest
state of the art since it did not address the sane
techni cal objective as the present invention ie the
production of frozen dough which can be baked

I mredi atel y.

The respondent however contended that there clearly was
an inventive step over this docunent as well. Since
this docunent did not concern frozen dough, the
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technical problemto be solved over (7), ie howto
produce a frozen dough suitable for baking w thout an
i nterveni ng proofing step, was not even renotely
suggested therein.

It supported this argunent by the observation that
docunents (1), (21), (22) and (37), which disclosed
speci al neasures for use in freezing proofed dough,
showed a technical prejudice which would di ssuade the
skilled person fromfreezing the fernented dough of

(7).

The respondent was therefore of the opinion that the
subject-matter of the main request and of the auxiliary
requests was inventive.

The appel | ant (opponent) requested that the decision
under appeal be set aside and that the European patent
No. 311 240 be revoked.

The respondent (patentee) requested that the appeal be
di sm ssed and that the patent be nmaintai ned as granted.
As auxiliary requests the respondent requested that the
deci si on under appeal be set aside and the patent be
mai nt ai ned on the basis of any of auxiliary requests 1
to 5 filed in the oral proceedings, in the nunerica
order indicated by the respondent.

Reasons for the Deci sion

1

0729.D
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Article 123(2) and (3) EPC

No objection under Article 123(2) and (3) EPC was

rai sed by the parties with respect to the set of clains
as granted and to the sets of clains of the auxiliary
requests 1 to 5 filed during the oral proceedi ng and
the Board sees no reason to differ.

Novel ty

Novelty, over the witten docunents, of claim1 of the
set of clainms as granted and of the sets of clains of
the auxiliary requests 1 to 5 was not contested by the
appel l ant. The Board sees no reason to question the
novelty over the witten state of the art.

I nventive step

Mai n request (set of clainms as granted)

Cl osest state of the art

The patent provides for a nmethod of producing fernented
frozen dough intended to be baked or fried in the
frozen state. The subject-matter of claiml1l is however
directed to the preparation of fernented frozen dough.

Docunent (7), relates to a nethod of producing

fernmented dough.

The respondent contested the choice of docunent (7) as
starting point because it did not concern frozen dough
and did therefore not address the sanme technica

obj ective as the patent in suit ie how to produce a
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frozen dough which is suitable for baking w thout an
intervening proofing. It submtted that (1) was the

cl osest prior art and the nost appropriate starting
point for the skilled person because it dealt with
precisely this technical problemand because it had the
great est nunber of technical features in conmon wth
the contested process.

The Board agrees that the closest prior art docunent
can often be the one having the greatest nunber of
technical features in conmmon with the invention and
capabl e of performng the function of the invention.
The problemto be solved by the invention is then to
provide an alternative to the state of the art.
Dependi ng on the case, an alternative solution can be
either very renote or very cl ose.

The point at issue is however to find the cl osest
starting point, which depends on the nerits of each
case, and is therefore not necessarily always a
docunent as defined in the previous paragraph.

As regards the subject-matter of claim1l of the patent
in suit, the Board notes that it is directed to the
preparation of a frozen dough and not to the
preparation of a baked or fried dough froma frozen
dough wi thout a proofing step. The steps of the clained
process nerely produce a frozen dough which can be
proofed or not before baking or frying.

In the Board's judgenent docunent (7) represents the
cl osest prior art.

The description of docunent (7) discloses a nethod for
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produci ng dough for bread and |ike products. It further
recites that the dough is kneaded. It is noreover clear
that the various ingredients required for producing
bread dough are m xed and kneaded to make dough havi ng
a gluten network, since the purpose of the kneadi ng
step is to do precisely that.

The resulting dough is then stretched while subjected
to repeated "beating" generating a dynam c vibratory

ef fect which preserves the gluten network. The speci al
apparatus used for the stretching step i s noreover

anal ogous to that of the process of the patent in suit.

Finally the dough is cut, shaped and fernented in a
proofer (colum 1, lines 9 and 10; colum 1, lines 22
to 29; Figure 1 and colum 4, lines 48 to 55 and
lines 36 to 39; Figure 1 of (7) and Figure 3 of the
patent in suit; Figure 1 and columm 5, line 24 to
colum 6, line 4).

Having regard to claim1 of the patent in suit, the
only difference over this prior art resides in the
presence of a further step which is added after the
final proofing step of docunent (7), ie the fernented
dough is frozen.

Accordingly, the problemto be solved by the subject-
matter of claiml1l of the patent in suit as agai nst
docunent (7) can be seen as quite sinply the provision
of a nethod for preserving fernented dough.

This problemis solved by the freezing step (f) of
claiml1, and, in the light of the exanples of the
patent in suit, the Board is satisfied that the problem
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has been sol ved.

4.1.4 Thus, the question to be answered is whether the
proposed solution, ie freezing the fernented dough, was
obvious to the skilled person in the light of the prior
art.

In that respect, it is noted that the techni que of
preserving perishabl e goods by freezing and, in
particul ar, freezing food, has been commbn genera

know edge for a long tine. In the field of bakery,
freezing as a neans of preserving dough had been one of
t he best-known nethods for alnost forty years at the
priority date of the patent in suit (e.g., (37)

(colum 1, lines 8 to 15)).

Therefore, the Board is satisfied that the skilled
person faced with the problem of preserving the
ferment ed dough obtained by the process of

docunent (7), would imedi ately consider freezing the
dough as a solution to this problem

4.1.5 The respondent contended that the subject-matter of
claim1l was nevertheless clearly inventive over (7)
because producing a frozen dough which is suitable for
baki ng wi t hout an interveni ng proofing stage was not
renotely suggested in (7).

Additionally, it argued that the skilled person woul d
not freeze the dough obtai ned according to the process
described in (7) because of a technical prejudice in
the art. It pointed to the disclosures in (1), (21),
(22) and (37) in order to substantiate this prejudice.
In its opinion, the skilled person reading these

0729.D Y A
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citations woul d deduce that special conditions are

al ways required in the preparation of a fernented dough
to be frozen, so he would not therefore freeze the
fermented dough obtai ned by the process of (7).

The Board appreciates that docunent (1) (page 8,

lines 8 to 17 and page 9, lines 17 to 24) describes a
speci al process involving specific proofing conditions
and a slow freezing of the fernented dough, which is
then able to expand and set in the expanded form when
baked from frozen; that docunments (21) (page 2, | ast
par agraph) and (22) (page 2 second paragraph and fourth
par agr aph) advocate either the use of chem ca

I ntunescent agents or the application of water-
containing liquids on the fernented dough to the sane
end and that docunent (37) (colum 1, lines 22 to 33)
even recites that, in the case of bread, the quality
obtai ned fromthe frozen fernented dough is not
acceptable for a comercial product if a proofing step
is not perforned before baking it.

The Board notes however that the particul ar steps
described in these docunents are first and forenost
intended to avoid the steps of thaw ng and proofing the
frozen dough before baking it. In other words, such
steps are only required in those cases where thaw ng
and proofing the frozen dough before baking it is

di spensed with. Accordingly, the Board sees no reason
why the skilled person would not freeze the fernented
dough obtai ned by the nethod of docunent (7). In that
respect, the Board points out firstly that claim1l does
not exclude thaw ng and proofing the frozen dough

bef ore baking or frying it and secondly that the
problemto be solved consists nerely in preserving the
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dough.

The Board does therefore not share the respondent's
concl usion that these docunents denonstrate the

exi stence of a technical prejudice in the art which
coul d prevent the skilled person fromfreezing the
dough of docunent (7).

Accordi ngly, the Board judges that the subject-matter
of claim1l of the main request does not involve an
i nventive step as required by Article 56 EPC.

First, third and fifth auxiliary requests

The above reasoning and concl usions apply equally to
claiml of the sets of clains of auxiliary requests 1,
3 and 5 filed during the oral proceedings for the
foll ow ng reasons:

The intended clarification in claiml of the first
auxiliary request that the steps of the process are to
be perforned in the order stated does in fact not
change the subject-matter of the claimas the sequence
is readily indicated by the al phabetical order of the
mai n request.

Nei t her does the indication in claim1 of the third
auxiliary request that the freezing step d) has to be
carried out "rapidly" nodify the subject-matter of the
claim This relative termdoes not distinguish the
freezing as in the patent fromthe prior art freezing.
As a matter of fact, according to the only information
avai l able in the description of the patent in suit
(page 7, lines 6 and 7) the "rapid" freezing is carried
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out at -40°C and according to the prior art (1) for
i nstance the "slow' freezing can also be carried out at
-40°C (page 10, second paragraph).

The intended clarification in claiml of the fifth
auxiliary request that a tension is inparted to the
dough during the stretching step (b) is readily self
evident fromthe term"stretching" so that the subject-
matter of this claimremains identical to claim1 of
the main request.

Second auxiliary request

Conpared with the subject-matter of claim1 of the
previ ous requests, claiml1 of the second auxiliary
request is directed to the preparation of bread froma
frozen dough and it clearly involves the absence of an
i nterveni ng proofing step before baking or frying the
frozen dough.

In these circunstances, in the view of the Board and as
acknow edged by the parties, it is clearly docunent (1)
whi ch qualifies as the closest state of the art since
it is also directed to the preparation of bread froma
frozen dough and since it also involves the absence of
an intervening proofing step before baking the frozen
dough.
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Docunent (1) discloses a process for naking bread
conprising the foll ow ng steps:

(a) a dough for producing a desired type of bread is
prepared by m xing the various materials (claiml,
step (a) and (b), page 12, lines 12 to 31 in
conbi nation with page 18, lines 32 and 33); then
the dough is

(b) sheeted by neans of suitable procedures enpl oyed
in the backing industry (claiml, step (d)) and
page 6, lines 25 to 30)

(c) cut and shaped (claiml1, step (d) and (e))

(d) fernented (claiml1, step (f))

(e) frozen (claiml, step (g)) and

(f) finally, baked directly fromthe freezer w thout
any additional proofing (page 10, lines 16 to 21).

In conparison with (1), the description of the patent
in suit shows that the frozen dough obtained with the
cl ai med process is also baked directly fromthe freezer
Wi t hout any additional proofing (page 2, lines 10 and
11, page 7, line 11) and step (f) of claim1).

The conparative exanples of table 1 of the patent do
not indicate which prior art nethod has been used for
conpari son and the description of the patent in suit is
sil ent about the process of docunent (1). Therefore no
particul ar effect is shown by the patent over the prior
art process of (1).
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Furthernore, the only difference between claim 1l of the
patent in suit and docunent (1) is that the dough is
sheeted according to a special nethod ie by stretching
t he dough while subjecting it to nechanically inparted
vi brati ons.

Accordingly, the problemto be solved by the subject-
matter of claiml1l of the patent in suit as agai nst
docunent (1) can only be seen as the provision of an
alternative nethod for preparing a frozen fernented
dough whi ch can be baked wi thout any intervening

proofi ng.

This problemis solved by the particular stretching
step (b) of claiml1, and in the |ight of the exanples
of the patent in suit the Board is satisfied that the
probl em has been sol ved.

Thus the question to be answered i s whether the
proposed sol ution, ie sheeting the dough by stretching
whi |l e subjecting it to nmechanically inparted

vi brations, woul d have been obvious to the skilled
person in the light of the prior art.

Havi ng regard to the description of docunent (1)

(page 6, lines 25 to 30), the skilled person is taught
that the sheeting of the dough can be perfornmed by
nmeans of any suitable procedures enployed in the baking
i ndustry.

Ther ef ore choosing the nethod disclosed in

docunent (7), ie sheeting the dough by stretching while
subjecting it to nechanically inparted vibrations,
woul d have been a nere arbitrary choice within the
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teachi ng of docunent (1), involving no inventive step.

The main argunents rai sed by the respondent were that
the subject-matter of claim1l of the second auxiliary
request was inventive over docunment (1) firstly
because, contrary to the process of the patent in suit,
t he process disclosed therein involved specific
proofing and freezing steps (step (f) and (g) of
claim1) as well as a supplenentary fernmentation step
(step (c) of claim1l) and, secondly, because the
skilled person would not use the apparatus disclosed in
docunent (7) for sheeting the m xed dough obtained in
(1) as this apparatus is first and forenost foreseen
for preserving the gluten network obtained by kneadi ng
t he dough.

The Board cannot accept the respondent's argunents.

It is indeed correct that specific proofing and
freezing conditions as well as a further fernenting
step are involved in the process of docunent (1).
However having regard to the wording of claim1 of the
second auxiliary request, these differences cannot be
taken into account for the assessnent of inventive
step. Neither does the term"conprising” in the claim
exclude further fernenting steps, nor are particul ar
proofing and freezing conditions indicated in steps (d)
and (e).

In this respect, it is noreover to be observed that

nei ther the use of chem cal intunmescent agents (see
docunent (21)) nor the application of water-containing
liquid on the fernmented dough (see docunent (22)) are
excluded fromthe subject-matter of claiml.
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As regards the second argunent, the board concedes that
docunent (1) only nentions the step of m xing the
dough. The Board is however convinced that m xing the
dough inevitably inplies at the sane tine sone kneadi ng
of the dough. This is noreover confirmed in

docunent (1) (page 12, lines 12 to 32; page 3, lines 14
to 19; page 9, lines 21 to 24) which discloses that the
dough prepared by the process of this docunent
possesses a gluten film

Since the wording of claim1l does not distinguish its
subject-matter fromthe kneading inplied by the m xing
step described in (1), this cannot formpart of the
assessnent of inventive step.

It is however pointed out that, contrary to the
respondent’'s opinion, the disclosure in (7) (colum 4,
lines 54 and 55) that the apparatus does not damage the
gluten tissues of the dough would actually encourage
the skilled person to use it in the process of docunent
(1) since this docunent clearly recomrends preserving
the gluten structure (page 9, lines 21 to 24, page 3,
lines 14 to 19).

Accordingly, the Board finds that the subject-mtter of
claim1l1l of the set of clains of the second auxiliary
request does not involve an inventive step as required
by Article 56 EPC

Fourth auxiliary request
The sanme conclusions apply to claim1 of the set of

clainms of the fourth auxiliary request as its subject-
matter only differs fromthe second auxiliary request
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by the indication of the order in which the steps are
perfornmed and the fact that the freezing has to be
carried out rapidly (see under 4.2 paragraphs 1 and 2).

5. In view of the foregoing the Board judges that the
subject-matter of claim1 both of the set of clains as
granted and of the sets of clains of the auxiliary
requests 1 to 5 does not involve an inventive step as
required by Article 56 EPC.

In these circunstances, there was no need for the Board
to consider the remaining clains. There was al so no

need to hear the witnesses with respect to the content
of the video tape and the all eged prior use.

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:
M Dai nese P. Langon
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