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Summary of Facts and Subm ssi ons
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The nention of the grant of European patent

No. O 148 549 in respect of European patent application
No. 84 301 193.3, filed on 24 February 1984, was
publ i shed on 8 August 1990.

Noti ce of opposition was filed by the appell ant
(opponent) on 7 May 1991 on the grounds of
Article 100(a), (b) and (c) EPC

In respect of an alleged |ack of novelty and inventive
step the opposition was supported by a nunber of prior
art docunents.

By a decision which was given at the end of oral
proceedi ngs held on 21 June 1995 and posted on

10 August 1995 the Opposition D vision naintained the
patent in anended form

Claim1 of the anended patent reads as foll ows:

"1. A nethod of printing on a sheet nenber a realistic
i mge of an original, utilizing two different
superinposed inpressions with two different col ouring
nmedi a, the nethod including the steps of creating a
first printing plate by the interposition of filter
nmeans between the original and a neans for recording a
first optical inage, creating a second printing plate
by the interposition of filter neans between the
original and nmeans for recording a second optica

i mge, and using the first and second plates to print
the different inpressions with two different col ouring
nmedia, the first printing plate being created by the
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interposition of at least two different filters between
the original and the said neans for recording a first
optical inmage, said different filters being adapted to
filter out colours or conbination of col ours,
characterised in that the exposure of said first

optical inmage obtained utilizing one of said at |east
two different filters is considerably |ess than the
exposure of said first optical imge obtained utilizing
the other of said at least two different filters.”

The Opposition Division was of the opinion that the
anended patent fulfilled the requirenents of

Article 123(2) and (3) EPC, that the invention as

cl ai med was disclosed in a manner sufficiently clear to
be carried out by the skilled person and that the cited
prior art was not suitable to throw doubt on the
novelty and inventive step of the nethod defined in
claim1l of the anended patent.

On 28 Septenber 1995 a notice of appeal was | odged
agai nst that decision and the appeal fee was paid on
t he sane day.

In the statenent of grounds of appeal, which was filed
on 6 Decenber 1995, the appellant cited the further
prior art docunent:

D17: "Principles of Col our Reproduction” by J.A C
Yul e, John Wley and Sons, Inc., New York, 1967,
Preface, Table of Contents, pages 2 to 5 and 250
to 255.

In a comruni cation issued in preparation for ora
proceedi ngs the Board noted that the appellant no



VI .

1462. D

- 3 - T 0818/ 95

| onger appeared to rai se objections in respect of
Article 123(2) and (3) EPC agai nst the anended patent
docunents.

In respect of the objection under Article 100(b) EPC,

t he opponent appeared to be of the opinion that

i nconpl ete disclosure of the characterising features of
claim1 - without sufficient detail derivable fromthe
description for clarifying the clainmed subject-mtter -
led to insufficient disclosure of the invention

cl ai ned.

The Board noted that in this respect at |east the
exanpl es di scl osed on page 5 of the application as
filed appeared feasible in view of the explanations
given by the respondent in its |letter dated 29 My
1996.

It woul d appear that the introduction of D17 concerned
evi dence in support of subm ssions already presented in
t he opposition proceedings so as to fill a gap in the
initial line of argunentation of the opponent.
Therefore, the citing of D17 could not be considered an
abuse of proceedi ngs because it took place at the
earl i est possible nonment and could al so not be
considered as introducing a totally new | ine of attack.
Under such circunstances a rel evant docunment filed
after the 9-nonth period of Article 99 EPC coul d be
allowed into the proceedi ngs.

Oral proceedings were held on 8 June 1999.

The appel | ant requested setting aside the decision
under appeal and revocation of the patent in its



VI,

1462. D

- 4 - T 0818/ 95

entirety (main request) or as an auxiliary request, to
remt the case to the first instance for consideration
of the objections under Article 100(a) and (b) EPC.

The respondent requested that the appeal be dism ssed
(main request) or, as an auxiliary request, to remt
the case to the first instance if the Board consi dered
the late filed docunent D17 to be rel evant.

In support of its requests the appellant essentially
relied upon the foll owi ng subm ssi ons:

Al t hough the anmended patent docunents no | onger gave
rise to objections under Article 123(2) and (3) EPC

t he question of insufficient disclosure under

Article 100(b) EPC remained. Since claiml1l could not be
consi dered sel f-explanatory the skilled person needed
further information fromthe description of the patent.
However, in view of the fact that the two exanpl es
presented in the patent description were wong the
person skilled in the art would never be able to
reproduce, even by extensive trial and error, the
solution called for in the characterising portion of
claim1l. In particular the use of a yellow filter for

t he second exposure of the first filmcould not lead to
the alleged results and therefore the skilled person
was uni nformed about the selection of the filters for
maki ng the first printing plate.

In this respect it was also to be noted that during the
earlier stages of the procedure the patent proprietor
steadily tried to convince the EPO that the use of a
yellow filter was an error requiring correction but
that now exactly the contrary is stated i.e. that
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yellow is the right designation of the filter col our.

Since the issues of inventive step and sufficient

di scl osure were closely linked in the present case it
woul d be appropriate to have these two issues

consi dered together and remt the case to the first

i nstance for further prosecution in respect of these
| i nked i ssues.

Initially the material submtted in the opposition
proceedi ngs was consi dered sufficient for show ng that
the sequential exposure of a filmfor nmaking the first
printing plate in a two colour printing nethod | acked
an inventive step. At that stage there was thus no
necessity to have filed the docunent D17 earlier. Only
fromthe decision under appeal did it becone fully
clear that the Opposition D vision considered the

di sproportional exposure of significance. Exactly that
feature was shown by D17 and because this textbook
related to the colour printing art its teaching was
consi dered to represent the nmere background know edge
of the skilled person. No inventive activity was seen
in the application of such conmon know edge in
producing a filmfromwhich the printing plate was
deri ved.

The respondent disputed the appellant's view and its
argunents may be sunmarised as foll ows:

The nmethod disclosed in the present patent related to a
two colour printing nethod rather than the standard
four colour printing process. Therefore the skilled
person was well aware of the necessity for correction
and sone experinentation to arrive at the best results
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for a realistic inage of the original, as was al so
referred to in the prior art cited in the patent in
suit.

The exanpl es presented in the description of the patent
could not be taken to Ilimt the extent of the nethod
clainmed. The filters in these exanpl es were not hing
nore than probabl e candi dates without any |imtation on
the use of other colour filters depending on the
colours in the inage to be reproduced. It this respect
t he appellant could also not be followed in that a
wong filter was used in the exanples, i.e. the yell ow
filter. Considering the underlying problemto be solved
by the subject-matter of the patent, i.e. the renoval

of the unbal anced nature of a printed reproduction nade
with only two inpressions, colour reduction of the
first printing plate was very well possible when using
a yellow or in fact any other filter, selected in
accordance with the colours of the inage to be

r epr oduced.

As regards the late cited docunent D17, no convincing
argunments had been presented by the appellant as to why
thi s docunent had not been filed within the 9-nonth
period of Article 99 EPC. Furthernore, since this
docunment was not relevant its introduction into the
proceedi ngs shoul d be refused for that reason too. As
to the latter, D17 related to four colour printing

whi ch posed entirely different requirenents on the
printing plates when conpared to two- col our printing.

Reasons for the Deci sion

1462. D
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The appeal is adm ssible.

Anmendnent s

The anmendnents to the patent essentially concern
anmendnents to bring the text of the description back to
the originally filed text.

The anmendnments to the clainms concern clarifications
(claim1l) based on the explanations given in the
description of the patent, correction of obvious errors
(clainms 2 and 3) and the introduction of a further
colour for the filters used in the nethod disclosed in
the patent in suit.

In view of these assessnents no objections pursuant to
Article 123(2) and (3) EPC arise against the present
pat ent docunents.

Since al so the appellant no |longer maintained its

obj ection under Article 100(c) EPC agai nst the present
pat ent docunents, no further consideration of this

I ssue is considered necessary.

Sufficiency of disclosure (Article 100(b) EPC

The nmethod clainmed in claiml starts in its pre-
characterising part fromthe known two-col our
interpretation disclosed in the docunent

D16 "Ilford Manual of Process Wirk" by L.B. derc,
fifth edition, 1951, published by Ilford Limted,
Il ford, London, pages 415 to 417.
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As was already indicated in the decision under appeal,
the prior art process disclosed in D16 al so nakes use
of two different filters for providing a first optica

I mge, whereby each exposure is one-half the exposure
which by itself would give a normal inmage (see D16, end
of point 407).

I n accordance with the description of the patent the
problemto be solved by the subject-matter clained is
the renoval of the unbal anced nature of the printed
reproduction made with only two printing inks, which,
as can be derived fromthe text in colum 3, lines 28
to 34, neans that the anmount of the first printing
col our should be adjusted by a disproportion of the
exposures through the different filters.

This is achieved by the additional features of the
characterising part of claiml in that the exposure
time of the first optical image obtained utilizing the
first filter is considerably | ess than the exposure of
said first optical inmage obtained utilizing the other
filter.

Starting fromthe known nethod disclosed in D16 cl ear
instructions are thus given to the skilled person as to
what has to be changed i.e. instead of a fifty-fifty
exposure the exposure tinme through the second filter
shoul d be considerably | ess than the exposure tine
through the first filter.

The appel |l ant essentially argued that since no specific
anount of the disproportion of exposures was discl osed
the skilled person was obliged to carry out extensive
tests on the basis of the exanples given in the
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descri ption, which experinentation, because of a wong
colour specified for filter used for the second
exposure, could never lead the skilled person to the
desired results. In this respect the appellant also
noted that the respondent had indicated in earlier
proceedi ngs that the use of a yellow filter in the
exanpl es was w ong.

The Board is of the opinion that the skilled person
must be considered to be well aware of the fact that in
two-colour interpretation a realistic inmage of an
original mght require an experinental approach but
that the results achieved during the experinments woul d
allow the skilled person to determ ne the direction of
experinmentation to be followed for achieving the best
conprom se. Such convergi ng experinentati on process
does not constitute an undue burden for carrying out
the method of claim1l of the patent in suit.

Furt hernore, although the appellant is right in that a
yellow filter as used in the four colour separation
process bl ocks its conpl enentary col our (blue |ight)
and that therefore the blue coloured areas in the
original inmage of the exanples discussed in the patent
in suit would not lead to further exposure of the first
optical image in those areas, the colour "blue" in the
exanpl es (the blue eyes of the baby and the bl ue
background) obviously does not closely relate to the
conpl enmentary col our "primary blue" bl ocked by the
yellow filter as used in the four colour separation
process.

This means that also in the exanples disclosed in the
present patent the first optical imge fromwhich the
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printing plate for the red colour is produced will be
further exposed through the yellow filter so that the
amount of red for the corresponding printing plate is
reduced in all areas where the colour "primary bl ue"
was not present in the original and that therefore the
unbal anced nature of the printing col ours can be

adj usted. Consequently there is no reason to assune
that the skilled person would be led by the exanples in
a direction away froma solution to the probl em stated
in the patent.

In summary, the Board follows the conclusion arrived at
in the decision under appeal in that the essentia
features to realize the subject-matter of the patent as
specified in claiml can be carried out w thout undue
burden by the skilled person and that therefore the
appel l ant' s obj ection based on Article 100(b) EPC nust
be rejected.

The |l ate cited docunent D17

It was not in dispute that the excerpts of the textbook
D17 disclosed that it was known in the col our printing
art to provide an optical image for creating a plate
for one printing col our by exposing the negative or
mask through two filters in succession in which one of
t he exposures was snmall when conpared to the other. In
view of the respective percentages of 95% and 5% such
known exposure would fall within the definition of the
exposure defined in the characterising part of claim1l
of the patent in suit.

The respondent considered that although the
characterising features of claim1l were known in
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t hensel ves from D17 this was not sufficient to conclude
its relevance. Since D17 related to the four col our
process whereas the present patent concerned two col our
printing, there was no suggestion that the process of
mul ti ple exposure disclosed in D17 could be used to

sol ve the underlying problemof the patent in suit.

The Board draws attention to the fact that in the

par agr aph "background of this invention"” also the
patent in suit extensively discusses the
particularities of the four col our process including
the "fine tuning” or adjustnent of the intensities of
the various col ours by sel ecting exposure tines and
devel opnent tines. Qoviously, the skilled person wl|
consi der the known adj ustnent concerning the intensity
of colours in the four col our separation process when
intensities of the printing plates in the two col our
process are in need of such "fine tuning". In this
respect nothing indicates that the two col our
separation process is principally different fromthe
four col our process, on the contrary, as will be clear
fromthe patent in suit and the prior art disclosed in
D17, only small er adaptati ons and sonme experinentation
are necessary for achieving a realistic reproduction of
an image in the two-colour interpretation.

Therefore, the Board is of the opinion that D17 is

rel evant when deci ding the ground of opposition under
Article 100(a) EPC, in particular as concerns the issue
of inventive step of the subject-matter of claiml.

The Board follows the appellant in that the
i ntroduction of D17 nerely concerns evidence about the
comon know edge of the skilled person to support
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subm ssions al ready presented in the opposition
proceedings so as to fill a gap in this initial |ine of
argunent ati on of the opponent. Moreover, the citing of
D17 cannot be considered to constitute an abuse of
proceedi ngs because it took place at the earliest
possi bl e nonment (together with the statenent of grounds
of appeal) and does al so not introduce a totally new
line of attack.

Under such circunstances a docunent filed after the
9-nmonth period of Article 99 EPC may be allowed into
the proceedings if it is sufficiently relevant (see for
exanmple T 29/96).

The late filing of docunment D17 does not constitute a
reason of equity (Article 104(1) EPC), which woul d
demand t hat costs be apporti oned.

In accordance with the case | aw of the boards of

appeal, if a newcitation is filed during the
opposi ti on appeal proceedings and is rel evant enough to
be taken into account, the case should as a rule be
remtted under Article 111(1) EPC to the departnent of
first instance so that the docunent can be exam ned at
two | evels of jurisdiction and the patent proprietor is
not deprived of the possibility of subsequent review
(see for exanple T 326/87, Q) 1992, 522).
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O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance for further

prosecuti on.

The Regi strar: The Chai r man:

A. Townend A. Burkhart
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