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Summary of Facts and Subm ssi ons

0925.D

Eur opean patent EP 345151 was granted upon the patent
application No. 89 401 480.2. The appeal is against the
deci sion of the opposition division revoking the patent
in response to a notice of opposition. The decision
under appeal was based on the main request consisting
of eleven clains for the contracting states BE, DE, FR
GB, IT, NL, SE and a set of eleven clains for the
contracting state ES, a first subsidiary request
consisting of ten clainms for the contracting states BE
DE, FR, GB, IT, NL, SE and a second subsidiary request
consi sting of nine clains for the sanme contracting

st at es.

The opposition division considered inter alia the
fol |l owi ng docunents:

D4 WD 88/ 06476

D5: US-A-4 329 383

D7 EP- A-0 1555 534
D8: EP-A-0 172 437

It was held that daim1l of the main request | acked
clarity and novelty in view of the citation D4

bel onging to the state of the art according to

Article 54(3) and (4) EPC. The clains of the first and
second subsidiary requests were found to | ack an

i nventive step with regard to D5 in conbination wth
either D7 or D8, two prior art docunents which were
acknowl edged in the patent-in-suit.

In the statenment of grounds of appeal, the appell ant
(patent proprietor) asserted that the opposition
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di vi si on had not observed the requirenents of

Article 113(1) EPC since the appellant did not have
sufficient opportunity to present conments on the

conbi nation of D5 with D7 or D8. This anounted to a
substanti al procedural violation which required the
case to be remtted to the opposition division for
consi deration of further argunents, and rei nbursenent
of the appeal fee. Wth a letter dated 4 February 1999,
the appellant filed 8 new sets of clains marked as
first to eighth subsidiary requests. A further
subsidiary request was filed later with a |letter dated
16 February 1999. The submtted clains were for all the
desi gnated contracting states including ES. O al
proceedi ngs were held on 17 February 1999.

Caiml of the set of 10 clains of the first subsidiary
request corresponds essentially to claim1l of the first
subsi di ary request underlying the decision under

appeal . It reads as foll ows:

"A method for the production of a hollow fiber nmenbrane
by the steps of discharging a spinning dope through an
annul ar spinning nozzle and, at the sane tine,

i ntroduci ng a non-coagulating liquid for the spinning
dope into the central cavity in the hollow fiber of the
spi nni ng dope bei ng di scharged, and then introduci ng
the di scharged fi ber of the spinning dope into a
coagulating liquid thereby solidifying the di scharged
fiber into a hollow fiber nenbrane, which nethod is
characterized by incorporating a surface nodifying
agent in the non-coagulating liquid wherein said
surface nodi fyi ng agent adheres or fixes on the inner
surface of said hollow fiber, thereby nodifying the

i nner behavi or of the produced hollow fiber nenbrane,



0925.D

. 3. T 0726/ 95

and wherein said surface nodifying agent is a conmpound
containing an i socyanate group or an epoxy group."

Caim1l of the set of 11 clains of the further
subsidiary request submtted with the letter dated

16 February 1999 differs fromclaim1l of the first
subsidiary request in the additional requirenment of the
nodi fyi ng agent "containing a fluorine atont.
Furthernore, this set of clains incorporates a new

I ndependent claim2 which specifies sel ected epoxy
conpounds for use as nodifying agent.

The set of 8 clains of the third subsidiary request
differs fromthat of the first subsidiary request in
that the spinning dope is defined in the preanbl e of
claim1l as "a spinning dope of cupramoni um cel | ul ose".
The dependent clains 2 and 3 of the first auxiliary
request are cancelled and the remai ning clains
renunber ed accordingly.

The set of 10 clains of the fifth subsidiary request
differs fromthat of the first subsidiary request in
the specification in claim1 of sel ected epoxy
conpounds for use as nodifying agent. Caim1l of this
request, which corresponds to claim2 of the above
further subsidiary request, reads as follows:

“1l. A nethod for the production of a hollow fiber
menbrane by the steps of discharging a spinning dope

t hrough an annul ar spinning nozzle and, at the sane
time, introducing a non-coagulating liquid for the

spi nning dope into the central cavity in a hollow fiber
of the spinning dope being discharged, and then

i ntroduci ng the discharged fiber of the spinning dope
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into a coagulating liquid thereby solidifying the

di scharged fiber into a hollow fiber nenbrane, which
met hod i s characterized by incorporating a surface

nodi fyi ng agent in the non-coagul ating |iquid wherein
said surface nodifying agent adheres or fixes on the

i nner surface of said hollow fiber, thereby nodifying
the inner surface behavior of the produced hollow fiber
menbr ane, and wherein said surface nodi fying agent is
sel ected from

t he 2- hydroperfl uoroethyl glycidyl ether,

CHF,CF

0—CH,CH—CH,
NS

the 1,1, 2, 3, 3- pent ahydr oper f| uor oundecyl ene- 1, 2- oxi de,

€ P CH,CH —CH,
a

the 1,1, 2, 3, 3- pent ahydr oper f| uor ononyl ene- 1, 2- oxi de,

1,1,2,2-tetrahydroperfl uorodecanyl et hyl ene gl yco
gl yci dyl ethers,

1

o7 17 o H,CH, 0 {CH,CH,0) —CH,CH — (L,
o
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such as 1,1, 2, 2-tetrahydroperfl uorodecanyl et hyl ene

gl ycol glycidyl ether, 1,1, 2, 2-

t et rahydr oper fl uor odecanyl - di et hyl enegl ycol gl yci dyl
ether, 1,1,2,2-tetrahydroperfluorodecanyltriethylene
gl ycol glydicylether, and 1,1, 2, 2-

t et rahydr oper f |l uor odecanyl pol yet hyl ene gl ycol gl ycidyl
et her,

the glycidyl trinmethyl amoni um chl ori de,

c1icH,), Prer,cH—cH,

-t

the nmethyl carbam c glycidyl ester,

H.ONHCOOCH,CH —CH,

the ethyl carbam c glycidyl ester,

H,C, MHCOOCH, CIL—UH,

/
0
the i sopropyl carbam c glycidyl ester,

HC{CHJZNHCOOCHECH-}CHQ

and the diethylglycidyl am ne,
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(CH, ENCHECE R

The appell ant defined the invention as relating to "the
production of a hollow fibre nenbrane for use in
artificial dialysis which does not entail a significant
transi ent | eukopeni a". Docunents D7 and D8 were

consi dered by the appellant to be the closest prior art
docunents since both were directed to the preparation
of a dialysis nenbrane with inproved bioconpatibility,
nore specifically with respect to transient |eukopenia
and conpl enent activati on.

In D7, the reduction of transient |eukopenia was
obtai ned with hollow fibre nenbranes of regenerated
cellulose nodified with i socyanate. The nodification
process involved chem cally binding isocyanate
prepol yner to at | east one of the surfaces of the
formed nenbrane.

According to D8, the reduction of transient |eukopenia
was achi eved with cellul ose nenbranes having a degree
of substitution within a specified range, the desired
degree of substitution being obtained by conbining in
the spinning dope either two cellulose materials wth
different degrees of substitution, or substituted and
unsubstituted cellul ose materials. The substituted
cellul ose materials, e.g. dialkylamnoal kyl or

car boxyal kyl cellul ose ether, were made according to
known rnet hods.

The cited prior art thus involved either a post-
treatnent of the cellul ose nenbranes (D7) or a pre-
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treatnment of the cellulose prior to the nenbrane
formation (D8). Argunents and conparative test data
were submitted, allegedly show ng that both these known
nmet hods had drawbacks as conpared to the present nethod
wherein the nodification was conducted during the
preparation of the nenbrane. It was al so asserted that,
since the nodification according to the nethod of D8
woul d affect not only the nenbrane surface but the
entire nmass of the cellulose, this could degrade the
physi cal properties of the resulting hollow fibre

menbr ane.

The appel |l ant further advanced the argunent that the
skill ed person did not have any incentive to nodify the
teachings of D7 or D8, even with the know edge of D5,
in such a way as to arrive at the clained invention.

For this, it would be necessary

(1) to make a nunber of successive sel ections of
process paraneters from D7, D8 and D5 which were
either not sufficiently disclosed to be
reproduced or not presented as particularly
advant ageous and

(i) to conbine these isolated features in a
particul ar way.

Ref erence was nmade to the Decisions T 2/83, T 168/ 84,
T 229/ 85 and T 564/89 which showed the proper way to
apply the problem sol ution approach and deni ed the
all owability of conbining prior art docunents in the
manner used here in the decision under appeal when
assessi ng inventive step.
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The appel | ant added that there was even | ess incentive
for the skilled person to restrict the spinning dope to
cupr anmoni um r egener ated cel | ul ose. The expl anati on
given in this respect was that such cellulose was in a
state of a conplex with copper and anmoni um after
treatnment with basic copper sulfate. There was no
teaching in the literature as to whether an epoxy or

I socyanat e conpound woul d conbine with the cellulose in
that conpl exed state, so that the appellant should be
given the benefit of the doubt in this respect, in
accordance with the decision T 219/ 83.

The respondent (opponent) considered the conpl aint that
there had been a procedural violation under

Article 113(1) EPC to be unfounded, pointing out that
D7 and D8 were only discussed in connection with the
subsidiary requests filed one day before the ora
proceedi ngs. Mreover, these docunents were

acknowl edged in the patent in suit as relevant prior
art docunents. Relying on the decision T 536/88, the
respondent observed that these were to be considered as
bei ng part of the opposition proceedings. It was al so
remar ked that the patent proprietor neither requested
that the oral proceedings in opposition be adjourned
nor that the proceedi ngs be continued in witing.
Therefore, the request to remt the case to the
Qpposition Division for further prosecution should be
di sm ssed.

The respondent concurred with the appellant insofar as
D7 was the closest prior art for the enbodiment with

I socyanate group containing conpounds and D8, for the
enbodi nent wi th epoxy contai ni ng conpounds. Concer ni ng
the disclosure of D8, the respondent added that, as is
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commonly known in the art, the cellul ose ether used for
adj usting the degree of substitution of the cellul ose
spi nni ng dope could be prepared by the reaction of
cellulose with correspondi ng epoxy conpounds.

Regardi ng the reaction of an isocyanate or epoxy
compound with the cupramoni um regenerated cel |l ul ose,

it was renmarked that the hydroxy groups on the surface
of the cellul ose would still be available in sufficient
gquantity to react with said groups before the nodifying
agent was renoved. The skilled person would therefore
not have any prejudi ce agai nst addi ng the nodifying
agent to the spinning dope of cuprammoni um regener ated
cel | ul ose.

The respondent dism ssed the conparative exanples filed
by the appellant as irrelevant since these were neither
a reproduction of D7 nor of D8 but a construction
resulting froma conbination of D7 and D8. Furthernore,
t he respondent pointed out that there was no evi dence
of degradation of the nmenbranes obtained with a m xture
of pretreated cellul oses as disclosed in D8.

The respondent mai ntained that the clainmed i nvention
| acked of an inventive step in respect of either D7 or
D8 in conbination wth D5.

Request s

At the end of the oral proceedings, the appell ant
requested that the decision under appeal be set aside
and as main request that the appeal fee be reinbursed
and the case be remtted to the Opposition Division and
as subsidiary requests that the patent be naintai ned on
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the basis of the amended set of clains submtted
respectively as first subsidiary request with the

|l etter dated 4 February 1999, as further subsidiary
request with the letter dated 16 February 1999, and as
third, fifth, sixth, seventh and ei ghth subsidiary
requests with the letter dated 4 February 1999.

The respondent mai ntained his request that the appea
be di sm ssed.

Reasons for the Deci sion

1

0925.D

The appeal is adm ssible.

Mai n request

The opposition division cited docunent D5 as novel ty-
destroying in the addendum whi ch was di spatched to the
parties on 2 March 1995, together with the summons to
oral proceedi ngs which were to take place on 2 June
1995. Further, D5 was already acknow edged in the
description. The appellant thus had sone three nonths
to study the novelty objection in relation to a
docunent of which he was already aware. It is
uncontested that the opposition division has drawn the
appel lant's attention to certain passages in D5 which
were considered to be particularly rel evant under
Article 52(1) EPC

New sets of clainms to establish novelty over D5 were
filed by the appellant one day before the date of the
oral proceedings on 2 June 1995. Since both D7 and D8
wer e al ready acknow edged in the description as
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rel evant prior art, the appellant could have expected
that even if the anended cl ains were considered to be
novel over D5, the question of inventive step would
have to be considered in relation to D5 in possible
conbi nation with the acknow edged prior art such as D7
or D8 and other docunents in the opposition. This view
IS in agreenment with that expressed in decision

T 536/ 88 (QJ EPO 1992, 638) which stated that "a
docunent indicated in the European patent as the

cl osest or inportant prior art for the purposes of

el uci dating the technical problemset out in the
description nevertheless forns part of the opposition
or opposition appeal proceedings even if not expressly
cited wthin the opposition period" (see item2.1 and
item 2.6 of the decision).

In view of the filing of the new sets of clains only
one day before the oral proceedings, any newy rel evant
obj ections regarding a |l ack of inventive step over a
conbi nation of D5/ D7 or D5/D8 could only be put forward
at the oral proceedings. The appellant has confirned
that the conbination of D5 wwth D7 or D8 was di scussed
at the oral proceedings of 2 June 1995 and that he did
not make the request that the oral proceedi ngs be
interrupted or adjourned in order to have nore tine for
replying to the objections of |ack of inventive step
with regard to a conbination D5/ D7 and D5/D8. In these
ci rcunstances, the appellant's conplaint that his right
to be heard has not been respected has no basis and the
request for remttal and rei nbursenent of the appea

fee is rejected.

3. First subsidiary request

0925.D Y A
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The Board concurs with the undi sputed findings by the
opposition division that the anmendnents neet the

requi renents of Articles 123(2) and (3) EPC. The
amended claim1l1 is based on clains 1 and 4 and the
description page 10, lines 1 to 5 as originally filed.
Conpared to the subject-matter of claiml as granted,
the process according to the present claiml is nore
restricted by the definition of the surface nodifying
agent being a conpound contai ning an epoxy group or an
i socyanat e group

The novelty of the subject-matter of the anended cl ai ns
has never been queried. Indeed, none of the cited prior
art docunents discloses a nethod for the production of
a hollow fibre nmenbrane wherein a surface nodifying
conpound contai ni ng an epoxy or an isocyanate group is
i ncorporated into the non-coagulating liquid which is

i ntroduced into the central cavity in the hollow fibre
of the spinning dope while the latter is being

di scharged (characterising features of claim1l).

The issue that remains to be decided here is that of

i nventive step. The appellant argues that the object of
the invention is to produce a hollow fibre nenbrane for
use in artificial dialysis which does not entail a
significant transient |eukopenia. The solution proposed
inclaimlis in fact two distinct processes, one
alternative being a process using an epoxy contai ning
compound for nodifying the inner surface behavi our of

t he produced holl ow fibre nenbrane, whereas the other
process uses an i socyanate containing conpound for this
pur pose.

The Board therefore concurs with the parties that D7
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and D8 are equally relevant insofar as they both
concern the production of hollow fibre nenbranes with
the sane desired properties (see D7, page 2

paragraph 3; bridgi ng paragraph, pages 4 and 5 and D8,
bridgi ng paragraph, pages 2 and 3; page 5 paragraph 2).
According to D7, |eukopenia is significantly reduced by
nodi fying hollow fibre of regenerated cellul ose wth

I socyanate prepolyners (see claiml1l and Figure 1 of

D7). In D8, |eukopenia is reduced by adding nodified
cel l ul ose such as di al kyl am noal kyl or carboxyal kyl
cellul ose ether to the cellul ose spinning dope (page 6,
lines 1 to 3). Thus, D7 is the closest prior art
docunent for the isocyanate enbodi nent of claim1 while
D8 is considered to be the closest prior art with
respect to the epoxy enbodinent. D5 is further away
fromthe invention since it discloses a nmethod of

coval ently bondi ng heparin to a base polynmer with a
different aim nanely to inpart |ong-term non-

t hronbogeni c properties (colum 1, lines 23 to 26, 43
to 46; columm 2, lines 36 to 39).

During the oral proceedings, the appellant conceded
that the product obtained by the present nethod which
enpl oys an i socyanate contai ning conpound as nodifying
agent does not result in an inproved product as
conpared to D7. Indeed, as is pointed out by the
respondent and not contested by the appellant, the
conparative experinents submtted wth the statenent of
grounds of appeal dated 27 Cctober 1995 do not include
proper reproductions of the teaching of D7 and as such
are i nappropriate for showi ng any effect. The appel | ant
has therefore confirnmed that the technical problem

whi ch the invention seeks to solve is as already stated
in the description as filed, page 2 lines 14 to 20,
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nanely to provide an easy nethod for obtaining products
simlar to those disclosed in D7.

The Board is prepared to accept that the nethod
according to D7 may suffer from poor efficiency when
the nenbrane has the formof hollow fibres and that the
use of the nodifying agent incorporated in advance in

t he non-coagul ating |iquid reduces such deficiency of
operation. As a consequence, the Board can accept that
the stated technical problemis indeed solved. It
remai ns to be el uci dated whether the sol ution proposed
in present claiml1l is obvious in view of the cited
prior art.

The process of claim1l using as surface nodi fyi ng agent
an i socyanate group containing conpound differs from D7
in that the surface nodifying conpound is incorporated
in the non-coagulating liquid which is introduced into
the central cavity in the hollow fibre during the

di scharge of the spinning dope. The nodification is

t hus conducted during the production of the holl ow
fibre nenbrane with the result that the nodifyi ng agent
adheres or fixes only onto the inner surface of said
menbrane. In contrast, D7 discloses a process wherein

I socyanate is added to a nenbrane in an after-treatnent
in order to nodify at |east one of the surfaces of said
menbrane (abstract, page 7 |ast paragraph and claim1l).

The nodification proposed by the invention is however
considered to be derivable fromD7 in the know edge of
D5.

As is clearly stated in its introductory part, D7
concerns bl ood dial ysis nenbranes which nay be in the
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formof hollow fibre nmenbranes ("Schlauchfolien", see
page 1, paragraph 1). The explicit requirenent that the
process results in the nodification of at |east one
surface of the fibre nenbrane can only be interpreted
in the sense that, in the case of hollow fibre

nmenbr anes, the nodification should conprise the inner
surface that cones into contact with blood. The genera
teaching of D7 therefore enconpasses the nodification
of the inner surface of a hollow fibre nenbrane with an
I socyanat e containing conpound, with the aimto reduce
its transient |eukopenia properties. It is conceded
that a detailed nethod for achieving the nodification
of only the inner surface is not taught in D7. However,
wWith this goal in mnd, the skilled person would
consider all the prior art documents concerning the
nodi fi cation of only one surface of a hollow fibre,
regardl ess of its application. Thus, he would
contenpl ate the teaching of D5. This was no | onger

di sputed by the appellant during the oral proceedings.

The process disclosed in D5 for that purpose
essentially involves a reaction between heparin and

al dehyde- cont ai ni ng polynmers for nodifying the inner
surface of a hollow fibre nenbrane (col. 7, |lines 19-
45). The method may i nvolve a post-treatnment (colum 7,
line 66 to columm 8, line 4) or the alternative of
carrying out the reaction in situ, during the

manuf acturing process of the hollow fibre (colum 8,
lines 11 to 13). In the latter node, it is taught to

I ncorporate the nodi fying agent into the core liquid
whi ch is extruded sinultaneously with the spinning dope
(claim?2). In the practice of said invention, the

al dehyde- cont ai ni ng pol ynmers can be prepared directly
fromthe appropriate nononmers (columm 3, lines 24 to
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34) or generated by the treatnent of the polyner with
periodic acid (colum 4, lines 59 to 66). Thus, the
statenment at colum 10, lines 1 to 2 ("These [sic] core
sol ution can contain heparin to react based on the sane
principle”) follow ng the description of the production
of hollow fibre with a core solution containing
periodate (colum 8, line 34 to colum 10, line 1) nust
be interpreted as pertaining to the case invol ving

pol ymers which al ready contai n al dehyde groups to react
Wi th heparin and therefore do not require a
pretreatment with periodate. Consequently, the Board is
unabl e to accept the appellant's argunent that D5
nei t her di scl oses nor suggests the use of a core

sol ution containing a surface nodi fying agent which may
adhere or fix to the inner surface of the hollow fibre
duri ng spi nni ng.

A skilled person seeking a further nethod for nodifying
only one surface of the hollow fibre according to D7
woul d naturally consider the alternative offered in D5
to the post-treatnent nethod and thus arrive at the

i nvention by a straightforward conbination of D7 with
D5. Contrary to the appellant's assertions, there is no
need for neking successive sel ections of process
paraneters from D7 and/or D5 and any arbitrary

conbi nation of such isol ated features.

As a consequence, the subject-matter of claim1l is not
consi dered to involve an inventive step.

The present case is not conparable with the cases cited
by the appellant, where the Boards concerned recogni sed
an inventive step. In case T 2/83 (QJ EPO 1984, 265),
the Board accepted that the fornmulation of a new,
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her et of ore not recogni sed problemjustified an

i nventive step even if the solution was obvious, once
the problemwas clearly stated (see item6). Here,
there is no unrecogni sed problem In T 168/ 84 dated
17 Septenber 1987 (not published in the Q3 EPO), the
Board answered in the negative to the question as to
whet her the skilled person would indeed recogni se the
value of isolated features fromat |east 3 docunents
out of a nultiplicity of docunents (see item4.3).
Here, the nmethod disclosed in D5 is a natura
alternative to the specifically exenplified nmethod of
D7, which the skilled person can see imedi ately. In
T 229/85 (QJ EPO 1987, 237), it was warned agai nst

i ncluding pointers to the solution in the fornulation
of the technical problem The inclusion of part of the
solution offered by the invention would have
necessarily resulted in an ex-post facto view being
taken of inventive activity (see item5). The problem
here has not been fornmulated to include part of the
solution. Lastly, in T 564/89 dated 10 February 1993
(not published in the QJ EPO) the Board held that the
prior art citations do not foreshadow the particular
structural features of the contested claimand that
their possi ble conbination should be disregarded as
resulting froman ex-post facto analysis (see
item5.5). No ex-post facto analysis has to be adopted
here. The Board's above finding is thus not in
contradiction to the cases cited by the appellant.

4. Second subsidi ary request
Caiml differs fromclaim1l of the first subsidiary

request only in the additional specification that the
surface nodi fyi ng conpound al so contains a fluorine

0925.D Y A
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atom

The Board, however, concurs with the respondent that

al t hough F-containing i socyanates are not explicitly
mentioned, they are not excluded fromthe genera
wording in D7. Further, no special effect attributable
to fluorine has been made out, either in the patent-in-
suit or during the oral proceedings. As a consequence,
the Board considers that the factual situation in
respect of this request is substantially the sane as

t he one concerning the first auxiliary request. The
argunents |leading to the finding of |ack of inventive
step for claim1l of the precedi ng request thus apply
mutatis nmutandis to the subject-matter of present
claiml. The subject-matter of claim1l of the second
auxiliary request therefore is not considered to

i nvol ve an inventive step.

Third subsi diary request

Caiml differs fromclaim1l of the first subsidiary
request only in the additional specification that the
spi nni ng dope is of cupranmoni um cel | ul ose.

The appel |l ant has all eged that cellulose is present in
t he spinning dope as a conplex with copper. Since the
cellul ose material used in D7 was not conplexed, it was
submtted that it could not be inferred from said
docunent that isocyanate can be bound to the substrate
in the conpl exed state. However, the Board agrees wth
the respondent that it was well known in the art that
only a part of the hydroxy groups are conplexed in

cupr ammoni um cel | ul ose, while the remaini ng hydroxy
groups are still available for reaction, up until the
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| ast process step of drying. The Board therefore
considers that a skilled person would not have seen any
deterrent but would have carried out the reaction of

I socyanate with cuprammoniumcellulose in situ as an
alternative to post-treating the forned cellul ose
fibre, since he had a reasonabl e expectati on of

success. In this case, where a slight doubt could be
rapidly dispelled with nmere routine experinentation,
there is no reason to give the appellant the benefit of
the doubt. The skilled person nmay be cautious but he is
not so cautious as to disregard a prom sing nethod

W t hout even checking it out where checking is easy.
The other findings in the case of the first auxiliary
request apply to the present auxiliary request as well,
whi ch request nust therefore also be refused.

Decision T 219/83 (QJ EPO 1986, 211 and QJ EPO 1986,
328) discusses the burden of proof for the facts the
parties rely upon (see item 12 of the reasons). It is
not relevant to the present case since the appellant's
all egation is not a fact which can be proven either way
but nerely a speculation as to what would put off a
skill ed person.

Fifth subsidiary request

The process of claim1l is nowrestricted to the use of
sel ect ed epoxy conpounds as nodi fyi ng agent. Since

I socyanat e contai ning conpounds are not used in the

cl ai med process, D7 is no |longer relevant for the

pur pose of assessing inventive step in the present case
(see also item 3.3 above). D8 is now considered to be
the closest prior art docunent, in agreenent with the
subm ssions of both parties.
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The process of claiml differs fromD8 in the
specification of selected epoxy conpounds and in that

t hese conpounds are incorporated in the non-coagul ati ng
l'iquid.

The problemto be solved with respect to D8 is to
provi de a process for obtaining a further hollow fibre
nmenbrane having simlar properties and being suitable
for dialysis with reduced | eukopeni a. The appel | ant has
al so argued that the process solves to further problem
of inproving the physical properties of the product.
However, this assertion was not substantiated and

t herefore not discussed further.

The appellant has filed experinmental data show ng that
the use of the sel ected epoxy conpounds according to
claiml leads to hollow fibre nenbranes with reduced
transi ent | eukopenia. The Board is therefore satisfied
that the stated technical problemis indeed solved by
the present invention. This is not contested by the
respondent.

The Board does not concur with the respondent that the
proposed sol ution defined by the characteri sing
features in claim1 is obvious in view of the avail able
prior art.

In D8, the sane problemis solved by mxing differently
substituted cellul ose materials or by m xing
substituted with non-substituted cellulose. As is
correctly indicated by the respondent, one of the

nodi fied materials used in the known process is

cel lul ose ether, which could be prepared by the
reaction of cellulose with correspondi ng epoxy
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conmpounds (see page 7, 3rd paragraph and the literature
cited therein). However, it is clear and undi sputed
that the reaction with epoxy conpounds is only one of

t he possi bl e nmethods for producing cellul ose ethers. It
nmust al so be noted that, in addition to cellul ose

et her, a nunber of other substituted cellul ose
materials are listed as preferred conpounds (page 6,
paragraph 1 to page 7, paragraph 2).

Docunent D8 solely discloses a process involving the

m xing of different cellulose materials for adjusting
the degree of substitution of the spinning dope. It
fails to give the skilled person any incentive to
consider, wthout the benefit of hindsight, the
possibility of coating the inner surface of the holl ow
fibre instead of nodifying the whole mass of the fibre
menbrane, |et al one doing so by reacting that surface
W th specific epoxy conmpounds contained in the core

sol ution.

In other words, the Board holds that D8 does not
contain any pointer towards a possible conbination with
D5 or D7 and that the respondent has at nobst shown that
the skilled person could have arrived at the clained
solution of the problem but not that he woul d have done
so on the basis of these citations. The other docunents
cited during the opposition proceedi ngs do not contain
any nore relevant information. This is not in dispute.

As a consequence, the Board has cone to the concl usion
that the subject-matter of claiml1 of the fifth
subsi di ary request involves an inventive step. Cains 2
to 10 are dependent clains relating to specific

enbodi nents of that subject-nmatter. The patent can
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therefore be maintained with these clains, after the
necessary adaptation of the description. Fromthis, it
follows that the further auxiliary requests submtted
by the Respondent need not be consi dered.

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent with clains 1 to 10
submtted as fifth subsidiary request with the letter
dated 4 February 1999 and a description to be adapted.

The Regi strar: The Chai r man:

S. Hue R Spangenberg
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