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Summary of Facts and Subm ssi ons

2513.D

The appel | ant (applicant) |odged an appeal, received on
11 May 1995, against the decision of the Exam ning

Di vi sion, dispatched on 15 March 1995, refusing the
application No. 91 114 140.6 (publication No. O 461
680). The fee for the appeal was paid on 11 May 1995
and the statenent setting out the grounds of appeal was
received on 18 July 1995.

In the decision under appeal, the Exam ning Division
held, inter alia, that the subject-matter of claiml
was not novel, having regard to the foll ow ng docunent:

Dl: US-A-4 406 658

Wth the statenent of grounds of appeal, the appellant
filed, inter alia, a newset of clains 1 to 14.

The wording of the independent claim1l reads as
foll ows:

"1l. A transdermal drug applicator for application to a
living body for the delivery of at |east one drug

t hrough the skin (144, 230, 278, 350) or nucous

menbr ane conpri si ng:

applicator nmeans (134, 220, 280) including at
| east one drug reservoir (186, 226, 290, 292, 344)
containing said drug for delivering said drug through
said skin (144, 230, 278, 350) by an el ectrokinetic
mass transfer of said drug;

nmounti ng neans renovably nounted to said body for
hol di ng said applicator means (134, 220, 260) to said
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skin (144, 230, 278, 350);

power neans (166, 222, 279, 356) for powering the
delivery of said at |east one drug through the skin
(144, 230, 278, 350);

circuit nmeans for transmtting electrical power
received fromsaid power neans (166, 222, 279, 356) to
sai d applicator neans (134, 220, 260) wherein an
electric circuit is created between said applicator
means (134, 220, 260) and said power neans (166, 222,
279, 356) through the skin (144, 230, 278, 350); and

characteri sed by progranmmabl e conputer neans (158,
212, 250, 280) for receiving programmed instructions
relative to said drug and for transmtting signals
relative to said drug and said programed instructions
to said power neans (166, 222, 279, 356) for regulating
t he generation of power and delivery of said drug
t hrough said skin (144, 230, 278, 350) and wherein said
transdermal drug applicator includes two parts, a first
di sposabl e and repl aceabl e part including said at |east
one drug reservoir (186, 226, 290, 292, 344), and
optionally said power neans (186, 222, 279, 356), and a
second reusabl e part including said progranmmabl e
conput er means (158, 212, 250, 280)."

Claim2 to 14 are dependent on claim 1.
The appel | ant requested that the decision under appeal
be set aside and a patent be granted on the basis of

the foll ow ng docunents:

d ai ns: Nos. 1 to 14 as filed with the statement
of grounds of appeal;
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Descri ption: page 5 and 5a as filed with the
statenment of grounds of appeal,
page 2 as filed with a letter dated
23 Decenber 1994, received on
24 Decenber 1994,
pages 1, 3, 4, 6 to 33 as originally
filed.

Dr awi ngs: Sheets 1/8 to 8/ 8 as originally filed.

Auxiliarily, the appellant proposed to draft claim1l1 in
the one-part formin which the termcharacterized by"
woul d be replaced by the term "and".

In a comuni cation dated 18 May 1999, the Board

acknow edged that D1 did not show all the features
recited in claiml1, but drew the appellant's attention
to the fact that the follow ng docunent cited in the
Eur opean search report:

D6: EP-A-0 060 452

appeared to disclose a transdermal drug applicator
falling within the ternms of claiml.

The appellant filed a request for oral proceedings with
a letter dated 7 Cctober 1999, but w thdrew the sane
with a letter dated 14 January 2000.

The argunents of the appellant, who did not comrent on
the novelty objection raised by the Board, nay be
summari zed as foll ows:

The present invention related to a two-part transdernma
drug applicator configuration in which the first part



- 4 - T 0673/ 95

was di sposabl e and repl aceabl e and contai ned the drug
reservoir as well as, optionally, the power neans for
powering the delivery of the drug through the skin. The
second part was reusable and contained the progranmmabl e
conput er means. Thus, the clains were directed to a
device in which the elements that could be exhausted
relatively rapidly were located in the sanme di sposabl e
and repl aceable first part. However, the relatively
expensi ve and sensitive programrabl e conputer nmeans was
| ocated in the second part which was capabl e of being
reused.

Furthernore, the conmputer neans was not sinply used for
powering up and down the device and for controlling the
drug delivery timng, but could be used to regulate the
delivery of the drug, for instance, in reaction to the
body needs.

Reasons for the Decision

1

2513.D

The appeal is adm ssible.

The i ndependent clainms according to the main and
auxiliary requests differ fromthe claim1l refused by
the Exam ning Division essentially in that the
transdermal drug applicator includes two parts:

- a first disposable and replaceable part including
said at | east one drug reservoir (186, 226, 290,
292, 344), and

- a second reusable part including the programmuable
conput er means (158, 212, 250, 280).
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The above features are supported by the enbodi nent of
Figure 12 of the application as originally filed and,
t hus, the amendnents conply with Article 123(2) EPC

D6, which is cited in the present application as
originally filed (page 3, line 24) and clains as
priority a US application corresponding to D1, rel ates
to a transdermal drug applicator for application to a
[iving body for the delivery of at |east one drug

t hrough the skin or nucous nenbrane. The drug
applicator shown in D6 (Figures 1, 2A, 2B and 3)
conprises the followng features recited in the
preanbl e of claim 1l according to the main request:

- applicator nmeans 25 ("el ectrode”) including at
| east one drug reservoir 28 ("pad") containing
said drug for delivering said drug through the
skin by an el ectrokinetic nmass transfer of said
drug;

- nmounting neans 55 ("strap") renovably nounted to
said body for holding said applicator neans 25 to
sai d skin;

- power nmeans 12 ("battery") for powering the
delivery of at |east one drug through the skin;

- circuit nmeans 15 ("el ectroni cs package") for
transmtting electrical power received fromsaid
power nmeans 12 to said applicator neans 25 wherein
an electric circuit is created between said
applicator nmeans 25 and said power neans 12
t hrough t he skin.

As to the features recited in the characterising part
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of claiml, it is specified in D6 that:

- the drug applicator conprises a reusable part
("casing and pl ate conbination"; cf. page 4,
lines 20 to 30, and

- a di sposabl e and repl aceabl e part ("adhesive
el ectrode pads", page 3, lines 29 to 31 and
page 4, lines 23 to 27);

- the reusable part may conprise a m croprocessor
(i.e. "programmabl e conputer neans") for functions
such as automatic power up, power down,
controlling daily dosages, etc. (page 37, lines 4
to 11).

Furthernore, Figures 1, 2A, 2B and 3 clearly show t hat
t he pads containing the drug can be easily applied to
and renmoved fromthe el ectrode plates 20 and 21.

As to the appellant's argunent that in the transderm
drug applicator according to the present application

t he conputer neans can be used to regul ate drug
delivery in reaction to the patient's needs, the Board
notes that claim1l1 is not limted to such a specialized
use of the programmabl e conmputer neans, but covers the
sanme powering and drug delivery functions specified in
D6 (page 37, lines 4 to 11).

As D6 discloses a transdermal drug applicator falling
within the terms of claim1l of the main request, the
subject-matter of this claimis not new within the
meani ng of Article 54 EPC. The sane applies to claim1l
of the auxiliary request which differs fromclaim?1 of
the main request only in that the forner is drafted in
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the one-part form

5. Since none of the appellant's requests is allowable,
the present application has to be refused.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

R. Schunacher G Davi es

2513.D



