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Summary of Facts and Subm ssi ons

1143.D

Eur opean patent application No. 88 100 598.7 was filed,
with 18 clainms, on 18 January 1988, claimng a US
priority of 4 February 1987 (US 10867) and was
publ i shed under No. 0 278 255. Caim1l read as follows:

"A resinous conposition free from extraneous i npact
nodi fiers and conprising the follow ng resinous
conponents and any reaction products thereof, al
per cent age proportions being by weight of total

resi nous conponents:

(A) about 15-50% of a pol yphenyl ene ether, or a blend
thereof with at | east one pol ystyrene;

(B) about 20-80% of at |east one poly(al kyl ene
di car boxyl ate), the weight ratio of conponent Ato
conmponent B being at nost 1.2:1; and

(O from3%to about 50% of at |east one pol ymer
containing a substantial proportion of aromatic

pol ycarbonate units and having a wei ght average

nol ecul ar wei ght of at |east about 40,000 as determ ned
by gel perneation chronmatography relative to

pol ystyrene, or a blend thereof with a styrene

honopol yner . "

Clainms 2 to 18 were dependent clains directed to
el aborations of the conposition according to Caiml.

The application was refused by a decision of the
Exam ning Division, dated 23 March 1995, for |ack of
i nventive step with regard to the disclosure of Di:
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EP- A-0 186 011. The deci sion was based on a set of
Clains 1 to 11 filed on 10 Novenber 1994 (letter dated
8 Novenber 1994), Caim1 of which read as fol |l ows:

"A resinous conposition consisting of, based on the
wei ght of the total conposition

(A) 15-50% of a pol yphenyl ene ether or a blend thereof
with a pol ystyrene;

(B) 20-80% of a pol y(al kyl enedi car boxyl ate), the
wei ght ratio (A):(B) being not greater than 1.2:1; and

(CO 3%to 50% of an aromatic pol ycarbonate having a
wei ght average nol ecul ar wei ght at | east about 40, 000
as determ ned by gel perneation chromatography rel ative
to polystyrene, or a blend thereof with a styrene
honmopol yner . "

Clains 2 to 11 were dependent clains directed to
el aborations of the conposition according to Cl aim 1.

According to the decision, the subject-matter of
Caim1l differed fromDl, the closest state of the art,
whi ch described a conposition conprising, in addition
to a pol yphenyl ene ether, polybutyl ene terephthal ate
and aromatic pol ycarbonate, also triphenyl phosphate,
trisnonyl phenyl phosphite and wol |l astonite, only in the
absence of the last three nmentioned conponents. There
was, however, no evidence that this distinction was
associated with a technical effect. Consequently, the
solution to the objective problem which was the

provi sion of further polyphenyl ene ether/poly(al kyl ene
di car boxyl at e/ pol ycar bonat e conposi ti ons, was sinply
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not to use sone of the conponents of the prior art
conposition, thereby accepting the consequences of the
absence of such conponents for the physical properties
of the conpositions. It was the accepted case | aw of

t he Boards of Appeal that such a solution was not

I nventive.

L1l On 18 May 1995, a Notice of Appeal against the above
decision was filed, the prescribed fee being paid on
t he sane day.

In the Statenent of Grounds of Appeal filed on
25 July 1995, the Appellant argued in substance as
fol | ows:

(a) At |east one of the conponents which had to be
omtted, according to the decision under appeal,
fromthe conposition according to D1, was the
phosphor us- cont ai ni ng conponent, which was stated
to be essential to that conposition, although it
was not essential to the conposition according to
the application in suit.

(b) One of the conponents which, according to the
deci si on under appeal, had to be present was,
however, according to D1, nerely a possible
i ngredi ent.

(c) Wiilst it was true that D1 contai ned conpositions
containing aromati c pol ycarbonates within the
range clainmed in the application in suit, there
was no teaching in DL to show that such materials
had to be present to provide a conposition
according to the application in suit. On the

1143.D N
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contrary, their significance had not been
recognised in DL and it could be said that any
overlap in properties between the clained
conpositions and those of D1 were attributable, at
| east in part, to the presence of the phosphorus-
cont ai ni ng conpounds which were essential in the
conpositions of DI.

Wth a comunication issued on 4 Decenber 1998,
together with a summons to oral proceedings, the Board
drew attention to certain deficiencies in the clains
then on file, in particular under Article 84 EPC

The Appellant filed, with a letter received on 22 Apri
1999, two further sets of eleven clains, to forma
first and a second auxiliary request respectively.

Oral proceedings were held on 6 May 1999. During the
oral proceedi ngs, the Appellant abandoned the previous
mai n, and first and second auxiliary requests, and
replaced themwith two further sets of Clains 1 to 11
formng a new nain and first auxiliary request,
respectively.

Caim1 of the main request reads as foll ows:

"A resinous conposition consisting of, based on the
wei ght of the total conposition

(A) 15-50% of a pol yphenyl ene ether or a blend thereof
wi th a honopol ystyrene wherein the polystyrene is
present in an anmount of from 5-50% by wei ght of
t he bl end;
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(B) 20-80% of a pol y(al kyl enedi car boxyl ate), the
weight ratio (A):(B) being not greater than 1.2:1
and

(O 3%to 50% of an aromatic pol ycarbonate having a
wei ght average nol ecul ar wei ght of at |east about
40, 000 as determ ned by gel perneation
chromat ography rel ative to pol ystyrene, or a blend
thereof with a styrene honopol yner wherein the
styrene honopol yner is present in an anount of
| ess than 50% by wei ght of the bl end;

and optionally;

(D) 0.1-5 parts per 100 parts of resinous conponents
(A, (B) and (C) of at |east one conpound sel ected
from conpounds containing at |east one cyanurate
or isocyanurate noi ety and conpounds containing a
plurality of epoxide nvoieties;

(E) 0.01-7.5% by weight of conmponent (B) of an ester-
carbonat e exchange suppressi ng agent; and

(F) an antioxidant."

Clains 2 to 11 are dependent clains directed to
el aborations of the conposition according to C aim 1.

The auxiliary request differs fromthe main request
only in the wording of daim1l, in which (i) the
reference, in the definition of conponent (A), to
"“honopol ystyrene" has been replaced by a sinple
reference to "polystyrene"; and (ii) all reference to a
blend with a styrene honopol yner has been del eted from
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the definition of conmponent (C).

VII. The Appell ant requested that the decision under appea
be set aside and that a patent be granted on the basis
of Clainms 1 to 11 of the main request or alternatively
Clains 1 to 11 of the auxiliary request, both filed
during the oral proceedings.

Reasons for the Deci sion

1. The appeal is adm ssible.

2. Adm ssibility of requests

It is the established case | aw of the Boards of Appea
of the EPO that the Board may refuse to consider

requests which are late-filed, unless they are such as
to be clearly allowable (T 0153/85, QJ EPO 1988, 001).

2.1 The Appel |l ant was advi sed, in the comrunication issued
on 4 Decenber 1998 acconpanying the sunmons to ora
proceedings, i.e. five nonths before the ora
proceedi ngs took place, of deficiencies in the clains
then on file and invited to file any further anmended
sets of clains/description at |east one nonth before
the date set for oral proceedi ngs (paragraph 4 of the
comuni cation). The two further sets of clains, filed
in response to this communication were, however, only
received on 22 April 1999, i.e. less than one nonth
before the date set for oral proceedi ngs, no reason
being given as to why this had not been done earlier
(section V., above). These requests nust, therefore, be

1143.D N
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considered late-filed. They were, however, thenselves
abandoned during the oral proceedings held on 6 May
1999, and replaced by two further sets of clains which
formed the final requests underlying the present

deci sion (section VI., above). These requests are,
consequently, a fortiori to be regarded as |ate-filed.

It remains to be established if the latter requests are
clearly all owabl e.

Mai n request

VWhereas, according to Claim1 of the application as
originally filed, the percentages of the conponents
(A), (B) and (C) of the "resinous conposition"” were
defined as being "by weight of total resinous
conmponents” (section |., above), the nunerically

i denti cal percentages of the sane conponents in the
conposition according to present Claim1, which may
additionally contain the optional conponents (D), (E)
and (F), are stated to be "based on the weight of the
total conposition" (section Il., above). In this
connection, although there is no doubt that conponents
(A, (B) and (C, which are polyneric, are "resinous"
conponents, closer exam nation of the further optiona
conponents (D), (E) and (F) reveals that not all of

t hese are pol yneric.

In particular, conponent (D), which is defined as being
sel ected from "conpounds containing at |east one
cyanurate or isocyanurate noiety and conpounds
containing a plurality of epoxide noieties", may be
inter alia cyanuric chloride, or triethyl cyanurate,

whi ch are not polyneric species, or a honopol yner or
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copol yner of glycidyl acrylate or glycidyl

nmet hacryl ate, which are polyneric species (application
as filed, page 18, lines 5 to 11; printed
specification, page 8, lines 42 to 47).

Furt hernore, conponent (E), the ester-carbonate
exchange suppressing agent, may, according to the
description, be a hydroxybenzophenone, nethyl
salicylate or sodium or potassi um di hydrogen phosphate,
none of which is polyneric (application as filed,

page 13, lines 22 to 27; printed specification, page 7,
lines 19 to 22).

Finally, conmponent (F), an antioxidant, the chem ca
nature of which is not further specified in the
application as filed except that it is conventiona
(Exanmpl es 17 to 20), cannot be assunmed to be pol yneric.

In summary, the percentages of the conponents (A), (B)
and (C) in present Claiml are based on a total of
conmponents whi ch include non-resinous as well as

resi nous conponents.

Consequently, in the case that the conposition
according to present Caim1l contains all, or even nore
t han one of the optional conponents (D), (E) and (F),
t he amounts of the conponents (A), (B) and (O
correspondi ng to the percentages given in present
Caiml wll be different fromthe anounts
corresponding to the identical percentages in Caiml
as originally filed. Consequently, present Claiml
defines a different conposition of conponents (A), (B)
and (C) fromthat according to Claim1 as originally
filed.
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2.3.6 It was put to the Appellant at the oral proceedings
that there was no basis in the application as
originally filed for the newy defined percentages of
the conponents (A), (B) and (C). The Appell ant was
unable to point to a basis for this new subject-matter
in the docunents of the application as originally
filed.

2.3.7 Consequently, the anendnment conprises added subj ect -
matter in contravention of Article 123(2) EPC

2.3.8 In other words, the main request is not allowable.

2.4 Auxi liary request
The sane situation arises, nutatis nutandis, in respect
of aiml of the auxiliary request. Consequently, the
auxiliary request is not allowable.

3. In view of the above, there is no allowable, |et alone
clearly allowable request on file. It is consequently

superfluous for the Board to consider the substantive
argunents of the Appellant.

O der

For these reasons it is decided that:

The appeal is dism ssed.

1143.D
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The Regi strar: The Chai r man:

E. Gorgmai er C. Gérardin
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