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Cat chword

1. If there are three independent lists of sizeable |length
speci fying distinct meanings for three residues in a generic
chemcal formula in a claim then the deletion in each Iist of
one originally disclosed neaning is allowabl e under
Article 123(2) EPC if it does not result in singling out any
hitherto not specifically nentioned individual conpound or
group of conpounds, but maintains the remaining subject-matter
as a generic group of compounds differing fromthe origina
group only by its smaller size. Such shrinking of the generic
group of chem cal conpounds is not objectionable if these
del etions do not lead to a particular conbination of specific
meani ngs of the respective residues which was not discl osed
originally or, in other words, do not generate another
i nvention (see no. 6 of the Reasons for the Decision).

2. An Exami ning Division's decision should not be suppl enented
normal |y by annexes dealing with issues having no relation to
the issues dealt with in the reasons for this decision (see
no. 14 of the Reasons for the Decision).
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Summary of Facts and Subm ssi ons

0630. D

This appeal lies fromthe Exam ning Division's decision
refusing the European patent application

No. 89 309 705.5 for not conplying with the

requi renents of Article 123(2) EPC

The application as originally filed conprised 15
clains, Cains 1 and 2 of which read:

"1. An acridiniumester characterised in that it
corresponds to the foll ow ng general fornula:

wher ei n

R, represents al kyl, al kenyl, alkynyl, aryl or aralkyl,
whi ch may contain one or nore heteroatons;

R, R;, Rs and R, i ndependently represent hydrogen
am no, am do, acyl, al koxyl,
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hydr oxyl, -CO, halide, nitro, -CN, -SG;, -NHC(=OR,
-C(=O R, -C(=O0OR, -C(=O NHR, or SCN;

wher ei n

R represents al kyl, al kenyl, alkynyl, aryl or aralkyl,
whi ch may contain one or nore heteroatons;

R, and Rs; i ndependently represent hydrogen, alkyl,
al kenyl , al kynyl, aral kyl or al koxyl;

Rs represents QR Nu, QR(-1)-Nu or Q Nu, wherein Q
represents -0, -S, -NH,

-A(=0) -, -NHC(=S)NH, -NHC(=Q NH, -NHC(=0 O,
-NHC(=0O) -, -C(=O NH, diazo or -NHC(="'NH,) -;

R is as defined above; | represents -S0,, -0S0;, -PGO,
- O:)Q’n or - COZ1

Nu represents a nucl eophilic group; and

X represents an anion.

2. An acridiniumester as clainmed in claim1 wherein
R, represents al kyl, al kenyl, al kynyl or aryl, which may
contain up to 24 carbon atons and/or may contain up to
20, preferably up to 10, heteroatons, which may be
selected fromnitrogen, oxygen, phosphorus and sul fur;

R, R, R and R, i ndependently represent hydrogen,
am no, -CO, -CN, GC-Cal koxyl, nitro, halide, -SO; or

SCN:

R, and R; i ndependently represent al kyl, al kenyl,
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al kynyl or al koxyl which nmay contain up to 8 carbon
at onrs;

X represents halide, CHSQO, OSOF, OSOCF;y, OSOCFy,
or p- 080, GH,- C;

R may contain up to 24 carbon atons and/or may contain
up to 20, preferably up to 10, heteroatons, which may
be selected from nitrogen, oxygen, phosphorus and

sul fur; and

Nu represents am no, hydroxyl, sulfhydryl, active
nmet hyl ene, or an organo-netallic noiety."

The Appellant, in the course of the exam nation
proceedi ngs, submtted various sets of anended cl ai ns,
all of which were objected to by the Exam ni ng Division
for not conplying wwth the requirenments of

Article 123(2) EPC. The deci sion under appeal was
eventual | y based on clains as anmended by the
Appellant's letter of 10 August 1993. Claim 1 thereof
differed fromCaim1l as originally filed essentially
by the deletion of the neaning "hydrogen" fromthe
definitions of R, and Rs, and by the insertion of the
di scl ai mer "provided that, when R; represents Q Nu, Nu
represents other than hydroxyl"” at the end of the
definition of Nu.

The Exam ning Division held, that these anendnents were
not in conpliance with the requirenments of

Article 123(2) EPC as neither the limtations of R, and
Rs nor the disclainmer introduced into Rz had a basis in
the application as filed.
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In an "annex" to the decision, the Exam ning D vision
| isted several objections which were to be overcone by
the Appellant as a precondition for a interlocutory
revi sion under Article 109 EPC

In the G ounds of Appeal, the Appellant in essence
argued that the deletion of hydrogen fromthe
definitions of R, and Rz was an adni ssi bl e anendnent
under Rul e 88 EPC and, noreover, had a basis in the
first conplete paragraph on page 3 of the application
as filed. In respect to the disclainer incorporated
into the definition of Rs, the Appellant submtted that
this was an all owabl e di sclai ner to exclude novelty
destroying nmatter as disclosed in EP-A-0 263 657 and,
noreover, anounted only to the deletion of an
alternative which had already clearly been disclosed on
page 3 of the application as filed.

By a letter of 1 Novenber 1995, the Appellant submtted
a new set of clains, CQaim1l of which was identica

with Claiml of the Appellant's letter of 10 August
1993 (see above no. I1).

During the oral proceedings, which took place on

16 Decenber 1997, the Appellant, upon havi ng been nade
aware by the Board of another possible objection under
Article 123(2) EPC and possi bl e objections under
Article 84 EPC, submtted a further anmended set of 15
clainms, Clains 1 and 2 of which read:

"1. An acridiniumester characterised in that it
corresponds to the follow ng general formnula:
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wher ei n

R, represents al kyl, al kenyl, al kynyl or aryl, which
contain up to 24 carbon atons and which may contain up
to 20 heteroatons selected fromnitrogen, oxygen,
phosphorus and sul fur, or aral kyl which may contain one
or nore heteroatons;

R, R;, Rs and R, i ndependently represent hydrogen,
am no, am do, acyl, al koxyl,

hydroxyl, -COOH, halide, nitro, -CN, -SOH, -NHC(=O R,
-C(=0 R -C(=00R -C(=O NHR, or -SCN;
wherein
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R represents al kyl, al kenyl, al kynyl or aryl, which
contain up to 24 carbon atons and which may contain up
to 20 heteroatons selected fromnitrogen, oxygen,
phosphorus and sul fur, or aral kyl which may contain one
or nore hetereoat ons;

R, and Rs i ndependently represent al kyl, alkenyl,
al kynyl , aral kyl or al koxyl, which contain up to 8
car bon at ons;

Rs represents QR Nu, QR(-1)-Nu or Q Nu, wherein Q
represents -0, -S, -NH,

-A(=0) -, -NHC(=S)NH, -NHC(=Q NH, -NHC(=0 O,
-NHC(=0O) -, -C(=O NH, diazo or -NHC(="'NH,) -;

R is as defined above; | represents -SOH, -0OSG;H,
-PqO_DZl 'an(}bz, or 'Cw—l;

Nu represents a nucl eophilic group selected from am no,
hydr oxyl, sul fhydryl, active nethyl ene and an organo-
metallic noiety; provided that, when R; represents Q Nu,
Nu represents other than hydroxyl; and

X represents an anion.

2. An acridiniumester as clainmed in claim1 wherein
R, represents al kyl, al kenyl, alkynyl or aryl, which
contain up to 24 carbon atons and which nay contain up
to 10 heteroatons sel ected fromnitrogen, oxygen,
phosphorus and sul fur;

R, R;, Rs and R, i ndependently represent hydrogen
am no, -COOH, -CN, hydroxyl, C-GC, al koxyl, nitro,
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hal i de, -SO;H or - SCN;

R, and Rs i ndependently represent al kyl, alkenyl,
al kynyl or al koxyl, which contain up to 8 carbon atons;

X represents halide, CHSO,, FSO;y, CFSOy, CGFSO;, or
p- OSGs- GHy- CHg;

R contains up to 24 carbon atons and may contain up to
10 heteroatons sel ected from nitrogen, oxygen,
phosphorus and sul fur; and

Nu represents am no, hydroxyl, sulfhydryl, active

nmet hyl ene or an organo-netallic noiety, e.g. a Gignard
noi ety; provided that, when R; represents Q Nu, Nu
represents other than hydroxyl."

The Appel |l ant requested that the decision under appea
be set aside and that a patent be granted on the basis
of Clains 1 to 15, submtted during oral proceedings.

At the end of the oral proceedings the chairnman
announced the Board's deci sion.

Reasons for the Deci sion

1

0630. D

The appeal is adm ssible.

I n the decision under appeal, the rejection of the
application in suit was based on the nonconpliance of
the then pending Claim1l (see above no. Il) with the
requi renents of Article 123(2) EPC. The Exam ning
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Di vision found that neither the deletion of the neaning
hydrogen fromthe |ist of nmeanings defining both the
residues R, and R; nor the disclainer introduced into
the definition of R, had a proper basis in the
application docunents as originally filed. In relation
to the subject-matter which resulted fromthe above-
nmenti oned del eti on of hydrogen as a possible neaning R,
and Rs, the Exam ning Division argued in particul ar that
this led to a "novel selection".

Caiml as submtted by the Appellant in the course of
the oral proceedings still contains, apart from sone
addi tional anmendnents mainly for the sake of clarity
(Article 84 EPC) and for avoiding other objections
under Article 123(2) EPC (see below points 7 and 8), in
essence these two anendnents objected to by the
Exam ni ng Division. Therefore, the Board deens it
appropriate first to deal with these restrictions
causing the rejection of the application in suit.

Article 123(2) EPC requires that a European patent
application (or a European patent) may not be anended
in such a way that it contains subject-nmatter extending
beyond the content of the application as filed. The

i dea underlying this provision is that an applicant
shoul d not be allowed to inprove his position by adding
subject-matter not disclosed in the application as
filed giving himan unwarranted advantage and possibly
being detrinental to the legal security of third
parties relying on the contents of the application as
filed (see G 0001/93, QJ 1994, 541, no. 9 of the
reasons for the decision).

The sane principle governs also a situation where the
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anmendnent results in a limtation of the scope of the
clains be it by the addition of a technical feature, be
it - as in the present case - by the deletion of
originally disclosed neanings fromthe definitions of
synbol s of a generic chemcal fornmula standing for a

cl ass of chem cal conpounds.

There are certainly cases in which a limtation of the
scope of a claimnmay generate novel subject-matter ("a
novel selection” in the words of the Exam ning

Di vision) not disclosed in or not derivable fromthe
original application; but alimtation of a claimw ||
not necessarily result in novel subject-matter, i.e.
different fromthat as originally disclosed. A
limtation may i ndeed nerely exclude protection for a
part of the subject-matter disclosed and clainmed in the
application as filed w thout giving any unwarranted
advantage to the applicant and w thout any adverse

I npact on |legal security (see G 0001/93, QJ 1994, 541,
no. 16 of the reasons for the decision).

Wth this in mnd, the question to be answered is

whet her or not the decision under appeal was correct in
assum ng that the subject-matter of the anended cl ains
was not disclosed in or not derivable fromthe
application as filed.

In respect to the restrictions of the definition of R
and R; it is to be noted that the neani ng "hydrogen" was
clearly disclosed in the application as filed as one

out of a nunber of alternatives listed in defining both
t hese residues; as far as the anendnent of the
definition of R is concerned, the "disclainer" now

i ntroduced into the definition anmounts to nothing nore
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than the deletion of a particular alternative fromthe
nunber of general definitions, which was al so
originally disclosed inplicitly (page 3, line 1 in
conbination with lines 12 and 13 fromthe bottom of the
application as filed), representing therefore the nost
cl ear and concise way for expressing the renaining

subj ect-matter under the present circunstances. Thus,
the amendnents to Claim1l, objected to by the Exam ning
Division, relate in fact to deletions of distinct,
originally disclosed neanings fromthree |ists of
nmeanings (i.e. for R, Ry, and Rs;; the two lists for R,
and Rs being identical).

Thus, in the present case, one originally disclosed
nmeani ng was del eted from each of three independent
lists of sizeable |ength specifying possible

al ternative neanings of three residues (i.e. of the
synbols R,, Rs, and Rs) of a generic chem cal fornula
defining inits turn a clained class of chem ca
compounds. Wiereas any limtation necessarily inplies
that what remains is | ess than what was avail abl e
before the limtation, the present deletions did not
result in singling out a particular conbination of
specific meanings, i.e. any hitherto not specifically
nment i oned i ndividual conpound or group of conpounds,
but mai ntai ned the remaining subject-nmatter as a
generic group of conpounds differing fromthe origina
group only by its smaller size, the nunber of
enconpassed conpounds havi ng been i ndeed reduced as a
consequence of the said deletions. In the present
situation, this shrinking of the generic group of
chem cal conpounds is not objectionabl e under
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Article 123(2) EPC, since these deletions did not |ead
to a particular conbination of specific neanings of the
respective residues which was not disclosed originally
or, in other words, did not generate another invention.

The Board further notes that the anended Claim1l is
supported by the exanples since all the originally
filed exanples relating to a conpound of the invention
are still within the scope of the anended C aim 1.

7. Amended Claim 1l as submtted during oral proceedi ngs
further differs fromCaim1 as originally filed
essentially by

- the incorporation of upper limts for the nunber
of carbon atons and of hetero atons of various
groups specified in the claim

- the specification of the hetero atons; and

- the specification of the nucleophilic group Nu.

Al these anendnents find their proper basis in the
first conplete paragraph on page 3 of the application
as filed.

8. The remai ning di fferences between Claim1l of the
application as filed and Claim1l as submtted during
oral proceedings result fromeditorial anendnents for
the sake of clarity or for anendi ng obvious errors
under Rule 88 EPC and are not to be objected to under
Article 123(2) EPC

9. The Board concl udes fromthe above that a skilled

0630. D Y A
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person cannot obtain any information fromthe anended
Claim1 which woul d extend beyond that already
conprised in the application as filed and that the
anmendnents anounted essentially to a limtation of the
possibilities already disclosed in the application as
filed, i.e. toalimtation of the scope of the Caiml
of the application as filed.

The amendnents to Claim?2 are editorial anmendnents for
the sake of clarity and are not to be objected to under
Article 123(2) EPC either. Cains 3 to 15 are identica
with Clainms 3 to 15 of the application as filed.
Therefore, the Board concludes that all the clains as
submi tted during oral proceedings conply with the

requi renents of Article 123(2) EPC

The Board is also satisfied that the clains at stake
are clear and concise. In particular, the Board has no
obj ecti on agai nst the wording used for restricting Rs
(see point 5, above). It follows, that Clains 1 to 15
conply with the requirenents of Article 84 EPC and

Rul e 29(1) EPC.

The decision to refuse the application in suit was

sol ely based on Article 123(2) EPC. As the Exam ni ng
Division did not decide on the other requirenents for
granting a European patent, the case has to be remtted
to the Exam ning Division for further prosecution on
the basis of the clains submtted during ora

proceedi ngs. This will not preclude the Appellant to
further anend these clains as may becone appropriate.

In the course of exam ning inventive step, the
Examining Division will in particular have to specify
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t he docunent disclosing the nost rel evant state of the
art and will have to define the technical problemto be
solved in respect to this starting point, bearing in
mnd that a redefinition of the technical problem
presented in the specification of the application in
suit woul d be appropriate only in case said technica
probl em was not sol ved or was based on a wong
assessnent of the prior art (see, e.g. T 0495/91 of

20 July 1991 and T 1000/92 of 11 May 1994; both

deci sions not published in the Q) EPO). It will be
possible only in the context of such an investigation
of inventive step, to deci de whether sone rather broad
definitions used in Cdaim1l (see, e.g. the terns am do,
acyl, organo-netallic noiety, etc.) can be considered
to be acceptabl e or whether reasoned objections have to
be raised in this connection.

In an annex to the decision (see above no. I1), the
Exam ni ng Di vi sion considered that an interlocutory
revision according to Article 109 EPC woul d only be
possi bl e on condition that several objections were
over cone.

These obj ections were unrelated to the grounds of
refusal and had clearly no link at all to the decision
under appeal. The Board enphasi ses that such an
approach has no | egal basis and woul d be contrary to
the established case | aw of the Boards of Appea
according to which the Exam ning D vision nust rectify
the contested decision as soon as the appeal includes
amendnments which clearly neet the objections on which
the refusal of the application had been based (see Case
Law of the Boards of Appeal of the European Patent

O fice, page 345, Minchen 1996, and the decisions cited
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there). As in the present case the refusal was solely
based on non-conpliance with the requirenents of
Article 123(2) EPC, this objection would have been the
only one to be overcone for achieving a rectification
of the deci sion.

On this occasion, the Board finds the follow ng
comments appropriate: annexes to appeal abl e deci si ons
l'isting objections having no relation to the reasons
for the decision concerned and having no | egal effect,
woul d seemto be of no help to anybody, be it the
Appel I ant, the public, the Exam ning D vision, or the
Board, in particular when only prior conmunications or
page nunbers of the EPO s exam nation file are referred
to in support. Mreover, it does not seemto be

advi sabl e that an Exam ning Division indicates in a
deci sion, which can and has to be delivered only on the
facts and requests which are on file at the very point
in time when the decision is taken, what steps it may
take in response to possible future subm ssions of an
applicant. The further evolution of a case can be
hardly foreseen and the potential issues which may have
a bearing on the outcone of the further exam nation
proceedi ngs cannot reliably be predicted. Furthernore,
such indications, in spite of their |ega

i nsignificance, may cause unnecessary confusion by
provi ding for exanple the wong picture of a hopel ess
situation or, on the contrary, give rise to unjustified
expectations on the part of the applicant.

For these reasons, an Exam ning Division' s decision
shoul d not be suppl enmented normal |y by annexes deal i ng
Wi th issues having no relation to the issues dealt with
in the reasons for this decision.



- 15 - T 0615/ 95

O der

For these reasons it I s decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the Exam ning Division for

further prosecution.

The Regi strar: The Chai r man:

E. Gorgnmaier A. Nuss

0630. D



