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Summary of Facts and Submn ssions

0444.D

The Appel |l ant (Patentee) | odged an appeal against the
deci sion of the OQpposition Division by which the

Eur opean patent No. 0 317 981 ( European patent
application No. 88 119 492.2) was revoked.

Claim1l of the patent in suit read as foll ows:

"“A process for producing 1, 1-dichl oro-
1,2,2,2-tetrafl uoroet hane, which conprises isonerizing
1,1,2-trichloro-1,2,2-trifluoroethane in the presence
of an isonerization catalyst conprising a halide or

oxi de of at |east one elenent selected fromthe group
consisting of Al, &, My, Ca, Sr, Ba, Fe, N and Co, to
form1,1,1-trichloro-2,2,2-trifluoroethane, followed by
fluorination with hydrofluoric acid in the presence of
a fluorination catalyst conprising a halide or oxide of
at | east one elenent selected fromthe group consisting
of A, C, My, Ca, Sr, Ba, Fe, N, Co, Sb, Nb, M and
Ta."

The deci si on under appeal was based on a main request
and an auxiliary request filed during the ora
proceedi ngs before the Qpposition Division on 26 Apri
1996.

The opposition was supported by several docunents
i ncl udi ng:

(1) GB-A-921 796,

(2) Journal of Fluorine Chemstry, Vecchio et al, 4
(1974), 117-139,
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(3) Z. anorg. allg. Chem, Kolditz et al, 434 (1977),
41-54,

(5) Z. anorg. allg. Chem, Kolditz et al, 434 (1977),
55- 62,

(6) Z. anorg. allg. Chem, Kolditz et al, 476 (1981),
23-32,

(8 Journal of Fluorine Chemstry, Kolditz et al, 5
(1975), 141-151, and

(12) DE-B-1 668 346.

The Qpposition Division held that the subject-natter of
the clains of the main request and of the auxiliary
request then on file was novel, but did not involve an
I nventive step

Concerning inventive step, it held in particular that
the technical problemunderlying the patent in suit in
the light of docunent (1) (GB-A-921 796) as the cl osest
state of the art was the provision of an alternative
process for producing the desired conpound R-114a, and
that the clainmed solution of this problem was obvi ous
to the skilled person in view of the teaching of
docunent (1) in conbination with docunents (2), (5) and
(12).

Oral proceedings were held before the Board on

25 January 2001 in the absence of the Appellant
(Patentee). He infornmed the Board of Appeal with a

|l etter dated 25 July 2000, that he would not attend the
oral proceedi ngs.
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The Appel | ant defended the patentability of the process
of the patent in suit on the basis of a CGaim1l filed
wth [etter dated 18 August 1997 reading as foll ows:

"A process for producing 1, 1-dichloro-1,2,2,2-tetra-

fl uoroet hane, which conprises isonerizing 1,1, 2-
trichloro-1,2,2-trifluoroethane in the gas phase in the
presence of an isonerization catalyst conprising a
hal i de or oxide of at |east one elenent selected from
the group consisting of Al and Cr, whereby the

I sonerization rate of 1,1,2-trichloro-1, 2, 2-
trifluoroethane is higher than the disproportionation
rate to 1,1,1, 2-tetrachl oro-2, 2-di fl uoroet hane and 1, 1-
di chloro-1,2,2,2-tetrafl uoroethane, to forma mxture
conprising 1,1, 1-trichloro-2,2,2-trifl uoroethane,
1,1,1,2-tetrachl oro-2, 2-di fl uoroet hane and 1, 1-

di chl oro-1, 2,2, 2-tetrafl uoroet hane which mxture is
subsequently transferred into a reactor as it is for
fluorination with hydrofluoric acid in the presence of
a fluorination catalyst conprising a halide or oxide of
Cr."

This claimdiffered essentially fromthe Caim1l of the
auxiliary request refused by the Qpposition D vision by
i ndicating that the isonerisation step is carried out
in the gas phase, by the use of the now defined

I sonerisation catal yst and the now defined fluorination
catal yst, and by indicating that the reaction m xture
as fornmed in the isonerisation step is transferred into
a reactor "as it is" for fluorination.

The Appell ant disputed that the clained subject-matter
woul d be obvious to the skilled person in the |ight of
the cited docunents. In this context, he argued in
particular that, starting fromdocunent (1) as the
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cl osest prior art, it would not have been obvious to
the skilled person in the |ight of the cited docunents
to achieve an inproved process for preparing the
compound 1, 1-dichloro-1, 2,2, 2-tetrafl uoroet hane
(R-114a) having a high purity by using as a first
reaction step a predom nant isonerisation of the
compound 1,1,2-trichloro-1,2,2-trifluoroethane (R 113)
to 1,1,1-trichloro-2,2,2-trifl uoroethane (R-113a) and
as a second reaction step a fluorination of the so
obtai ned reaction m xture in the presence of a Cr
conprising catalyst. In this context, he enphasized
that for the question of inventive step it was not
deci sive that the avoi dance of disproportionation was
known per se in a process aimng at R-113a as end
product, but rather whether the skilled person would
have expected that by said avoi dance of

di sproportionati on an i nproved process for preparing
R-114a coul d be achi eved.

The Respondents (Opponents 1 and 2) argued that the
subject-matter of present Claim1l did not neet the
requirenents of Article 123(2) EPC, since it extended
beyond the content of the application as filed in view
of

- the now cl ai med catal ysts,

- the performance of the isonerisation step in the
gas phase in conbination with a fluorination step
in the liquid phase or in the gas phase,

- the formng of a reaction mxture resulting from
the isonerisation step conprising R 113a, R-114a
and 1,1,1,2-tetrachl oro-2, 2-di f| uor oet hane
(R-112a), and
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- the transfer of the reaction m xture resulting
fromthe isonerisation step as it is to the
fluorination reactor.

Mor eover, Respondent 2 (Opponent 2) contended that
according to present Claiml the fluorination step was
not a mandatory feature, so that present Claim1l also
did not neet the requirenments of Article 123(3) EPC.

Furt hernore, the Respondents argued that present
Caiml was not clearly fornmul ated and properly
supported as required under Article 84 EPC, since in
the light of the description of the patent in suit, in
particul ar Exanple 17, the wording of the claimdid not
exclude any treatnent or nodification of the reaction
m xture as obtained fromthe isonerisation step before
its transfer to the fluorination reactor.

The Respondents al so argued that in view of the
functional feature in present Claim1l indicating that
the isonerisation step has to be carried out in such a
way that the isonerisation rate of R 113 is higher than
the disproportionation rate to R-112a and R-114a, the
subject-matter of present Caim1l did not disclose the
invention in a manner sufficiently clear and conpl ete
for it to be carried out by a person skilled in the art
as required under Article 83 EPC. However, they did not
di spute the correctness of the exanples in the patent
in suit and the Exanples 7a and 8a filed by the
Appellant with letter dated 21 Septenber 1995.

Bot h Respondents al so mai ntained their point of view
that the subject-matter of present Caim1l | acked

i nventive step in view of docunent (1) in conbination
wi th docunents (2), (3), (5, (6), (8 and (12). In
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this context, they argued in particul ar:

that the process of present Caim1l did not
conpri se any advantage concerning yield and purity
of the desired R-114a product;

that the process of present Caiml only differed
fromthe process of the closest prior art as

di scl osed in docunent (1) in that the process of
Caiml did not conprise a distillation step

bet ween the isonerisation step and the
fluorination step, and in that according to the
cl aimed process the fluorination step was carri ed
out in the presence of a Cr conprising catal yst;

that the preparation of R-114a by isonerising the
conmpound R-113 and fluorination of the so obtained
I somerisation product R-113a was known per se from
Figure 3 in docunent (2);

that it would have been obvious to the skilled
person to omt the distillation step between the
I somerisation step and the fluorination step in
the process of docunent (1) in view of the facts:

(1) that according to docunent (1) by
I somerising R 113 a crude product was
obt ai ned, which contained R 114 (usually
nore than 90% R-114a) and R-113 (usually
nore than 90% R-113a) as the mmjor products,

(ii) that it was indicated in docunent (1) that
the asymmetrical conpound R-113a fl uori nated
much nore readily than the symmetrical R 113
permtting the recycling of this conpound to
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the isonerisation step

that it was known from docunents (1), (3)
and (12) that by selecting proper

condi tions, which were well known to the
skill ed person as follows, for exanple, from
docunents (1) and (3), the isonerisation
reaction could be caused to predom nate over
t he di sproportionation reaction, and

that it was al so known from docunent (1)
that, as the fluorination proceeds fromthe
| ower to the nore highly fluorinated
products, nore and nore drastic conditions
to introduce additional fluorine had to be
applied, so that the skilled person would
have expected that under proper mld

condi tions the conpound R-114a obtained in
the isonerisation step would not be further
fluorinated in the follow ng fluorination
step; and

it followed from docunents (2), (5), (6) and

(8) that Cr conprising catal ysts were suitable

under appeal

fluorination catalysts.

The Appellant requested in witing that the decision

be set aside and that the patent be

mai ntai ned in anmended formon the basis of Caiml
filed with letter dated 18 August 1997 and C ains 2 and
3filed with letter dated 21 Septenber 1995.

The Respondents requested that the appeal be di sm ssed.

At the conclusion of the oral proceedings the Board' s
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deci si on was pronounced.

Reasons for the Deci sion

1

2.1

0444.D

The appeal is adm ssible.

Amendnent s under Article 123(2) and (3) EPC

The subject-matter of present Caim1l is supported by

the application as filed as foll ows:

(a)

(b)

(c)

(d)

(e)

by daiml;

by Claim2; page 3, line 25 to page 4, line 2; and
page 4, lines 13 to 17; representing support for
the use of the now cl ainmed isonerisation

cat al ysts;

by Claim3; page 4, lines 3 to 9; page 4, lines 13
to 17; the exanples for preparing the catal ysts,
and the Exanples 1 to 10, 13 and 14; supporting
the use of the now defined fluorination catal ysts;

by Caim4 and page 4, lines 18 to 22 supporting
the feature that the isonerisation step as such
can be carried out in the gas phase;

by page 3, lines 5 to 9, supporting the feature
that in the isonerisation step the isonerisation
rate fromR-113 to R-113a is higher than the

di sproportionation rate to R 112a and R-114a, and,
therefore, inplicitly the formng of R 112a and R-
114a,
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(f) by Gdaiml; page 3, lines 10 to 13; and the
Exanples 1 to 10, 13 and 14; supporting the
feature that the isonerisation step is foll owed by
the fluorination step to provide the desired
product (R-114a), and that thereby the reaction
m xture fromthe i sonerisation step as it is, thus
the unnodified reaction mxture, is transferred
into the fluorination reactor.

The subject-matter of present Clains 2 and 3 is
supported by the originally filed dains 4 and 5,
respectively.

Therefore, the anended subject-nmatter of present

Clains 1 to 3 does not contravene Article 123(2) EPC
which only requires that no subject-nmatter extending
beyond the content of the application as filed is added
to a European patent or patent application.

Furthernore, since the process of Claiml as granted is
restricted to the use of an isonerisation step carried
out in the gas phase, the application of particular
catalysts in the isonerisation step and in the
fluorination step, and the performance of the

i sonerisation step in such a way that the isonerisation
rate of R-113 is higher than the disproportionation
rate to R-112a and R-114a, it is the Board's position
that the subject-matter of present Claim1l does not
contravene Article 123(3) EPC either.

In this context, the Respondent 2 contended that
according to the wording of present Claim1l the
performance of a fluorination of the isonerisation
product woul d not be a mandatory feature anynore, and
that therefore the scope of protection conferred by
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Caim1l as granted woul d have been extended. However,
the Board cannot accept this contention, since the
skill ed person reading present Claiml relating to the
preparation of R 114a and indicating that the m xture
formed in the isonerisation step (i.e. a mxture
conprising R-113a as the nmajor product) is subsequently
transferred into a reactor as it is for fluorination,
woul d directly and unanbi guously concl ude that for
produci ng the desired product, i.e. R-114a, the
fluorination step nust necessarily follow as an
essential feature of the clained process.

Support and clarity under Article 84 EPC

In this respect, the Respondents argued that present
Caim1l was neither clearly fornulated nor properly
supported as required under Article 84 EPC, since in
the light of the description of the patent in suit, in
particul ar Exanple 17, the "transfer of the reaction

m xture resulting fromthe isonerisation step as it is"
as stated in present Caiml did not unanbi guously nean
that said m xture had to be transferred to the
fluorination reactor excluding any nodification of its
cont ent s.

However, in the Board' s judgnent, present Claiml

i ndicating that the reaction mxture fromthe

i sonerisation step is transferred into the fluorination
reactor as it is for fluorination, is unanbi guously
restricted to that enbodi nent of the process according
to the patent in suit as supported by the Exanples 1 to
10, 13 and 14 of the patent in suit, in which said
reaction m xture as such, i.e. wthout any

nodi fication, is fluorinated in order to achieve the
desired R-114a.
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3.3 It is true, that the description of the patent in suit
inits present formstill conprises Exanple 17, which
rel ates to anot her enbodi nent of the present process in
whi ch the reaction m xture obtained fromthe
i sonerisation step, after cooling, was subjected to
filtration before performng the fluorination reaction
(see page 7, lines 23 and 27), and that this exanple is
inconsistent wwth present Claim1l. Therefore, in the
Board' s judgnent, the Appellant who anended his claim
by introducing said feature has also to bring the
description into line with the anended claimin order
to neet the requirenents of Article 84 EPC (see al so
poi nt 6. 15 bel ow) .

4. Suf ficiency under Article 83 EPC

4.1 The Respondents argued with respect to this issue that
in view of the functional feature in present Claiml
i ndicating that the isonerisation step has to be
carried out in such a way that the isonerisation rate
of R-113 is higher than the disproportionation rate to
R-112a and R-114a, the subject-matter of present
Caim1l did not disclose the invention in a manner
sufficiently clear and conplete for it to be carried
out by person skilled in the art as required under
Article 83 EPC

4.2 However, such an objection is inconsistent with the
fact that in the context of the discussion of inventive
step (see point 6.10 bel ow) both Respondents submtted
by referring to docunent (1), page 6, lines 53 to 72,
and docunent (3), page 48, third conclusion, that the
skill ed person would have had no difficulties in
choosi ng the proper reaction conditions, which would
favour the isonerisation reaction over the

0444.D Y A
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di sproportionati on reaction.

Mor eover, the exanples in the patent in suit, which are
not di sputed by the Respondents, provide a clear
teachi ng how to performthe clai ned process.

Therefore, in the Board's judgnent, the cl ai ned
invention is disclosed in a manner sufficiently clear
and conplete for it to be carried out by a person
skilled in the art w thout undue burden or inventive
activity. Thus, the requirenents under Article 83 EPC
are met.

Novel ty

After exam nation of the cited prior art, the Board has
reached the conclusion that the subject-matter of the
present clains is novel. Since during the ora
proceedi ngs novelty was not di sputed anynore, it is not
necessary to give detailed reasons for this finding.

I nventive step

Article 56 EPC sets forth that an invention involves an
i nventive step if, having regard to the state of the
art (in the sense of Article 54(2) EPC), it is not
obvious to a person skilled in the art.

For deci di ng whether or not a clained invention neets
this criterion, the Boards of Appeal consistently apply
t he probl em and sol uti on approach, which consists
essentially in (a) identifying the closest prior art,
(b) assessing the technical results (or effects)

achi eved by the clainmed i nventi on when conpared with
the cl osest state of the art established, (c) defining
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t he techni cal probl em which the invention addresses and
successfully solves, and (d) exam ni ng whether or not a
skilled person starting fromthe cl osest prior art
woul d arrive at sonmething falling within aim1l by
follow ng the suggestions nade in the prior art in the
sense of Article 54(2) EPC

In the present case, the Board considers - in agreenent
Wi th both parties - that the closest state of the art
i s docunent (1).

Thi s docunent discloses - in conformty with the
subm ssions of the parties - a process for preparing R
114a conpri si ng:

(a) subjecting R-113, obtained by fluorinating
perchl oroethylene with HF in the presence of an
anti nony chl orofluoride catalyst, to
di sproportionati on and i sonerisation
(rearrangenent) to produce a crude reaction
m xture containing GCd ,F, (usually nore than 90%
R-114a) and Cd ;F; (usually nore than 90% R-113a)
(see page 10, lines 20 to 27, and lines 58 to 70),

(b) fractionally distilling to separate Cd ,F, (nostly
R-114a) and Cd ,;F; fromsaid reaction m xture (see
page 10, lines 71 to 73),

(c) recycling the entire remaining part of the
reaction mxture including Cd ;F; (npstly R-113a)
and | ow fluorine content disproportionation
products to the fluorination reactor for
fluorination (see page 10, lines 73 to 78),

(d) fluorinating the isonerisation product GO ;F;
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(nmostly R-113a) in the presence of an antinony

chl orofluoride catalyst to R-114a under relatively
mld conditions, whereby the symetric conpound R-
113 is not fluorinated (see page 10, lines 80 to
85, and lines 104 to 109),

(e) distilling the output of the fluorination reactor
to separate the obtained R 114a from said
symetric conpound R-113 (see page 10, lines 89 to
92),

(f) conbining the so obtained R-114a with the Cd ,F,
product (nostly R-114a) fromthe
di sproportionation-isonerisation reactor separated
as indicated in step (b) (see page 10, lines 94 to
96), and

(g) recycling said symretric conpound R-113 as
obtained in step (e) to the disproportionation-
I somerisation reactor as indicated in step (a).

Mor eover, docunent (1) discloses that by operating this
process al nost quantitative conversion of R 113 to

Cd ,F, (usually nore than 90% of the isoner R-114a) nmay
be achi eved (see page 10, lines 96 to 100).

In view of these high yields of R 114a, and in the
absence of convincing evidence that according to the
process of the patent in suit conpared to the process
of docunent (1) a further inprovenent in this respect
has been achi eved, the Board sees as the only objective
advant age of the process of present Caim1l of the
patent in suit the omttance of the fractiona
distillation step (corresponding to step (b) of the
process of docunent (1)) between the isonerisation step
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and the fluorination step.

Therefore, in the Board's judgnent, the technica
probl em underlying the patent in suit in the |ight of
the closest state of the art can be seen in the
provision of a sinplified process for preparing R 1l1l4a
i n conparable high yields (see also page 2, lines 16 to
26, in which passage the problem of separating the R
114 by-product fromthe desired R-114a is enphasi sed).

The patent in suit suggests as the solution to this
probl em a process for preparing R 114a according to
present Claim1l, which is essentially characterised by
(i) isonerising the R-113 starting conpound, whereby
the isonerisation rate fromR-113 to R-113a is higher
than the disproportionation rate to R 112a and R-114a,
(ii) transferring the isonerisation product as it is to
a reactor for fluorination, and (iii) performng the
fluorination in the presence of a catalyst conprising a
hal i de or oxide of Cr (see point VI above).

In view of the technical information provided by the
patent in suit, in particular by the Exanples 1 to 10,
13 and 14 showi ng the formng of R-114a together wth
m nor yields of the undesirable R-114 by-product, as
well as the Exanples 7a and 8a filed by the Appell ant
wth [etter dated 21 Septenber 1995 giving yields of

di chl oro-tetrafl uoroethane m xtures of 97,8% (91, 8% R-
114a) and 98, 9% (97,5% R-114a), respectively, the Board
considers it plausible that the technical problem as
defi ned above has been solved. Actually, the
Respondents did not contest the Appellant's subm ssions
in this respect.

I n assessing inventive step, the next question thus is
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whet her a skilled person starting from docunent (1) and
by follow ng the suggestions nmade in the cited prior
art as a whole, when trying to solve the technica
probl em i ndi cated above, would arrive at sonething
falling wwthin Gaim2l1l of the patent in suit.

Docunent (1) discloses - as indicated above under
point 6.3 - a process for preparing R-114a conpri sing
subjecting R-113 to di sproportionati on and

I sonerisation to produce a crude product containing
Cd ,F, (nostly R 114a) and Cd ;F; (nostly R-113a),
separating GCd ,F, and Cd ;F; fromthis crude product,
transferring the remaining product to the fluorination
reactor for fluorination, fluorinating the

I sonerisation product Cd ;F; (npostly R-113a) in the
presence of an antinony chlorofluoride catalyst to
R-114a, separating the obtained R-114a fromthe
fluorination product containing R 113, and conbi ni ng
the so obtained R-114a with the Cd ,F, (npstly R-114a)
product fromthe disproportionation-isonerisation
reactor, and recycling the renmaining part of the
fluorination step to the disproportionation-

I soneri sation reactor

Therefore, this disclosure does not provide any

i ncentive to the skilled person that the technica
probl em underlying the patent in suit as defined above
could be solved in accordance with present Claiml

i nvol ving - as indicated above under point 6.6 -

I sonerising the R-113 starting conpound to R-113a at an
I sonerisation rate higher than the disproportionation
rate to R-112a and R-114a, transferring the

i sonmerisation product as it is to a reactor for
fluorination, and performng the fluorination in the
presence of a catalyst conprising a halide or oxide of
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Cr.

In this context, the Board observes that it agrees with
t he Respondents' subm ssions that it was known from
docunent (1) (a) that by selecting proper conditions
the isonerisation reaction of the starting conpound R-
113 to R-113a could be caused to predom nate over the
di sproportionation reaction (see page 6, lines 53 to
72; Exanples 1 to 11; and page 10, lines 12 to 57), (b)
that the isonerisation product R-113a can be
fluorinated to R-114a under relatively mld
fluorination conditions (see page 10, lines 80 to 85),
and (c) that the fluorination of R 113 and the reaction
product R-114a requires nore drastic fluorination
conditions (see page 1, lines 32 to 37; and page 10,
lines 96 to 109).

However, docunent (1) clearly suggests with respect to
the production of maiinly R-113a to use reaction

condi tions providing a maxi num i sonerisation conversion
of the starting conpound R-113 (see page 10, lines 18
to 57), whereas it then clearly teaches with respect to
the production of solely R-114a to performthe

di sproportionation-isonerisation reaction of the
starting conmpound R-113 in such a way that the desired
R-114a is obtained as one of two major products, to
separate said product R 114a and subsequently to
fluorinate the other major product R-113a in order to
obtain additional R-114a as indi cated above under

poi nt 6. 3.

Mor eover, although the skilled person m ght have
derived from docunent (1) that under relatively mld
fluorination conditions the desired R-114a obtained in
the di sproportionation-isonerisation step would not be
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further fluorinated, in the Board' s judgnent, the
skill ed person having regard to the teaching of
docunent (1) as a whole would rather consider that,
under the reaction conditions to be applied for
fluorinating the obtained R-113a, a further conversion
of said reaction product R-114a by disproportionation
coul d be expected and that in order to avoid this side-
reaction the applied step for separating R 114a before
the fluorination step would be necessary for obtaining
hi gh yields of this conpound.

In this context, the Board observes that according to
docunent (1) chrom um nodi fied catal ysts, i.e.

catal ysts of the type to be used in the fluorination
step of the process according to present Claim1l of the
patent in suit, may be enployed in the event that
predom nantly disproportion is desired (see page 6,
lines 68 to 72), and that according to the Exanples 24
to 30 in said docunent, illustrating disproportionation
reactions of R-113 and/or R-113a at relatively | ow
tenperatures of 100°C to 300°C over such a catalyst, a
further disproportionation of the GCd ,F, (thus including
R-114a) to CF,CF,d occurs together with sone

di sproportionation of the |ower fluorine content
materials (see page 11, lines 45 to 49).

Therefore, in the Board's judgnent, the skilled person
havi ng consi dered the content of docunment (1) as a
whol e woul d not have any reason to solve the technica
probl em as defi ned above by replacing the process for
preparing R-114a as disclosed in docunent (1) by the
process in accordance with present Caim1.

Docunents (3) and (12), referred to by the Respondents
in order to show that the catalytical isonerisation-
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di sproportionation of the starting conpound R 113 to
R-113a was well known and could be directed to a
predom nant i sonerisation reaction by selecting proper
reaction conditions, are not nore rel evant than
docunment (1) in this respect (see the considerations
under point 6.10, first and second paragraph). In this
context, the Board observes that according to docunent
(12) the catalytical isomerisation of R 113 nust be
carried out at |low tenperatures of 15 to 25°C (liquid
phase) (see docunent (12), colum 1, lines 44 to 57),
whereas the process as clained in the patent in suit is
carried out in the gas phase, and that docunent (3)
actually confirnms the disclosure in docunent (1) that
the use of Cr conprising catal ysts would favour

di sproportionation of the obtained R-114a, thus
limting its yield, if it would not be separated from
the crude isonerisation-di sproportionation product
before carrying out the fluorination step as indicated
i n docunent (1) (see point 6.10 above, fourth

par agr aph; as well as docunment (3), page 48, point 4 of
t he concl usions, and page 46, Table 6, last line).

Docunents (2), (5), (6) and (8) were cited by the
Respondents in order to show that Cr conprising

catal ysts as applied in the fluorination step according
to present Claiml of the patent in suit were well -
known catal ysts for fluorination reactions involving

t he exchange of chlorine by fluorine. The Board agrees
that said catal ysts were i ndeed known fl uorination
catal ysts, but none of the cited docunents gives any
pointer to the skilled person that a fluorination of a
crude reaction m xture obtained by the

di sproportionation-isonerisation reaction of R 113 in
accordance with docunent (1) containing R 114a as one
of the major reaction products would selectively give a
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total yield of R 114a of nore than 90%in the presence
of such a catalyst, let alone a pointer to the solution
of the above defined technical problemunderlying the
patent in suit in accordance with present Caim1.

Thi s concl usion, of course, also counts for Figure 3 in
docunent (2) representing a sequence of possible
reactions in fluorinating GO ¢ involving fluorine

upt ake, chlorine uptake and isonerisation because of
the use of AlF; as the fluorination catal yst instead of
a O conprising catalyst as used in accordance with
present Claim1l of the patent in suit, and because of
the fact that this docunent as a whole clearly teaches
that isonerisations are inhibited if said A F; catal yst
conprises Cr (see page 137 under "General Concl usions",
| ast paragraph).

6.13 The Board notes that in view of the teaching of the
cited docunents, and in particular for the reasons as
submtted by the Respondents indicated above under
poi nt 6.10, first paragraph, and the fact that it was
known that Cr conprising catalysts could be used for
fluorination reactions, a skilled person could have
performed the preparation of R-114a in accordance with
the patent in suit. However, according to the
consi stent case | aw of the Boards of Appeal for
determining | ack of inventive step, it is necessary to
show t hat considering the teaching of the rel evant
prior art as a whole, w thout using hindsight based on
the know edge of the clained invention, the skilled
person woul d have arrived at the clained solution of
the technical problemto be sol ved. However, as
i ndi cat ed above, a skilled person, when trying to solve
the technical problemunderlying the patent in suit,
woul d not have expected that a process such as the one

0444.D Y A
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now cl ai med according to the patent in suit would solve
the present technical problemw th a reasonabl e chance
of success.

For the above reasons, the Board concl udes that the
solution of the existing technical problem as clained
in Claiml, was not obvious in the light of the cited
docunents. Therefore, the process according to present
Claim1 involves an inventive step in the sense of
Article 56 EPC. Furthernore, the dependent C ains 2 and
3 relating to particular enbodi nents of the process of
Caim1l derive their patentability fromthat of the
present independent C aim 1.

Finally, the Board observes that in order to neet the
requi renents of Article 84 EPC, i.e. to avoid doubts as
to the matter for which protection is sought by the
patent in suit, the description of the patent in suit
must be brought into conformty with the present

claims. In this context, and having regard to the

consi derations above (see points 3.1 to 3.3), it is

cl ear that such an adaption of the description also
conprises the deletion of all exanples falling outside
the scope of the present clainms. These exanples are
Exanples 11, 12, 15 and 16 using fluorination catalysts
whi ch do not contain C, as well as Exanple 17
involving a filtration step between the isonerisation
reaction and the fluorination reaction.
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O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remitted to the first instance with the
order to maintain the patent on the basis of the
fol |l owi ng docunents:

Caiml filed with |etter dated 18 August 1997.

- Clains 2 and 3 filed with |etter dated
21 Septenber 1995.

- A description to be adapted.

The Regi strar: The Chai r man:

N. Maslin A. Nuss
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