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Summary of Facts and Submni ssions

0472.D

Thi s appeal is against the decision of the Opposition
Di vision rejecting European patent No. 0 245 020
concerni ng photochromc articles.

Claim1l of the patent in suit as granted reads for al
desi gnated Contracting States except ES:

"1l. A plastic organic photochromc article conprising a
pl astics host material having a photochrom c spiro-
oxazi ne conpound incorporated therein or applied
thereto, characterized in that the photochrom c spiro-
oxazi ne conpound which is incorporated in or applied to
the plastics host material is a photochrom ¢ conmpound
of the general fornula (1):

(1)

wherein nis an integer of 1 to 4, and mis 1, 2 or 3,
each of R, and R, i ndependently represents (i) a
hydrogen atom or an am ne functionality of genera
formula -NR R', wherein each of R and R' independently
represents a hydrogen atom or an al kyl, cycloal kyl or
phenyl group or a substituted derivative thereof, or an
am ne functionality which is a cycl oheteroal kyl ring or
a substituted cycl oheteroal kyl ring which ring includes
one or nore heteroatons, (ii) a group of formula -R,
-OR, -SR -COR, or -COOR wherein R represents H, alkyl,
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aryl or heteroaryl, (iii) -Hal, -CHHal, -CH(Hal),,
-C(Hal); wherein Hal represents hal ogen, or (iv) -NG
-CN, -SCN, with the proviso that ring Ais always
substituted at the 6' position by a group R, which is an
am ne-functionality as defined above;

R, represents -H, al kyl, alkenyl, phenyl, phenylal kyl,
nmono-, di- or tri-substituted phenyl or al koxy,

each of R, and R; i ndependently represents -H, alkyl

al kenyl , phenyl, phenyl al kyl such as benzyl, nono-, di-
or tri-substituted phenyl, or R, and R; together
represent an alicyclic ring including spiro carbons,

nor bor nane, and adanant ane,

R, represents a hydrogen atom or an al kyl, aryl or

het eroaryl group

R, is as defined for R, and R, above, or is a ring system
fused to ring A, which ring system may i ncorporate
aromatic and/or alicyclic rings, the said ring system
optionally carrying one or nore substituents R;, the
substituent R; being as defined above for R and R,, and
Ring B may optionally contain one or nore ring nitrogen
atons. "

Caiml4 is directed to a photochrom c conpound of the
general formula (1) as defined in Caiml.

As for the Contracting State ES, Caim1l is identica
with Caiml of the other designated contracting
States, and Clains 11, 14 and 25 concern a lens, a
process for preparing any plastics organi c photochromc
article and a process for preparing a photochromc
conpound, respectively.

The notice of opposition, based on |ack of novelty and
i nventive step (Articles 100(a), 54 and 56 EPC) cited,
inter alia, docunents
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(1) EP-A-0 146 135 and

(5) "Lehrbuch der Organi schen Cheme", "Reaktivitat
und Orientierung bei der nukleophilen aromati schen
Substitution", Mrrison and Boyd, 3rd edn., 1986.

In its decision the Qpposition Division found in
essence that the subject-matter of all the Cains of
the patent was novel and involved also an inventive
step, in particular, in view of citations (1) and (5).

An appeal was filed against this decision. The
appel | ant (opponent) argued in essence that the
subject-matter of Clains 1 and 14 of the patent in suit
| acked novelty over docunent (1) because this docunent
di scl osed a chem cal conpound falling in the range of
chem cal conmpounds of fornula (1) as defined in said
clains. According to the appellant, the structura
formula of this conpound had been drawn up incorrectly
(see Exanple 2 of docunent (1)). However, follow ng the
reci pe given in Exanple 2 of docunent (1) would
inevitably lead to a conpound clained in clains 1 and
14 of the patent in suit, the subject-matter of which

t herefore | acked novelty.

Further, the appellant was of the opinion that the
subject-matter of Clains 1 and 14 of the patent in suit
| acked an inventive step in view of docunment (1).

The respondent (proprietor) argued in essence that it
had not been nmade avail able to the public that the
product obtained in Exanple 2 of docunent (1) had a
substituent pattern anticipating that of conpounds of
the patent in suit.
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Oral proceedi ngs took place on 18 Novenber 1999. The
proceedi ngs were continued in witing and, by a

communi cation dated 22 Novenber 1999, the Board left it
to the parties' discretion to carry out the nethod
according to Exanple 2 of docunent (1) and to submt
the results.

By letter dated 2 May 2000 the appellant submtted two
'H NMR spectra and by letter dated 10 July 2000 two 3C
NVR spectra as support for the alleged identity of the
conpound prepared according to exanple (2) of docunent
(1) with a conpound of present claim1l or 14.

The respondent refuted the appellant's argunents and
submtted that the NVR data al one would not allow to
di stingui sh between various positions of the
substituent R, (in formula (1)).

In an annex to the summons to attend oral proceedi ngs
on 21 Septenber 2001 - which were deferred -, the Board
informed the parties that no convincing evidence
regardi ng | ack of novelty had been submtted. Oral
proceedings finally took place on 15 January 2002.

Apart from attacking novelty, the appellant was of the
opi nion that the subject-matter did not involve an

I nventive step

The appel | ant requests that the decision under appea
be set aside and the patent be revoked.

The respondent requests that the appeal be di sm ssed.
Further, the respondent requests apportionnent of its
costs incurred for preparing for and attending the ora
proceedi ngs of 18 Novenber 1999.
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At the end of the oral proceedings the final decision
was announced by the Chairnman.

Reasons for the Deci sion

1.1

1.2

0472.D

Novel ty

Caim1l concerns a plastic organic photochromc article
conprising a plastics host material having a

phot ochrom ¢ spi ro-oxazi ne conpound i ncor por at ed
therein or applied thereto, characterized in that the
phot ochrom ¢ spiro-oxazi ne conpound which is

i ncorporated in or applied to the plastics host

material is a photochrom c conpound of the general
formula (1):

4 Rs\/Rs Ry

Fua ‘@1 . N (1)
T

wherein n and R, to R, are as defined above.

Cl ai m 14 concerns the photochrom c conpound of genera
formula (1).

Docunent (1) discloses a recipe for synthesizing a
conmpound designated "1, 3,3- trinmetyl-spiro(indolino-
2'-(1-piperidyl)-2,3 -(3H naphth(2,1-b) (1, 4)oxazin)"
and the corresponding structural formula showi ng a
pi peridino substituent at the 2' position of the
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nol ecul e (page 7, Exanple 2; page 8, lines 15 to 25);
the 2' position is that of the residue R; in the above
formula I. In other words, the conpound of the fornula
given in Exanple 2 of docunent (1) shows an 1-piperidyl
group at the 2' position instead of the radical R,
(which according to the definition in the patent in
suit cannot be 1-piperyl; see above point I1).

The appel |l ant argued that the indication of the fornula
and the correspondi ng nane were wong and that actually
the 1-piperidino substituent should be at the 6
position of the nolecule. Had the fornula and the nane
of the obtained product been correctly indicated, it
woul d have anticipated the subject-matter of Claiml4
of the patent in suit.

After a first hearing, taking place on 18 Novenber
1999, a reasonabl e doubt existed in regards to the
property of the conpelling product obtained by the
process according to Exanple 2 of docunent (1). The
facts on which the Board had to deci de were not
established to its satisfaction.

In the annex to the summons to attend oral proceedings
on 21 Septenber 2001, then deferred to 15 January 2002,
the Board inforned the parties that the adduced

evi dence was not sufficient to prove that only the 6'-
substituted conpound was obtained, that it still was
not cl ear whet her other by-products were obtained, and
that the neasures for isolating the alleged product
were not clear. The subm ssions filed by the Appell ant
did not nention a protocol or report show ng
experinmental details such as the anmpbunts of the
starting material, the tenperature and heating tine
actual |y used when synt hesi zi ng the sanpl es of which 'H
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NVR and *C NMWR spectra were submitted; one H NWR
spectrum was dated 21 February 1996, another was not
dated (see annex to letter of 2 May 2002). A spectrum
of old date and a spectrum of unknown dat e,
respectively, are of doubtful evidential value and,
hence, not appropriate when it cones to assessing the
poi nt at issue. Notwi thstanding the fact that the
respondent contested that those spectra unanbi guously
stood for the 6'-isonmer, it was not a question of how
to interpret them but of how the crucial products were
obtai ned, in particular of how they were isolated from
the reaction m xture. During oral proceedings on

15 January 2002, the appellant argued that the
assertion of having reproduced the recipe according to
Exanpl e 2 of docunent (1) to the letter was sufficient
to satisfy the Board' s request, a detailed infornmation
of the test protocol not being necessary. Inits
opinion it did what the Board had requested. It also
suggested havi ng an i ndependent expert carry out the
met hod.

The Board does not agree to these argunents submtted
by the appellant. The appellant had to substantiate its
subm ssions; the clear objective of the Board's

comuni cation was to give the appellant the opportunity
of adduci ng evidence that when carrying out the nethod
accordi ng to Exanpl e 2 unanbi guously and by necessity a
product woul d be obtai ned having no other fornula than
1,3,3,-trinmethyl -6"-piperidino-spiro[indolin-2,3 -(3H)-
naphto[ 2, 1-b] (1, 4) oxazine]. The Board drew t he
attention of the appellant to the |ack of further
substanti ation; actually, the appellant was given
plenty of tinme for carrying out the nethod in a proper
way. There was no evidence that, on the one hand, the
product as defined according to Exanple 2 of docunent
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(1) was not obtained and that, on the other hand, only
a product neeting the requirenents of Caim1l of the
patent was inevitably obtained. The Board considers the
appellant's allegations to be unproven, and, hence, not
sufficiently substanti at ed.

As to the appellant's offer to comm ssion an

i ndependent expert, this suggestion cannot acquit the
appel lant fromits burden of establishing its own
evidence in tine. It lies within the parties'
responsibility to decide which particul ar neans of

evi dence woul d be suitable to support their case.

Therefore, the Board concluded that the appellant did
not adduce sufficient evidence proving that, when
carrying out the nmethod according to Exanple 2 of
docunent (1), a product was obtained having the

pi peridino substituent at the 6' position, thus falling
under the subject-matter of Caim1l of the patent in
suit.

As regards the nane and fornula of the product

i ndicated in Exanple 2 of docunent (1), there is no
proof that this product would not have been obt ai ned,
in particular, since the chromatographi c medi umand the
runni ng agent may play a selective role. Also,

phot ochrom ¢ substances being of this fornula type have
two forrmula structures, called nodification (1) and
nodi fication (2), being in equilibrium but

nodi fication (1), which is the original form is
colourless, and nodification (2) is blue; the

pi peridino substituent at the 2' position presents a
steric hindrance and, in addition, an electronic

hi ndrance for the reverse reaction from col oured

nodi fication (2) to the colourless original form under
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i ncreasi ng tenperature; these were features the

i nventors of docunent (1) were |ooking for (page 3,
lines 16 to 26); the cited passage explains the fornula
of the product obtained in Exanple 2 with the

pi peridino substituent at the 2' position. In the
absence of any other proof, the Board cannot cone to
anot her concl usi on.

Therefore, docunent (1) does not anticipate in a clear
and unanbi guous manner the subject-matter of Caiml
for all the designated Contracting States and of
Claim14 for all the designated Contracting States
except ES; hence, the subject-matter of these clains is
novel , and, thus, neets the requirenents of

Article 54(1),(2) EPC. Dependent Clains 2 to 13 and 15
to 17 for all the designated Contracting States except
ES and dependent Clains 2 to 13 and 15 to 29 for ES
relate to specific enbodi nents of this invention.
Therefore, these clains also neet the requirenents of
Article 54(1)(2) EPC

I nventive step

Claim1 concerns a plastic organic photochromc article
conprising a plastics host material having a

phot ochrom ¢ spiro-oxazi ne conpound i ncor porat ed
therein or applied thereto, characterized in that the
phot ochrom ¢ spi ro-oxazi ne conpound which is

i ncorporated in or applied to the plastics host

material is a photochrom c conpound of the genera
formula (1):
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(1)

wherein n and R, to R, are as defined above.

2.2 Such photochromic articles are known from docunent (1)
whi ch the Board accepts as the starting point for
eval uating inventive step and which, in particular, is
concerned with the technical problem of photochromc
compounds, the photochrom c effect of which changes
only little with increasing tenperature, i.e. which
have good darkening properties also at increased
tenperature (page 1, lines 28 to 32). The respondent
did not submt conparative tests based on the
phot ochrom c articles known from docunent (1).

2.3 The technical problemas stated in the patent in suit
was to provide photochrom c articles having a denser
coloring in their darkened condition than previously
known pl astic organic photochromc articles (page 2,
lines 17 to 18).

Therefore, in the absence of any evidence of a
beneficial effect of the photochromc articles
according to the patent in suit over those of docunent
(1), the technical problemhas to be refornul ated as
consisting in the provision of a further photochromc
article.

0472.D Y A
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This technical problemwas said to be solved by plastic
organi ¢ photochromc article conprising a plastics to
whi ch the photochrom c spiro-oxazine conpound of the
formula (1) was applied, i.e. by the subject-nmatter of
Caim1l of the patent in suit.

The i nduced optical density values of |enses conprising
t he photochrom c spiro-oxazi ne conpounds according to
Exanples 1 to 17 of the patent in suit denonstrate the
very dense colouring of the |l enses. Therefore, the
Board is satisfied that the problemas defined is

credi bly sol ved over the whole scope of Caiml.

The question remai ns whether the clained sol ution of
the existing technical probleminvolves an inventive
st ep.

The appel | ant argued as fol |l ows:

Docunent (1) disclosed the photochrom c properties of
Spi ro-oxazi nes. The skilled person would not have
attached too nuch i nportance to the substitution
pattern of the spiro-oxazine conpounds; docunent (5)

di scl osed a reci pe for having on such spiro-oxazi nes

t he piperidino substituent at the 6' position; thus, it
concl uded that photochromc articles having a 6
derivative woul d be obvi ous.

The Board does not agree. It is true that docunent (5)
di scl oses a recipe for preparing a spiro-oxazine ring
havi ng the piperidino substituent at the 6' position.
But neither was a pointer there in docunent (1) to a
di fferent substitution pattern |l eading to the desired
and practically usable photochromc intensity effect,
nor did docunent (5) nention any properties of
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6' -derivatives. Rather, it has to be stressed that
docunent (1) attached inportance to the substituent in
the 2' position, since the 2' position presents a
steric hindrance and, in addition, an electronic

hi ndrance for the reverse reaction fromthe col oured
nodi fication formto the colourless nodification form
(page 3, lines 16 to 26); this was a property the

i nventors of document (1) were | ooking for. The skilled
person had no clue about the existing structura

di fferences of the chem cal conpounds and did not know
that these differences had no essential disadvantageous
beari ng on the desired photochrom c property (see al so
T 852/91, catchwords).

For the above reasons, the Board finds that the
subject-matter of Caim1l for all the designated
Contracting States involves an inventive step, and so
do the subject-matter of CAaiml14 for all the

desi gnated Contracting States except ES, directed to a
phot ochrom ¢ conpound and t he subject-matter of
Claim14 for ES, directed to a process for preparing a
phot ochrom c article. Dependent Clains 2 to 13 and 15
to 17 for all the designated Contracting States except
ES and dependent Clains 2 to 13 and 15 to 29 for ES
relate to specific enbodinents of this invention.
Therefore, these clains are |ikew se all owabl e.

Apportionnent of costs

By letter of 13 April 2000, the respondent requested
that apportionnment of costs be awarded in respect to
the costs incurred for preparing for and attendi ng the

oral proceedi ngs on 18 Novenber 1999.

Pursuant to Article 104(1) EPC, each party to the
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proceedi ngs shall neet the costs he has incurred

unl ess, for reasons, of equity, a different
apportionnment of costs incurred during taking evidence
or in oral proceedings is ordered by the conpetent
deci di ng body of the EPO

In the present case, the requirenents for such a

di fferent apportionnment of costs are not net. During
the oral proceedings of 18 Novenber 1999 it becane
obvi ous that, in view of the provisions of

Articles 113(1) and 114(1) EC and the principle of

fai rness which governs the proceedi ngs before the EPO
the parties to the appeal proceedings had to be offered
the opportunity to carry out the nethod according to
Exanpl e 2 of docunent (1) and to submt the respective
results prior to final assessnent of the content of
that docunent by the Board. Hence, the fact that the
Board refrained fromgiving the final decision already
at the end of the oral proceedings of 18 Novenber 1999
Is not related to the conduct of the appellant. It
follows that a different apportionnment of costs would
therefore not be equitable within the neaning of
Article 104(1) EPC. Consequently, the request of the
respondent for apportionnent of costs has to be

ref used.

O der

For these reasons it is decided that:

1. The appeal is dism ssed.

2. The request for apportionnment of costs is refused.

0472.D Y A
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The Regi strar: The Chai r man:

G Rauh P. Krasa
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