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Summary of Facts and Subm ssi ons

2570.D

Three oppositions were filed against the grant of the
Eur opean patent No. 0 064 067 with the application

No. 81 902 997.6. The Qpposition Division first revoked
t he patent.

In the subsequent (first) appeal proceedings, the
(first) Board, inits decision T 884/91, ruled that the
single claimconplied with Article 123(2) and (3) EPC
and that its subject-matter was novel in the neaning of
Article 52(1) EPC. Further, he decided that the

wi t hdrawal of the opposition of opponent 111 had, under
est abl i shed case |law, no influence on the appeal
procedure resulting in the opponent Ill's ceasing to be
a party to the appeal proceedings as far as the
substantive i ssues were concerned. Considering that the
Qpposition Division inter alia did not deal with the

i ssue of inventive step, the Board remtted the case to
t he Divi sion.

At the end of the resuned opposition proceedings, the
Di vision decided that adm ssibility of the anendnents
of the claimand novelty of its subject-matter had been
deci ded by the Board and that the patent as anended net
t he provisions of the EPC

The appel | ant (opponent |) | odged an appeal agai nst
said decision referring to docunents

D15: Optical Engineering, Septenber/COctober 1980,
vol. 19, No. 5, pages 666-678; and

D16: Applied Optics, vol. 9, No. 12, 1970, pages 2812-
2813.
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The participant (opponent 1) did not file any
subm ssions or requests during the (second) appeal
pr oceedi ngs.

The participant, as announced in his letter follow ng
t he summons to oral proceedings, did not appear at said
oral proceedings.

At the end of said oral proceedings, the decision of
t he Board was announced.

During the oral proceedings the appellant requested
that, if the Board refused to resune the discussion of
novelty of the claim the follow ng question should be
referred to the Enlarged Board of Appeal: "Kann eine
Beschwer dekanmer di e Frage der Neuheit eines Anspruchs
i mLichte einer bestimten Entgegenhal tung erneut

di skutieren, auch wenn di e Beschwerdekamrer in anderer
Beset zung in einer friheren Entscheidung (in dersel ben
Sache) bereits festgestellt hat, daR der Anspruch neu
sei, dabei aber die bewlte Entgegenhal tung nicht

ber tiicksi chtigt hat und den Fall zur Di skussion der
erfinderischen Tatigkeit an die Ei nspruchsabteil ung
zur ickverw esen hat ?"

The Board rejected to resune the discussion of novelty
of the claimw th respect to the prior art docunents
hitherto introduced and rejected said request.

At the end of the oral proceedings, the appellant
requested that the decision under appeal be set aside

and the patent be revoked.

The respondent (patentee) requested that the appeal be
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di smi ssed and that the patent be maintained with the
docunents on which the decision under appeal was based.

The single claimreads as foll ows:

"A nmethod for generating a diffractive graphical
conposition by recording interference patterns on at

| east one region of a photosensitive medium formng
said patterns as off-axis holograns by the interference
between a reference wavefront and an obj ect wavefront
such that the object wavefront for said at |east one
region has a relatively wide range of directions of

i nci dence at each point on said region in a first axis
and a relatively narrow range of directions of

i nci dence at each said point in said region in an axis
orthogonal to the first axis, said object wavefront for
sai d region being derived froma random di ffuser which
is not a hologram w thout a | ens being interposed

bet ween said di ffusor (200) and said photosensitive
medi um (210) . "

The cl ai m has been anended during said resuned
opposi tion proceedings and differs fromthe claimon
whi ch decision T 884/91 was based in that "that said
obj ect wave for said region is derived" has been
repl aced by "said object wave for said region being
derived".

The appellant's arguing is summarized as foll ows:

Novel ty has not been finally decided by the earlier
decision of the Board and, therefore, is still open for
di scussion. Only the order of decision T 884/91 is
rel evant; there the question of novelty of the claimis
not nentioned. The passage dealing with novelty is very
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general and thus cannot be a final judgnent on novelty
of the anmended claimeven if the case is remtted to
the Opposition Division for exam nation of inventive
step. Said decision was juridically incorrect since not
all prior documents were dealt wth. D16 was di scussed
before said decision only with respect to a claim
different fromthe present claim

According to Figure 30 of D15, the object wave is
derived fromthe diffuser. The only difference is that
in the clainmed nmethod an imaging lens is m ssing.
According to D15, an information is to be transmtted.
If this is not necessary and the skilled person tries
to sinplify the method and to produce only col oured
regions, he would omt the |l ens system WMreover, D16
woul d hint at such a step.

In the nmethod according to D16, as shown in Figure 1

an object is used producing a sil houette when view ng
the hologram but in a certain region - shown as region
3 in a diagram annexed to the statenment of the grounds
of appeal - the interference pattern is produced by
beans not inpinging on the object and thus by beans not
transmtting informati ons about the object. If the bal
shown in Figure 1 is positioned sufficiently near to
the record nmedium such regions do exist. In the nmethod
of D16, the silhouette is inportant, but if the skilled
person intended to restrict the inmage to col oured
effects, he would omt the object and thus arrive at

t he cl ai ned net hod.

The respondent’'s arguing is sunmarized as foll ows:

The first Board has already ruled that the subject-
matter of the present claimis novel. Prior art
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docunent D16 was discussed during the first appeal
proceedi ngs. An explicit nention of said document was
not necessary. Therefore, novelty of the claimwth
respect to D16 is clearly ratio decidendi of decision
T 884/91. Article 111(2) clearly states that in this
case the findings of said decision are binding.

The I ens systemto image the object is essential to the
met hod of docunent D15. If the skilled person wished to
i nprove the nmethod, he woul d consider using a nore
sophi sticated | ens system

D16 does not teach how to obtain a graphical
conposition in the sense of the description of the
attacked patent according to colum 6 fromline 27
onwards. The presence of an object is essential to the
nmet hod which explicitly ains at inmagi ng and
reconstructing an object. The drawi ngs are only
schematic and no information can be taken from D16 t hat
t here exi st areas not carrying object informations. On
the contrary, the three-dinensional object scatters

I ight over the whole recording plate.

Reasons for the Deci sion

2570.D

Appeal proceedi ngs

Qpponent Il is party (participant) to the appeal
proceedi ngs pursuant to Article 107 EPC, even though he
did not file any subm ssions or requests during the
present appeal proceedings.

Adm ssibility of the anmendnents of the claimand
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novelty; binding effect of the earlier decision
T 884/91

The questions of admissibility of the anendnents of the
clai mon which the decision of the first appeal
proceedi ngs was based (requirenments of Article 123(2)
and (3) EPC) and novelty of its subject-nmatter against
the prior art on file were decided in the affirmative
by the Board in the first appeal proceedings (see
decision T 884/91, particularly sections 3.1 and 3. 2).

The present claimdiffers fromsaid claimonly in that
"that said object wave for said region is derived" has
been repl aced by "said object wave for said region
bei ng derived". Apparently, this anmendment constitutes
only a grammatical correction and thus does not change
the facts on which said decision was based. This has
not been disputed by the parties.

Thus, said itens are res iudicata also for the present
cl ai m and exam nation of these points could not

t hereafter be reopened. Mreover, all findings of facts
on which the decision rested (ratio decidendi) are not
open to reconsideration and are thus equally binding.
The provisions of Article 111(2) EPC are clear in this
respect.

The appel l ant contested that with the earlier decision
t he question of novelty of the present claimwth
respect to D16 was finally answered (see sections |1
and VI above).

In the Board's view, the prior art disclosed in D16 was
certainly considered in the first appeal proceedings.
Sai d docunment was di scussed during the proceedi ngs and
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mentioned in the summons to the oral proceedings. Later
in the decision, it was stated in detail that and why
the subject-matter of the claimwas novel over the

di scl osure of four - of thirty-five hitherto introduced
- explicitly cited docunents not conprising D16 and
that the other prior art docunents did not cone closer
to the clainmed nethod than those cited. Said clai mwas
- except for a mnor grammatical correction - identical
with the present claim Thus, it is manifest that the
first Board considered the prior art of D16 when

j udgi ng novelty of said claim Mreover, it is

est abl i shed case | aw that decisions issued by a board
of appeal in the sane case are final and w thout
appeal, so that no EPO body - not even a board of
appeal and not even in case of procedural violation in
t he proceedings having led to said decision - can take
a different decision on facts which have already been
decided (see e.g. T 21/89, T 78/89, T 79/89, QI EPO
1992, 283, T 55/90, T 757/91, T 113/92, T 1063/92,

T 153/93 and G 1/97 QJ EPO 2000, 322).

The question to be referred to the Enl arged Board of
Appeal as fornulated in German by the appellant can be
transl ated as foll ows:

"Can a board of appeal resune discussion of the
guestion of novelty of a claimin the light of a
certain prior art docunent, even if the board of appea
in adifferent conmposition in an earlier decision
(concerning the sane case) ruled that the claimwas
novel , thereby not taking into account said docunent
and remtting the case to the opposition division for
di scussi on of inventive step?".

The appellant in his question stressed the changed
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conposition of the two Boards. Article 111(2) EPC
determ nes the consequences of a decision of a board of
appeal for the subsequent proceedings. Said article and
al so the other provisions of the EPC do not restrict

t he binding effect to such cases where the conposition
of the board remai ns unchanged. Thus the changed
conposition of the Board in the two appeal proceedi ngs
is of no consequence for the binding effect of said
deci si on.

The rati o decidendi of a decision of a board of appeal
are not contained in the order at the end of the

deci sion but in the section "Reasons for the Decision"
Thus it is of no inportance for their binding effect
that the question of novelty is not nmentioned in the
order (see T 720/93).

Since the (first) Board, in its decision T 884/91, did
take into account docunent D16 when judgi ng novelty of
the subject-matter of the claim the factual basis of
the question to be referred to the Enlarged Board of
Appeal is not correct. Therefore, the Board did not see
any reason to refer the question submtted by the

appel lant to the Enl arged Board of Appeal.

| nventive step

One-step rai nbow hol ography is known from D15 (see
there particularly section Il). An application of this
technique is the archival storage of colour filns (see
section IV). According to the arrangenent of Figure 9,
a colour filmstrip containing the colour inages to be
recorded is back illum nated by a fine diffuser. The so
illTumnated filmis then inmaged by a | ens system
through a narrow slit nearby the lens onto a pl ane
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close to the holographic film A collinmated reference
beamis used in the construction of the hol ograns.
According to the arrangenent of Figures 26 and 30 (see
sections VIII and I X), a black and white object is
transforned into a pseudocol oured hol ogram The
arrangenment is simlar to that of Figure 9. However,
the (input signal) transparency (s) is directly
irradiated with parallel laser light of different

wavel engt hs. The object wave then passes through a
spatial filter (F;, H for encoding and is subsequently
i maged onto a plane diffuser (Gd). The scattered
light is then - just as in the arrangement of Figure 9
- imaged onto a photosensitive nmedium (H, Ph) in form
of an off-axis hologramby a | ens system (L,) and narrow
slit nearby the |l ens system To produce a conposition
with three regions (in the exanple: pairs of letters)
of different colours (Figure 32), three different

hol ograns are recorded on said nmedium The colours are
produced by using different positions of the slit or by
a change of the angle between the reference and object
waves (see page 676 |ast but one paragraph and the

par agr aph bridging the colums of page 677). The forns
of said regions can be obtained by using a suitable
transparency (s), e.g. by appropriate nmasks.

Thus, the main difference of the above descri bed

met hods of D15 with respect to that clained is that an
imaging lens systemwith a narrow slit nearby the |ens
systemis used which is expressly excluded fromthe

cl ai med net hod.

Prior art docunent D16 describes a nethod for producing
sil houette hol ograns w thout vertical parallax. A
narrow horizontal diffusor stripe (A) casts shadows of
t he opaque object (B) onto the photographic plate (O



3.2

2570.D

- 10 - T 0436/ 95

(see Figure 1). The object shown in the figures has a
ball-1i ke structure forned of apparently opaque narrow
stripes with | arge openi ngs between them through which
said plate can be seen. The dianeter is approximtely
one third of said plate and the distance between said
pl ate and the object cannot be taken fromthe docunent
but seens to be relatively |low. The coherent reference
beam froma point |ight source (F) on the opposite side
of the emulsion with respect to the object is converged
by a lens (E) and introduced through the rear surface
by a cylindrical lens array (D), which focuses the beam
to horizontal lines at the photographic plate. Wen the
exposed and processed hologram (C) is illumnated by a
vertical source of white light, a white real inmge
reconstruction of the object in silhouette is obtained
(see Figure 2).

Thus the main difference between D16 and the subject-
matter of the claimis that in the nethod described in
D16 a sil houette hol ogramis obtained by using an

obj ect between the diffusor and the photosensitive
mediumresulting in a three-di nensional image whereas
the clai ned subject-matter does not use such an object
bet ween the diffusor and the photosensitive nmedi um

Since only the nethod of docunent D16 obtains a

hol ographic i mage without a | ens system this docunent
represents the nearest prior art with respect to the
cl ai med subject-nmatter

The effect originating fromthe om ssion of an object
bet ween said nearest prior art and the clainmed subject-
matter is that graphical conpositions having new
visible effects are obtained.
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The probl em underlying the solution is thus to further
devel op the nmethod known fromthe nearest prior art of
D16 such that such conpositions are forned.

Docunment D16 is concerned with sil houette hol ograns.
Use of an object between the diffuser and the

phot osensitive nmediumis thus indispensable for the
descri bed nmethod. The appellant - relying in particul ar
upon an expert opinion by M Geenaway - submtted that
in view of the close proximty of the object to the
phot osensitive plate, there are regions in the plate
whi ch are struck by the object wave fromthe diffuser

wi t hout any information concerning the object. The
Board, however, doubts that such regions woul d
necessarily be generated since relative positions
cannot be taken fromthe rather schematic draw ngs of
D16. In addition, due to the scattering of light on the
conpl ex surfaces of the object and to the openings
formed init, it seens likely that all regions of said
plate may receive information fromthe object. Anyway,
om ssion of the object would totally change the essence
of the nmethod actually described in D16 and thus not be
obvious for the skilled person, unless he knows the
solution according to the attacked patent.

Furthernore, in view of the considerable differences

bet ween the nethods of D16 on the one hand and D15 on
the other hand - see section 3.1 above - the skilled

person woul d not envi sage conbi ning the teachings of

D15 with those of D16 to solve the problem

Even if the skilled person started fromthe prior art
of docunment D15, as suggested by the appellant he woul d
not arrive in an obvious way at a nmethod with al
features of the claim since the |lens systemfor
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i magi ng the object is an indispensable part of the

nmet hods described there. Om ssion of the imaging |ens
systemis off-the-track. For the same reason as
indicated in the precedi ng paragraph, the skilled
person woul d not envi sage suppl enenting the teaching of
D15 with elenents of the prior art disclosed in D16.

3.5 Therefore, the Board concludes that the subject-matter
of the claiminvolves an inventive step as defined in
Article 56 EPC

4. In the result, the Board takes the view that the
guestions of admissibility of the anmendnents of the
claimand of novelty of its subject-matter were finally
decided (in the affirmative) by the earlier decision
and that the claimconplies with the remaining

requirenments of the EPC. Al so the other docunents of
the patent conply with the provisions of the EPC

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

P. Martorana R Zott mann

2570.D



