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Summary of Facts and Subm ssi ons

0219.D

This appeal is against the decision of the opposition
division to reject the appellant's opposition to

Eur opean patent No. 0 248 033. The patent, which was
granted in February 1992 pursuant to an international
application having a filing date of Cctober 1986, has
not been amended in the opposition or appeal procedure.

In the notice of opposition the opponent requested
revocation of the patent in its entirety on the grounds
that the subject-matter of the clains of the patent was
not new or did not involve an inventive step having

regard to the followi ng prior art docunents:

D1: EP-A-0 159 670 and

D3: WO A-85/00082

of which D1 had been discussed in the exam nation
procedure and D3 had been cited in the supplenentary
Eur opean search report. In the decision under appeal

t he docunent

D2: US-A-4 523 155,

whi ch had al so been di scussed in the exam nation
procedure and was regarded by the opposition division

as the closest prior art, was al so nenti oned.

The statenent of grounds of appeal nade no reference to
t he docunents referred to above nor to the reasons on

whi ch t he deci si on under appeal was based. Instead, in
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the words of the grounds of appeal, the appeal was
based on new prior art which had not previously been
consi dered by either the exam ning division or the
opposi tion division, nanely, the Mbira NMI-50 nobile
phone (Mobira Oy being the fornmer nanme of the

appel lant), the technical features of which had
(according to the appellant) been nmade available to the
public before the priority date of the opposed patent

by

(i) sale of the phone

(i1) the phone service manual having been given to
qual ified service centres outside an obligation of
confi dence and havi ng been nade avail abl e on
request to other third parties. As evidence of the
al l eged prior publication relevant extracts from
the service manual were filed with the grounds of
appeal as docunent

D4: Extracts fromthe Mobira NMI-50 Service Manual .
Further evidence in relation to the alleged prior use

of the phone was offered in the event that the board

deened it appropriate.

0219.D Y A
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The respondent (proprietor) did not at first object to
t he docunent D4 and the allegation of prior use being
taken into consideration, but commented on the nerits
of the new evidence and argunents. Accordingly the
board indicated in a conmunication that since the
appel  ant had not chal |l enged the deci sion under appeal
on its merits but had only advanced an entirely new
argunment based on evi dence which had not been
considered by the departnent of first instance, the
board would, in the event that it judged the late-filed
evidence to be highly relevant, remt the case to the
departnment of first instance follow ng the established
jurisprudence of the EPO Boards of Appeal. To this end
t he appellant was invited to comment on the
respondent’'s argunents on the substance of the D4

di scl osure, deferring the question of proof of
publication for subsequent consideration. In reply to
this the appellant submtted a further docunent

D5: NMI -DOC. 900-3 Nordic Mbile Tel ephone G oup
January 1985

being a conpil ation of rel evant pages of the technical
specification of the Nordic Mbile Tel ephone system

which was said to clarify a termused in D4.

Foll ow ng i ssue of a sumons to oral proceedi ngs, which
had been requested by both parties, the respondent nade
a new detail ed subm ssion to the effect that the

evidence filed on appeal should not be admtted.

The appel | ant (opponent) argued essentially as foll ows:

0219.D
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Opinion G 10/91, Q) EPO 1993, 420, and decision G 1/95
Q) EPO 1996, 615, which related only to fresh grounds
for opposition, did not deprive the board of discretion
to admt new evidence relevant to a ground for

opposi tion which had been invoked in the notice of
opposition. Decision T 1002/92, QJ EPO 1995, 605, which
was deci ded after opinion G 10/91 had been publi shed
and consi dered the inpact of the reasoning in the
latter in sonme detail, also recognised that a board of
appeal may admt |late new evidence if it is highly
relevant in the sense of being highly prejudicial to

t he mai ntenance of the opposed patent.

The respondent was seeking to blur the distinction
between a fresh ground for opposition, ie a change in
| egal basis, and new facts or evidence, but the
distinction was crucial: in the fornmer case the board
had no discretion, in the latter case it had.

The respondent's inputation of bad faith to the
opponent in filing D4 late - D5 was nerely an

expl anatory anplification of D4 - was not justified. As
a matter of fact D4 only cane to light after the close
of the opposition procedure. Prior use was inherently
difficult to find; even an own product was not easy to
find in the face of rapid technol ogi cal change. The
nmobi | e tel ephony art was characteri sed by huge growh

i nvol vi ng changes of personnel which nade pre-1985
products, which by the standards of the industry were

obsolete, very difficult to trace.

The respondent's argunents can be summari zed as

foll ows:

0219.D
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The EPC provided that opposition may be filed during a
period of nine nonths after grant of a patent. It
represented del aying tactics tantamount to an abuse of
process that the opponent now sought to file what was
effectively a new opposition two and a half years after
the expiry of the prescribed period, supplenented by
further evidence (D5) two years after that. This neant
that the half of the termof the patent had expired by
the tinme the proprietor had conplete notice of the
opponent's case. The facts of the present case were
conparable to those of decision T 17/91 of 26 August
1992 (not published in Q3 EPO) where it was decided
that | ate evidence of the opponent's own prior use
shoul d be disregarded under Article 114(2) irrespective
of its potential relevance.

| nvestigation by the respondent had established that
the newy cited docunents D4 and D5 had not in fact
been made available to the public from service centres
as alleged by the opponents and affidavits to that
effect could be filed if required.

0219.D Y A
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The board's discretion under Article 114(1) EPC in the
present case was limted by opinion G 10/91 given that
it was an iInter partes appeal. The guiding principles
were that (i) the function of the board of appeal was
different to that of the opposition division and (ii)
t he appeal procedure was concerned with review ng the
deci si on and procedure of the departnent of first

i nstance. These principles restricted the discretion of
a board of appeal in such a way that when the
procedural considerations so dictated a board had to
allow even a clearly invalid patent to stand. This
principle was reflected also in decisions G 8/91, A
EPO 1993, 346, G 8/93, QJ EPO 1994, 887 and G 9/92, QJ
EPO 1994, 875.

The anal ogy between a fresh ground, in the sense of a
new | egal basis, and entirely new evi dence bearing no
relation to what went before (as in the case of D4) was
very strong. The proprietor would be taken by surprise
if an opposition originally based on added subj ect -
matt er becanme on appeal an opposition based on | ack of
novelty; - and opinion G 10/91 protects the proprietor
agai nst this abuse. But the elenent of surprise was the
sane in the circunstances of the present case and there
was no justification for a different outcone. The
proprietor was just as entitled to legal certainty in

the second case as in the first.

The fact that the Enl arged Board of Appeal had not
pronounced on the precise question arising in the
present case reflected only the fact that no such
guestion had been referred to it; there was no reason

to assume that the principles applied would be

0219.D Y A
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different to those referred to above, and it foll owed
fromthose principles that the present board was
obliged to refuse to admt the | ate new evidence.

A patent was above all a commercial instrunment. The
pat ent grant and opposition procedure should provide
the proprietor with a reasonabl e neasure of procedural
| egal certainty in making mjor investnent decisions:
the proprietor should be able to assess his commerci al
position at the end of the nine nonth opposition

peri od.

In this connection the board's attention was drawn to
t he observation of the Enlarged Board of Appeal in
opinion G 10/91 at point 6 of the reasons:

"Rul e 55(c) EPC only nmakes sense interpreted as having
t he doubl e function of governing (together wth other
provisions) the adm ssibility of the opposition and of
establishing at the sane tine the | egal and factual
framework, within which the substantive exam nation of
the opposition in principle shall be conducted. The
latter function is of particular inportance in that it
gives the patentee a fair chance to consider his

position at an early stage of the proceedings."”

D4 was not a part of the factual franmework established
by the notice of opposition; it was not in any sense an
extension of the prior art docunents D1 - D3 cited
therein. It represented a nore extrene case than that
considered in decision T 1002/92 - where the later

evi dence not admitted was 'further substantiating

evidence'. It was oddly fortuitous that D4 should cone

0219.D Y A
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to light during the short interval between the end of
t he opposition procedure (8 February 1995) and the
expiry of the time limt for filing on appeal (18 Apri
1995).

Vi, The appel | ant requested (main request) that the
deci si on under appeal be set aside and that the patent
be revoked.

By way of auxiliary request, the appellant requested
that the follow ng questions be referred to the
Enl ar ged Board of Appeal

1. Can an adm ssi bl e appeal be filed on existing
grounds for opposition based solely on new
evi dence introduced in the grounds of appeal ?

2. And if so, in what circunstances?

VIIl. The respondent requested that the appeal be di sm ssed.

Reasons for the Decision

1. Admissibility

It has to be considered whet her exclusion of the
evidence filed on appeal, thus depriving the appeal of
its only grounds, would render the appeal inadm ssible
for failure to conply with Article 108 EPC, | ast
sentence: "Wthin four nonths after the date of
notification of the decision, a witten statenent
setting out the grounds of appeal nust be filed.". The

0219.D Y
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board is not persuaded that this is so, since the

excl usi on woul d not be automatic but would result from
an exercise by the board of its discretion under
Article 114(2) EPC. In particular, if the respondent
did not object to the |ate evidence being consi dered,
as was indeed the case in the letter of 20 Cctober 1995
inreply to the grounds of appeal, the board woul d,
absent special reasons, abide by the commobn w sh of the
parties (volenti non fit Injuria) and not exercise its
di scretion to disregard the |ate evidence. Since, in
the view of the matter taken by the board,

adm ssibility of an appeal should be determ ned by
objective criteria and not by the wi shes of the
parties, the fact that in the present case the
respondent now does object to the | ate evidence being
taken into account does not have the retrospective

ef fect of making the appeal inadm ssible. This view of
the matter al so takes cogni sance of the fact that,
whereas in the present case the appell ant agrees that
the evidence filed on appeal is not in any way a

devel opnment of the case considered and deci ded on by
the departnent of first instance, in general the issue
of 'new factual framework' would usually be one of fact
to be determ ned objectively as part of the substantive
exam nation of the appeal. Precisely because the
particular facts of this case together with the

obj ections and adm ssions of the parties tend to blur
that distinction between the questions of adm ssibility
and allowability which turns on the pragmatic

di stinction between arguability and cogency, the board
considers it inperative to focus sharply on that

di stinction and not allow an extrene case to shift the

boundary.

0219.D Y A
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Havi ng regard to the above considerations, the board
judges that the statenment of grounds of appeal sets out
an arguabl e case at |least to the extent of neeting the
requi rement of Article 108 EPC, |ast sentence. Since
the other requirenents for adm ssibility are satisfied
t he board concludes that the appeal is adm ssible.

The conclusion the board arrives at is the sane as that
reached in relation to a fresh case in decision

T 611/90, QJ EPO 1993, 50, at points 1 and 2 of the
reasons and in decision T 938/91 of 21 Septenber 1993,
(not published in Q3 EPO), at point 1 of the reasons.
However, the board' s reasons differ fromthose given in
T 611/90 in view of the need to take account of opinion
G 10/91, Q) EPO 1993, 420 and differ fromthe reasons
given in decision T 938/ 91 because the latter rely on
an argunment a contrario in relation to opinion G 10/91,
poi nt 18, which, for reasons explained below, this
board does not fully subscribe to.

It follows fromthe fact that opinion G 10/91 all ows
even a fresh | egal ground for opposition to be
considered in appeal proceedings if the patentee
approves, that an appeal based solely on such a ground
is not ipso facto i nadm ssible; by the sane token an
appeal such as the present one, based on the sane |egal
ground, albeit on a conpletely fresh factual framework

may be adm ssi bl e.

Legal and factual framework

A crucial question to be decided at the outset in the

0219.D Y A
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exam nation of this appeal is whether the board should
exercise its discretion under Article 114(2) EPCto

di sregard D4 as not submtted in due tinme. An
affirmati ve answer to this question would apply to D5
and the other evidence offered in relation to prior use
and woul d entail dism ssal of the appeal.

"Due time" for submtting evidence in an opposition is,
absent special reasons, within the nine-nonth period

| aid down by Article 99 EPC in conjunction wth

Rul e 55(c) EPC, cf decision T 156/84 QJ EPO 1988, 372,
headnote IV. Special reasons which have been accepted
in the jurisprudence of the EPO Boards of Appea

i nclude responding to anended clains, to unforeseen
chal l enges relating to all eged common general know edge
in the art or to gaps in a chain of evidence or
argunent which energe in the course of a convergent
debate. If the evidence is not responsive, or the
response i s unduly del ayed, the conpetent departnent
may disregard it pursuant to Article 114(2) EPC In
exercising its discretion in this respect the
departnment nakes a judgenent which, broadly speaking,
bal ances the conflicting interests of procedural
certainty for the patent proprietor and the public
interest that invalid patents should be revoked, these
conflicting values being reflected in the tension
between Articles 114(1) and 114(2) of the convention.
There is also a public interest in the patent granting
procedure not degenerating into an endl ess obstacle
race (expedit rei publicae ut finis sit litium so as
not to deter prospective inventors and investors, as
well as the private interest of the opponent as a

comercial conpetitor.

0219.D
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Fol | ow ng decision T 156/84 a nunber of boards of
appeal have regarded Article 114(1) as having prinmacy
over 114(2) and have restricted the application of the
|atter provision to disregarding evidence which was not

sufficiently rel evant.

However, in its opinion G 10/91, which answered a
question relating to fresh grounds for opposition, the
Enl arged Board of Appeal, on the basis of very general
considerations as to the purpose and nature of the
appeal procedure, observed at point 18 of the reasons:

"The purpose of the appeal procedure inter partes is
mainly to give the losing party the possibility of
chal | engi ng the decision of the opposition division on
its merits.”

"“Al though Article 114(1) EPC formally covers al so the
appeal procedure, it is therefore justified to apply
this provision generally in a nore restrictive manner

in such procedure than in opposition procedure.”

Decision T 1002/92 QA EPO 1995, 605, considered in sone
detail the inpact of opinion G 10/91 on the
jurisprudence relating to evidence not submtted in due
time and concluded that in the appeal procedure the
application of Article 114(1) EPC shoul d be nore
restrictive than that set out in decision T 156/ 84

(cf point 3.5 of the reasons for decision T 1002/92).

It is, of course, inportant to bear in mnd that

al t hough opinion G 10/91 referred (cf paragraph 6 of

0219.D
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the reasons) to the need for the notice of opposition
to establish the |l egal and factual framework for the
opposition, point 3 of the formal binding opinion did
not go beyond stating that:

"3. Fresh grounds for opposition may be considered in
appeal proceedings only with the approval of the

pat ent ee. "

It was further explained in decision G 1/95, QJ EPO
1996, 615 at point 5.4 that "the term'a fresh ground
for opposition' which is used in paragraph 18 of
opinion G 10/91 nust be interpreted as having been
intended to refer to a new | egal basis for objecting to
t he mai ntenance of the patent, which was not both

rai sed and substantiated in the notice of opposition,
and which was not introduced into the proceedi ngs by

t he opposition division in accordance with the
principles set out in paragraph 16 of G 10/91".

It follows that those remarks in G 10/91 which are
formul ated in such general terns as to apply also to a
change in the factual framework while remaining within
the sanme legal framework, ie, new evidence relating to
an existing ground, such as D4 in the present appeal,
are strictly obiter. Apart fromthe sinple and
sufficient reason that, as pointed out by the
respondent, the question of law referred to the

Enl arged Board of Appeal in G 10/91 did not warrant any
w der-rangi ng consi derations, there is a fundanental
reason for a separate treatnent of the legal and the
factual dinensions of the franmework. G ounds for

opposition constitute a finite discrete set -

0219.D
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Article 100 EPC being explicitly exhaustive in its
listing - whereas the factual dinension is an infinite

conti nuum

.9 Nevert hel ess, even obiter remarks of the Enlarged Board
of Appeal can safely be assunmed to reflect a considered
opinion and, in the judgenent of the board, they |end
wei ght to a conclusion that when a change in the
factual framework on appeal is so conplete that the new
has nothing in cormon with or related to the old - an
entirely fresh factual case - the analogy with a fresh
ground for opposition is so close that a different

| egal outcone would offend a principle akin to the
principle of proportionality: situations which are
closely simlar in factual and procedural terns should
not result in drastically different outcones. This
conclusion is reinforced by the consideration that al
the argunents adduced in opinion G 10/91 to justify
prohi bition of the introduction of a fresh ground of
opposition on appeal (unless the patentee approves)
could be applied with at | east equal force to the

i ntroduction on appeal of an entirely new factual case.
An appeal procedure which permtted serial oppositions
based on entirely new facts woul d be even nore open to
tactical abuse than one allow ng fresh legal grounds to
be introduced. Gven that the factual dinension is an
infinite continuumthere is even no guarantee that the

debat e woul d ever converge.

.10 In connection with the last point it should be
enphasi sed that the board has no reason to doubt the
appellant's statenment that it becane aware of D4 only

after the end of the opposition procedure and, in

0219.D Y A
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general, considers it better to decide the

adm ssibility of |late evidence on the basis of
objective criteria rather than attenpting to eval uate
the parties' behaviour with respect to sone inevitably
subj ective extra-|legal standards. By the sane token the
board does not attach any weight to the fact that D4
relates to prior art originating within the opponent's
own organisation. A legal fiction of corporate

know edge woul d be a poor basis for inputing cul pable
del ay.

11 The appellant's argunent is based essentially on the
primacy of Article 114(1) EPC, ie, the EPO s duty to
investigate the facts of its own notion to ensure that
invalid patents are revoked. However this view of
Article 114(1) EPC was explicitly rejected by the
Enl ar ged Board of Appeal in opinion G 10/91.

.12 The board is aware that sone boards of appeal have
continued after G 10/91 to apply the criterion of

rel evance to answer the question posed by a fresh
factual case on appeal. Sone, eg T 847/93 dated

31 January 1995 (not published in QJ EPO have sought
to conpensate the proprietor for the perceived m suse
of the appeal procedure by a punitive order as to
costs. Others, including T 212/91 dated 16 May 1995
(not published in Q) EPO and T 503/94 dated 11 Qctober
1995 (not published in Q3 EPO, follow ng
considerations simlar to those set out in T 1002/92,
referred to above, have sought to resolve the dilemm
by raising the threshold of relevance to "prim facie
highly relevant™ in the sense of "highly likely to

prej udi ce the mai ntenance of the patent”. On bal ance

0219.D Y A
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this board favours the | atter approach.

Furthernore, the board is particularly mndful of the
fact that the opposed patent is already hal fway through
its life and that adm ssion of D4 would entail a
remttal to the departnment of first instance leading to
a further appeal abl e decision. The accunul ati on of

del ays involved in such iterative |looping is not to be
taken lightly, particularly when it is not convergent.
A centralised revocation procedure is advantageous to a
conpetitor, but the EPC does not provide for himto
have that advantage throughout the life of the patent.
The construction of the EPC envi sages rather that

i ssues of validity arising long after grant should be
dealt with by the national courts.

In the view taken by this board therefore, facts,

evi dence and argunents constituting an entirely fresh
factual case on appeal should normally be disregarded
pursuant to Article 114(2) EPC unl ess convergence of
the debate is guaranteed, eg by a manifestly
unanswer abl e challenge to the validity of the opposed
patent necessarily resulting in restriction or
revocation of the patent. Furthernore the
concl usi veness of this challenge should nornmally be

mani fest fromthe statenent of grounds of appeal.

In the judgenent of the board the facts, evidence and
argunents sought to be introduced in the present case
do not neet this standard of guaranteed convergence.
Reasonabl e queries have been rai sed by the proprietor
as to the precise disclosure of D4 and the statenent of

grounds of appeal did not include any evidence to

0219.D Y A
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support the assertion that D4 had been made avail abl e
to the public. Neither was any evidence of the alleged
sal e of Mobira NMI-50 nobil e phone filed with the

grounds of appeal.

3. Having regard to all the above considerations, the
board exercises its discretion under Article 114(2) to
disregard D4 and D5 with the consequence that the
appeal grounds are deprived of their entire evidential
basi s and are accordingly unpersuasive. It follows that
the appellant's main request nmust be refused. In view
of the board's finding that the appeal is adm ssible a
referral to the Enlarged Board of Appeal of the
guestion posed in the appellant's auxiliary request is
not appropri ate.

Or der

For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chair man:

N. Maslin W J. L. Weeler
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