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Summary of Facts and Subm ssi ons

1918.D

This appeal lies fromthe decision of the Exam ning
Di vision refusing the European patent application
No. 87 906 607.4, published under No. 0 285 671, and
relating to pyridine derivatives.

The decision was based on daim1l filed on 27 May 1994
and Clains 2 to 5 filed on 15 Novenber 1988, the

i ndependent Claim 1, and the dependent Clains 3 and 4
readi ng as foll ows:

"1. Pyridine derivatives and 1, 2, 3, 4-

tetrahydropyridine derivatives represented by general
formulae (1) and (11), respectively, or salts thereof:

(1)

(II)
.(RB)n (Rz)m

wherein Ais a sulfur atomor an oxygen atom
R is

a nmet hoxy, an ethoxy, a propyloxy, a hexyloxy or a
benzyl oxy group;
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an am no group, which may be substituted by a C_ s al kyl
group, a hydrogen atom bonded to a carbon atomt her eof
may be substituted by an am no group, a carboxy group

or an ester group;

an N-di net hyl am noet hyl am no group;

a hydrazino group; or

a 6- or 7-nenbered heterocyclic group having at |east
one N-atom which may be substituted by a C_ s al kyl
group, a phenyl group or a 5- to 7-nmenbered

het erocyclic group having an N-atom

with the proviso that in fornmula (1), R is not an
al koxy group;

R, and R; are a hal ogen atom an al kyl group, an aryl
group, an al kenyl group, an acyl group, or an

aryl carbonyl group which have 1 to 20 carbon atons and
may be substituted by a hal ogen atom an am no group, a
nitro group, an al koxy group having 1 to 6 carbon atons
or a phenyl group; and

mand n are an integer of fromO to 4, with the proviso
that when mis 2 or nore, said R(S) may be the sanme or
different and that when n is 2 or nore, said Ry(s) may
be the sane or different.”

"3. Pyridine derivatives, 1,2,3,4-tetrahydropyridine
derivatives and salts thereof as clained in claim 2,
wherein R, is an unsubstituted or substituted am no

group.”
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"4, Pyridine derivatives, 1,2,3,4-tetrahydropyridine
derivatives and salts thereof as clained in claim 2,
wherein R, is an unsubstituted or substituted 6- or 7-
menber ed heterocyclic group having at | east one
nitrogen atom"

The Exam ning Division held that the subject-matter of
Claim1l1l was novel, but that it did not involve an
inventive step in the light of the cited docunents

(1) EP-A-0 030 254,

(3) EP-A-0 094 271, and

(4) EP-A-0 003 920,

and because of |ack of evidence that the clained
conpounds showed an unexpected effect conpared to the
conmpounds of the closest prior art docunent (1) having
t he cl osest possible structural simlarity.

In this context, they comruni cated on 8 Novenber 1991

t hat suitable conparisons to denonstrate such an effect
woul d have been: a conparison of conpound 33 nenti oned
on page 9 of the application in suit filed with the
letter of 2 Novenber 1988 with conmpound 7 of

docunent (1) (page 40), or a conparison of conpound 39
i ndi cated on page 10 of the application in suit filed
with the letter of 2 Novenber 1988 with conpound 15 of
docunent (1) (page 40).

| ndependently of the objection under Article 56 EPC,
t he Exam ning Division also held that the subject-
matter of Claiml did not neet the requirenent of
Article 123(2) EPC, and that the subject-matter of
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Clains 3 and 4 did not fulfil the requirenents of
Article 84 EPC.

Concerni ng the objection under Article 123(2) EPC, they
considered that the definitions of R in Claiml:

"an am no group, which may be substituted by a C, ¢ al kyl
group, a hydrogen atom bonded to a carbon atomt her eof

may be substituted by an am no group, a carboxy group
or an ester group"

and

"an N-di net hyl am noet hyl am no group”

did not have a basis in the application as filed, since
said first definition of R, represented a generalisation
of specific residues, and because said second one
represented an arbitrary selection of specific

resi dues.

Wth respect to the objection under Article 84 EPC,
they considered that the term"substituted" in the
unlimted nmeanings of Riin Cains 3 and 4, nanely:
"substituted am no group"”,

and

"substituted 6- or 7-nenbered heterocyclic group”

was not further specified or defined.

The Appellant submtted on 19 Decenber 1994, together
with his statenment of the grounds of appeal, a new set
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of Clainms 1 to 5 as nmain request, and anot her set of
clainms as auxiliary request.

The clains of his main request corresponded to those
formng the basis for the decision of the Exam ning
Di vision as indicated above, except that in Caiml1:

(i) the definition of the am no group for R, now reads
as foll ows:

"an am no group, which may be substituted by a
C.¢-al kyl group, a hydrogen atom bonded to a
carbon atom thereof may be substituted by an am no
group, a carboxy group or an ester group"

and

(ii) regarding R, the neaning

"“an N-di net hyl am noet hyl am no gr oup”

was del et ed;

and Cains 3 and 4 now read as foll ows:

"3. Pyridine derivatives and 1, 2, 3, 4-
tetrahydropyridine derivatives and salts thereof as
claimed in claim2, wherein R, is an am no group, a
hydr ogen at om bonded to the nitrogen atom of this group
may be substituted, wherein the substituent is a C_e-

al kyl group, a hydrogen atom bonded to a carbon at om

t hereof may be substituted by an ami no group, a carboxy
group or an ester group"

"4, Pyridine derivatives and 1, 2, 3, 4-
tetrahydropyridine derivatives and salts thereof as
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claimed in claim?2, wherein R, is a 6- or 7-nmenbered
het erocyclic group having at | east one nitrogen atom
whi ch may be substituted by a C_g-al kyl group, a phenyl
group or a 5- to 7-nmenbered heterocyclic group having
an N-atom™

The Appellant argued with respect to his new nain
request that the subject-matter of Claim1l net the
requirenents of Article 123(2) EPC. In this context, he
contended in particular that the new definition of the
amno group for R, alnost literally corresponded to the
di scl osure of the application as filed.

Regardi ng i nventive step, he submtted on 19 Decenber
1994 a test-report in order to show that the clained
conpounds had i nproved properties conpared to the
conpounds of docunent (1) having the closest structural
simlarity.

V. The Appellant requested in his letter of 22 Decenber
1999 that the decision under appeal be set aside and a
patent be granted on the basis of the Cains 1 to 5
filed on 19 Decenber 1994 as mai n request, or on the
basis of the auxiliary request as filed on the sane
date, or to remt the case to the first instance.

He al so requested oral proceedings if neither of these
requests could be net.

Moreover, he withdrew his earlier request for
rei mbursenent of the appeal fee.

1918.D Y A
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Reasons for the Decision

1

The appeal is adm ssible.

Mai n request

2.2

2.3

2.4

1918.D

Support of the clainms under Article 123(2) EPC

The first issue to be dealt with is whether or not the
subject-matter of the clains of this request neets the
requirenments of Article 123(2) EPC.

Article 123(2) EPC requires that a European patent
application may not be anended in such a way that it
contai ns subject-matter extending beyond the content of
the application as filed. The idea underlying this
provision is that an applicant should not be allowed to
i nprove his position by adding subject-matter not

di sclosed in the application as filed giving himan
unwar r ant ed advant age and possibly being detrinmental to
the | egal security of third parties relying on the
contents of the application as filed (see G 0001/93, QJ
EPO 1994, 541, no. 9 of the reasons for the decision).

The sane principle governs also a situation where the
amendnent results in alimtation of the scope of the
clainms be it by the addition of a technical feature or
by the deletion of originally disclosed neanings from
the definitions of synbols of a generic chem cal
formula standing for a class of chem cal conpounds.

In this context, the Board observes that there are
certainly cases in which a limtation of the scope of a
claimmay generate subject-matter not disclosed in or
not derivable fromthe original application; but a
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[imtation of a claimw Il not necessarily result in
novel subject-matter, i.e. different fromthat as
originally disclosed. Alimtation may indeed nerely
exclude protection for a part of the subject-matter
di scl osed and clained in the application as filed

wi t hout giving any unwarranted advantage to the
applicant and w thout any adverse inpact on |egal
security (see G 0001/93, QJ 1994, 541, no. 16 of the
reasons for the decision).

Wth this in mnd, the question to be answered in the
present case is whether or not the subject-matter of
the present Claim1, which still relates to a broad
group of compounds, is supported by the application as
filed.

It follows froma conparison of the subject-matter of
the originally filed daiml1l with that of present
Claim1 that the subject-matter of present aiml
differs fromthat of the originally filed one in that:

(a) it also conprises the salts of the originally
cl ai med conpounds (see |ine 3),

(b) R, is restricted to the specified al koxy groups,
and extended by a benzyl oxy group,

(c) R, is an amino group, which is limted by
indicating that it may be substituted as specified
in present Claimi1l,

(d) R, is a 6- or 7-nmenbered heterocyclic group having
at | east one NNatom which is limted by
indicating that it may be substituted as specified
in present Caim1, and
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(e) regarding R, and R; the carbon contai ni ng groups
are limted by indicating that they have 1 to 20
carbon atons and may be substituted as specified
in present Caiml.

Concerning the salts of the clainmed conpounds, present
Claim1l is supported by page 1, line 3, of the
application as filed,

The neaning of R, concerning to the specified al koxy
groups and the benzyl oxy group i s supported by page 5,
lines 6 to 8, of the application as filed.

The meaning of R, regarding the limted amno group is
based on page 4, |ast paragraph to page 5, line 6, of
the application as filed. In this context, the

Exam ning Division held (see point Il above) that the
defined am no group represented an unal | owabl e
general i sation of specific residues having no basis in
the application as filed. However, this objection,

whi ch was not further substantiated, cannot be foll owed
by the Board, since it can be clearly derived fromthe
i ndi cated part of the description that the hydrogen
bonded to the am no group may be substituted by an

al kyl group having 1 to 6 carbon atons and that a
hydrogen atom bonded to a carbon atom of said al kyl
group may be substituted by an am no group, carboxy
group or an ester group.

The meaning of R, concerning the Iimted 6- or 7-
menber ed heterocyclic group having at | east one N atom
is supported by page 4, |ast paragraph, to page 5,

line 3, of the application as filed.

The neanings of R, and R; regarding the I[imted carbon
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cont ai ni ng groups are supported by page 5, |ast
par agraph, to page 6, line 3, of the application as
filed.

Moreover, it prima facie follows fromthe description
and the exanples of the originally filed patent
application that present Claim1l includes all or
substantially all the exenplified conmpounds (see in
particular the exanples 1 to 54 of the clained
conpounds on pages 6 to 11 and Tables 17 and 18).

Under these circunstances, the Board concludes that a
skill ed person cannot derive any information from
present Claim1l which was not already present in the
patent application as filed, and that consequently no
new subj ect-matter has been generated by the amendnents
in question. Mreover, the Board observes that, in view
of the fact that all or substantially all exanples fall
under the scope of present Claim1l, the clained group
of conpounds cannot represent a so-called "new

sel ection".

Furthernore, the Board has come to the conclusion that
present Clains 2, 3, 4 and 5 are supported by the
originally filed aim1, by the above indicated parts
of the description of the application as filed
regardi ng the group of conpounds, in which R relates to
the limted am no group (present Claim3) and the
limted 6- or 7-nenbered heterocyclic group having at

| east one N-atom (present Claim4), and by the nunerous
exanpl es of the claimed conpounds given in the
application as filed in which n and mare both 0O
(present Claimb).

Thus, all the present clainms neet the requirenents of
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Article 123(2) EPC

Support under Article 84 EPC

Wth respect to the present clains, the Board has al so
no obj ections under Article 84 EPC.

In this context, the Board observes that the Exam ning
Division held that Clains 3 and 4 then on file did not
nmeet the requirenents of Article 84 EPC, because said
clainms conprised the unlimtedly defined "substituted
am no group” and "substituted 6- or 7-nenbered

het erocyclic group” respectively. However, as indicated
above, the subject-matter of said two Clains is now
limted to the concretely specified groups of
conpounds, which are supported by the description of
the application as filed. Therefore, the Exam ning
Division's objection in this respect does not apply
anynore.

Rem ttal

Al t hough the Exam ning Division held that the clai ned
subj ect-matter of the application in suit |acked
inventive step (see point IIl above), they did not

consi der the question of inventive step having regard
to the test-report as submtted on 19 Decenber 1994.
Moreover, it appears to the Board that they did not
exam ne the issue of inventive step with respect to the
cl ass of conpounds having the general fornulae (I) and
(I'l') as claimed in the application in suit, in which A
represents an oxygen atominstead of a sul phur atom

In these circunstances, and in view of the fact that
the function of the Boards of Appeal is primarily to
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give a judicial decision upon the correctness of the
earlier decision taken by the first instance, the Board
intends to nake use of its conpetence under
Article 111(1) EPC and to remt the case to the first
instance for further prosecution on the basis of the
present clainms. This will not preclude the Appellant to
further amend these clainms as nmay beconme necessary.

5. Auxi | iary request
In the light of the above findings, it is not necessary

to consider the Appellant's auxiliary request.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further
prosecuti on.

The Regi strar: The Chai r man:

N. Maslin A. Nuss

1918.D



