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Summary of Facts and Subm ssi ons

Mention of the grant of European patent No. 0 160 974
in respect of European patent application

No. 85 105 602.8, filed on 7 May 1985, claim ng
priority froman earlier application in Italy (2084284
of 8 May 1984), was announced on 1 August 1990, on the
basis of eight clainms, Caim1 reading:

"Modi fied inpact-resistant vinylaromatic polyners
having a gl oss of at |east 50% as neasured by the

gl oss-neter, and containing from2 to 10% by wei ght of
an ethylenically unsaturated nitrile and from8 to 15%
by wei ght of

(1) a butadiene-styrene block rubber with different

I inear or star-shaped configuration and/or

(1i1) a pol ybutadi ene rubber having a Mooney viscosity
of 35; the size of the rubber particles being bel ow

1 pm"

Clains 2 to 4 and 5 to 8 were dependent and referred to
preferred enbodi nents and m xtures, respectively, of
t he pol yners of C aim1.

1. On 29 April 1991 a Notice of Opposition was filed and
revocation of the granted patent in its entirety was
requested under Articles 100(a) and 100(c) EPC. The
obj ections were essentially based upon D1
(EP-A-0 051 336). Four further docunents, in particular
D5 (EP-A-0 103 657), were relied upon for the

substanti ation of the opposition.
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By a decision delivered orally on 14 Decenber 1994 and

issued in witing on 24 January 1995, the Opposition

Division rejected the opposition.

The Opposition Division held, in essence, that:

(a)

(b)

(c)

(d)

The requirenments of Article 123(2) EPC were
fulfilled since the Money viscosity of the
pol ybut adi ene now present in Caim1l was supported

by all exanpl es.

Four of the five docunents nentioned by the
Opponent were not admtted into the proceedi ngs
for non-conpliance with Rule 55(c) EPC as they had
not been supported by any facts, evidence or

argument s.

D1 did not danmage the novelty of Claim1l since (i)
t he anounts of the conponents concerned the

conmbi nation of a nunber of selections out of the
ranges di scl osed by that docunent, (ii) the
rubbers used in D1 were in the formof a |latex and
(iii1) they had a different structure fromthose of
D1, and (iv) the mniml gloss of 50% was a

di stingui shing feature.

Regardi ng inventive step, the problemto be sol ved
was to provide inpact resistant vinylaromatic

pol ynmers contai ning ethylenically unsaturated
nitrile which were suited for injection noul di ng.
Neither of D1 and D6 (Leaflet "Firestone D ene 35
A" mentioned by the Proprietor in response to the

Notice of Qpposition) referred to that problem
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The Opponent had not fornulated its objection on a
conbi nation of D1 with D6 anyway.

On 21 March 1995 the Appellant (Opponent) | odged an
appeal against the above decision and paid the
prescri bed fee on the same day. The Statenent of

G ounds of Appeal was filed on 1 June 1995.

During the oral proceedings held on 17 Decenber 1997,
after a discussion of the question whether the clains
as granted (main request) nmet the requirenents of
Article 123(2) EPC, the Respondent (Proprietor) filed
two new sets of clains as first and second auxiliary
requests. The Board then gave its internedi ate deci sion
to refuse the main and first auxiliary requests for not
conplying with Article 123(2) EPC, so that the further
proceedi ngs only concerned the second auxiliary

request .

Claim1l of the first auxiliary request reads as

foll ows:

"Modi fied inpact-resistant vinylaromatic pol yners
having a gloss of at |east 50% as neasured by the

gl oss-neter, and containing from2 to 10% by wei ght of
an ethylenically unsaturated nitrile and

(i) a butadi ene-styrene bl ock rubber with different

i near or star-shaped configuration in an anount of 8
to 15% by wei ght and/ or

(ii) a pol ybutadi ene rubber having a 1,4-cis content of
35% and Mboney viscosity of 35 in an anount of 8% by
weight or, if in conmbination with 10% by wei ght of

rubber (i), in an amount of 5% by weight; the size of
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t he rubber particles being below 1 pym™

Claim 1l of the second auxiliary request reads as
fol | ows:

"Modi fied inpact-resistant vinylaromatic pol yners
having a gl oss of at |east 50% as neasured by the

gl oss-neter, and containing from2 to 10% by wei ght of
an ethylenically unsaturated nitrile and

(1) a butadiene-styrene bl ock rubber of the A-B type in
an anount of 8 to 15% by wei ght or

(i1) a pol ybutadi ene rubber having a 1,4-cis content of
35% and Mboney viscosity of 35 in an anount of 8% by
weight or, if in conbination with 10% by wei ght of
rubber (i), in an amount of 5% by weight; the size of

t he rubber particles being below 1 pym™

The Appel |l ant argued essentially as foll ows:

(a) Regarding the main and first auxiliary requests,
t he m ni num Mooney vi scosity for the pol ybut adi ene
rubber went beyond the original disclosure as it
was derived fromthe exanples where it had only
been described in conbination with other specific
features. The anmounts now present in all Cainms 1
were al so not properly supported by the disclosure

in the exanpl es.

(b) The novelty objection was not maintained having

regard to the second auxiliary request.

(c) As to inventive step, the problemto be solved was
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to provide articles having a good gl oss, which was
generally known to be brought about by using smal
particle size rubbers, as denonstrated in Dl1. That
docunent, which concerned m xtures of graft

pol yners wi th pol ycarbonate, was consi dered

rel evant state of the art since the wording of the
present claimdid not exclude the mxing with

pol ycar bonates. Since D5 described small particle
Si ze rubbers, anmpunts of styrene, acrylonitrile
and rubber in inpact-resistance polyners and a
Mooney vi scosity of above e.g. 40 within the terns
of the patent in suit and no effect had been shown
to be obtained by the sel ected conbination of
features as now cl ai ned, that selection was

obvi ous.
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In response to the appeal, the Respondent (Proprietor)

argued essentially as foll ows:

(a)

(b)

(c)

No functional relationship existed between the
Mooney vi scosity and the configuration of the

pol ymer in respect of the problem and sol ution

wi th which the clainmed subject-matter was
concerned. Fromthe patent specification it could
be seen that there were no special requirenents
for the pol ybut adi ene rubber to be used apart from
its viscosity. Likew se, fromthe original
description and exanples the skilled person could
see that the anmounts were not restricted to any
speci fic rubber and that the exenplified rubbers
wer e interchangeabl e, so that val ues disclosed for
one rubber could al so be used for other rubbers.
The sane was valid for the use of a m xture.
Therefore, Article 123(2) EPC was conplied wth.

Al t hough the Respondent in witing had objected to
adm tting docunents other than D1 into the
proceedi ngs, in particular D5 relied upon by the
Appellant in the Statenent of G ounds of Appeal,
that protest was not maintained during oral

pr oceedi ngs.

Regardi ng inventive step, the problemto be sol ved
was to provide a polyner suitable for produci ng by
injection noulding articles which were resistant
to fluor containing conpounds, grease, and the

i ke, and which articles had a good appear ance.
Thi s included high gloss, but also properties |like

surface irregularities and the presence of tiny
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cracks. As none of the cited docunents referred to
that problem in fact there was no rel evant prior
art available, so that the claimed subject-matter

was i nventive

The Appel |l ant requested that the decision under appeal
be set aside and the patent be revoked.

The Respondent requested that the appeal be dism ssed
and the patent be maintained on the basis of the clains
as granted as the main request, or, alternatively, on

t he basis of one of the first and second auxiliary
requests filed during the oral proceedi ngs on

17 Decenber 1997

Reasons for the Decision

0353.D

Admissibility of the appeal

The appeal is adm ssible.

Article 123(2)

During the oral proceedings the Board raised the
question of the adm ssibility under Article 123(2) EPC
of the weight range for the rubber conponent(s) present
in Cdaim1l as granted. That range had not been present
as such in the application as originally filed and the
basis thereof was allegedly to be found in the

exanpl es. The Appellant had raised an objection under
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Article 123(2) both before the first instance as well
as in appeal, but only with the argunment that the
definition of one of the rubber conpounds went beyond
what was di scl osed.

The Respondent protested both against the issue of the
wei ght range for the rubber conponents being raised as
it had not earlier been discussed in the proceedings,
as well as against the fact that the Board had not
informed the parties of that objection beforehand.
According to standard jurisprudence of the Boards of
Appeal of the EPO, when considering the admssibility
of late filed matter, one has to distinguish between

new grounds, new facts, new evidence and new argunents.

Decisions G 9/91 (QJ EPO 1993, 408) and G 10/91 (QJ EPO
1993, 420) dealt with the power and the limtations to
t hat power of opposition divisions and of the boards of
appeal regarding the introduction into the proceedi ngs
of new grounds for opposition; the tenor of those

deci sions was that new grounds of opposition should
normal Iy not be allowed into the appeal proceedings,

unl ess the Proprietor agreed to their introduction.

In the opinion G 4/92 (QJ EPO 1994, 149) concerning the
basis of decisions, the Enlarged Board consi dered that
in inter partes proceedings, even in the absence of one
of the parties, new argunents could be used in the
reasons for the decision as long as they did not rely
on new facts, since they did not constitute new grounds
or evidence and did not distort the factual framework,
but were reasons based on facts and evi dence al ready

put forward. However, new facts could not be taken into
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account and new evidence only insofar as it was
previously notified and served only to support existing
assertions of the party that submtted it (Reasons for
the Opinion, points 9 and 10). Therefore, if an
opponent can rai se new argunents based on grounds,
facts and evidence already present in the proceedi ngs
even in the absence of the other party, that nust be
all the nore possible when the other party is present.

In view of the above, it should be determ ned in which
of the categories of grounds, facts, evidence and
argunents the objection against the introduction of the
wei ght range for the rubber conponent(s) falls.

As an objection under Article 123(2) had been rai sed by
t he Opponent as fromthe beginning (cf. Notice of
Qpposition, ground 2), there can be no question of a

| at e ground.

Li kew se, the facts of the issue, that is CCaim1l as
originally filed, CQaim1l as granted and the disclosure
in the original description including the exanples, had
all been present at the beginning of the opposition
proceedi ngs, so that no new fact is introduced by

di scussing the disclosure of the weight range for the
rubber conponents. For the sane reason, the weights in
t he exanpl es, upon which the new range i s based, cannot
be regarded as new evidence. Therefore, the objection
agai nst the introduction of the weight range can at
nmost constitute a |l ate argunent, which according to

G 4/ 92 (supra) can always be rai sed by an opponent and

hence a fortiori by the Board.
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Additionally, during the oral proceedings before the
Board the Appellant stated that the issue of the weight
range had been di scussed during the oral proceedings
before the first instance, which was, however, denied
by the Respondent. In the light of the m nutes, which

i ndicate that the Opponent argued that "The Mooney
viscosity was disclosed in the exanples for a certain
rubber only and in conbination with certain amounts of
styrene and acrylonitrile...”, it is reasonable to
assunme that the quantitative aspects of the clainmed

pol ymers have i ndeed been di scussed during that hearing
and, consequently, that the Appellant's statenent is
the nore plausible one. Hence the wei ght range issue,
al t hough not dealt with in the decision of the
Qpposition Division, is nost likely not a new argunent
ei t her.

Therefore, the Board concludes that it was justified to
raise the issue of the introduction of the weight range
for the rubber conponents into Claim1l as granted with
aviewto Article 123(2) EPC

Furthernore new argunents, insofar as they do not rely
upon new facts or grounds (in the sense of |egal
grounds as opposed to reasons) are always open to be
submtted by either party and hence by the Board.

Whet her or not notice of such new argunents shoul d be
gi ven under the Rules of Procedure of the Boards of
Appeal (not Rule 71(a)(1l) EPC as anended - see G 6/95
(QJ EPO 1996, 649)) is always a matter of discretion
hence the term "may" in the Boards' rules. In

exerci sing such discretion, the Board nust bear in mnd

t hat appeal proceedi ngs under the EPC are judicia
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(decisions G 7/91 (QJ EPO 1993, 356), G 8/91 (QJ EPO
1993, 346), G 9/91 (supra) and G 10/91 (supra) as well
as the preceding jurisprudence of the Boards there
uphel d). This being the case, in inter partes
proceedi ngs the boards nust be strictly inpartial.
Alerting a party (here the Respondent) to a possible
argunent agai nst himand on a ground on which the
burden of proof rests on him in advance of the oral
proceedi ngs, would anount to a clear violation of the
principle of inpartiality, irrespective of the fact

t hat the communication setting out such an argunent
woul d al so be sent to the other party (here the

Appel | ant) .

Claim1l as originally filed read as follows: "Mdified

I npact-resi stant vinylaromatic polynmers containing from
2 to 10% by wei ght of an ethylenically unsaturated
nitrile and having the foll owm ng characteristics:

(a) sizes of the rubber particles being below 1
m cron,
(b) a gloss of at |east 50% as neasured by the gl oss-

neter."

As correctly pointed out by the Appellant during oral
proceedi ngs before the Board, this original wordi ng was
broad in that there was no limtation regarding the
definition of the rubber and no limtation regarding

t he anmpbunt t hereof.

In line with the broad wording of the claimthe
original description indicated that it was possible to

enpl oy both natural rubbers and those synthetic rubbers
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whi ch were generally utilized to inpart inpact strength
to the vinylaromatic polynmers. In substance it was said
(page 5, line 24 to page 6, line 8) that "Suitable
synthetic rubbers are: pol ybutadi ene, polyisoprene,
copol ynmers of butadi ene and/or isoprene with styrene or
wi th ot her nononers, etc., which possess a gl ass
transition tenperature (Tg) |lower than -20°C. These

but adi ene and/ or isoprene polynmers nmay contain the
mononers in different configurations, for exanple a
different cis-configuration content, trans-
configuration content and vinyl content. Particularly
sui ted have proved to be the butadi ene-styrene bl ock
rubbers with different |inear or star-shaped

configuration.

O her synthetic rubbers which are useful to prepare the
nodi fied inpact-resistant vinylaromatic pol yners
according to the present invention are the saturated
rubbers, such as ethyl ene-propyl ene or ethyl ene-

propyl ene-di ene terpolyners, silicone rubbers with

unsat urated groups, etc."

By contrast, the exanples illustrated the use of only
two specific kinds of rubber in specific anmounts

(cf. Table 1 in conjunction with page 7, lines 16 to
18): either 8 weight % based on the total conposition
of a pol ybut adi ene rubber having a 1-4 cis content of
35% and a Mooney viscosity of 35 (Exanples 1 to 4), or
a but adi ene-styrene bl ock rubber of type A-B in the
anounts of 8 (Exanple 12) and 15 (Exanples 5 to 8, 10
and 11) wei ght % based on the total conposition, or a

m xture of the two specified rubbers in an anount of 5
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wei ght % of the pol ybutadi ene rubber and 10 wei ght % of
t he bl ock rubber (Exanple 9).

Fol I owi ng an objection of |ack of novelty raised by the
Exam ning Division (cf. conmunication of 20 June 1988,
par agraph "Novelty") the Respondent (then Applicant)
anmended Caim1l by specifying the anount and the type
of rubber contained in the clainmed conpositions

(cf. reply of 29 Novenber 1988, page 1). These features
were said to be supported by (i) original daimb5, (ii)
Table 1, and (iii) page 7, lines 13 and 12 fromthe
bottom (e.g. lines 16/ 17).

Oiginal Aaimb5 read: "The nodified inpact-resistant
vinyl aromati c polynmers according to any of the
preceding clainms, characterized in that they contain a
but adi ene-styrene bl ock rubber with different |inear or
star-shaped configuration."”

As nentioned above (cf. point 4.1), the various
conponents of the inpact-resistant conpositions are
identified in Table 1, e.g. essentially the

vinyl aromati c polyner and the rubber, the | atter being
a pol ybut adi ene rubber and/or a butadi ene-styrene bl ock

rubber, type A-B, both in specific anpunts.

The pol yner conponents are further specified in the
passage on page 7 referred to above as being a

pol ybut adi ene rubber having a 1-4 cis content of 35%
and a Mooney viscosity of 35 respectively a bl ock
rubber of types A-B, both being used in the amounts
reported in Table 1.

Fromthe original disclosure it is thus clear that the
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two specific rubbers which are the basis for the
amendnments in Caim1l of all the requests are both well
defined in their conposition as well as their structure
and that noreover for a given rubber the anmobunt used is
not arbitrary. It appears in particular (cf. Table 1 in
conjunction with page 7, lines 16 to 18) that the

speci fic pol ybut adi ene rubber is only disclosed in
connection wth an amount of 8% by wei ght and that
simlarly the specific block rubber is only disclosed
in connection with an anmount of either 15 or 8% by
weight. It follows that there is no basis in the
application as originally filed for inpact resistant
conpositions containing this specific polybutadi ene
rubber in anobunts other than 8% by weight, nor for
conpositions containing a polybutadi ene rubber with a
Mooney viscosity of 35 not being additionally
characterized by a 1-4 cis content of 35% nor for
conpositions containing a butadiene-styrene bl ock
rubber not being additionally characterized by an A-B

structure.

The argunent presented by the Respondent during oral
proceedi ngs that a "butadi ene-styrene bl ock rubber with
different |inear or star-shaped configuration” - thus

w thout the A-B bl ock structure requirenent - was
described as a suitable rubber in the original
application (page 6, lines 1 to 3 and Caimb5) and
shoul d thus be regarded as an appropriate limtation in
view of the original wording of Claim1l which only

referred to rubber in general, cannot be accept ed.

It is not disputed that none of the features, the

absence of which was objected to in point 4.3 above,
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was di scl osed as essential in the original application
and that, fromthat particular point of view they my
not even be necessary to define the matter for which
protection was sought originally. However, those are
considerations pertaining to the requirenments of
Article 84 EPC which have nothing to do with the
objection actually raised by the Appellant and by the
Boar d.

That objection is based on the fact that during the
exam nation procedure the Respondent (then Applicant)
amended original Caim1l by (i) introducing
quantitative features which have only been disclosed in
connection with the specific rubbers used in the

exanpl es, and (ii) combining the resulting range with a
broader definition of these rubbers taken fromthe
description. In other words, instead of being based on
t he conbi nation of quantitative, conpositional and
structural features as it appears fromthe exanpl es,
the Iimtation considers these features in isolation,
e.g. out of their technical context, which cannot be in

line with the content of the original application.

In the light of the above the Board cannot but concl ude
that the subject-matter of Caim1 of the main request
as well as that of Claiml of the first auxiliary
request is not derivable directly and unanbi guously
fromthe original disclosure and hence extends beyond
it. Both requests, therefore, do not satisfy the

requi renents of Article 123(2) EPC

The case is different for the definition of the inpact-

resi stant conpositions according to Caim1l of the
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second auxiliary request. Regarding the quantitative,
conpositional and structural features of the rubber
conponent (s), these are now restricted to the exact

di scl osure of the exanples, so that they are directly
and unanbi guously derived fromthe original
application. Mdxre in particular, as regards the bl ock
rubber, the amobunts of 8 and 15 weight % are specified
in the exanples and the skilled person woul d envi sage
the possibility of using any anmount in between those
two figures. Therefore, concerning the second auxiliary
request, there can be no question about its direct and
unanbi guous derivability fromthe original disclosure,
so that Article 123(2) EPC is conplied with

Novelty

The Parties agreed that the subject-matter of the
second auxiliary request was novel and the Board sees

no reason to deviate fromthat opinion.

Inventive step

The patent in suit concerns nodified inpact-resistant
vinyl -aromatic polynmers. Such polynmers have been
described in D1, which the Appellant and the Opposition
Di vision (D1 being the only docunent taken into
account) considered to be the closest prior art

docunent .

D1 discloses a process for the preparation of a polyner
conposition conprising a polycarbonate and a graft
copol ymer obtai ned by polynerizing, in a first step, a

m xture of 10-30% by wei ght of acrylonitrile, 10-75% by
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wei ght of styrene and 0-70% by wei ght of

o- net hyl styrene in the presence of a rubbery pol yner
and by polynerizing, in a second step, in the presence
of the latex produced in the first step, a m xture of
10- 30% by wei ght of acrylonitrile, 0-50% by wei ght of
styrene and 40-90% by wei ght of a-nethyl styrene
(Gdaim1l). The graft polyner preferably contains 10 to
40% by wei ght rubber (page 2, lines 10 to 11).
According to a typical enbodinment (page 7) 30 parts by
wei ght of pol ybut adi ene | atex, having a solids content
of 50 wt.% 3.5 parts by weight of styrene, 8.8 parts
by wei ght of acrylonitrile and 22.7 parts by weight of
o-met hyl styrene were reacted in a first polynerisation
step and in a second pol ynerisation step 12.3 parts by
wei ght of acrylonitrile and 22.7 parts by weight of a-
met hyl styrene were reacted with the product of the
first polynerisation step. Thus, the final graft

copol ymer contains nore than 10 wei ght percent of
acrylonitrile. After polynerisation, the |latex of the
graft copol yner was coagul ated, washed, filtered and

dried and, finally, mxed with a pol ycarbonate.

The object of D1 is to provide a pol ynmer conposition
based on a pol ycarbonate and a graft copol yner, which
has i nproved stiffness, notch inpact resistance and
di nensi onal stability under heat, for a given flow
behavi our (page 1, lines 23 to 28). The teaching of

t hat docunent therefore only refers to the properties
of the conbi ned pol yners and no concl usi ons can be
drawn regardi ng the properties of the individual

copol ymers. Even though in Table 3, Exanple 1 to 3,

sorme nechani cal properties of the exenplified graft
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copolynmer as well as other graft copolyners are given,
that information is not sufficient to predict the
effects of changing its nmonomer conposition on its
properties. In particular, no conclusion can be drawn
regarding the effect on the gloss of the graft
copolymer in conmbination with its suitability for

i njection nmoul ding applications.

D5, the only other docunent to which the Appellant also
referred during the oral proceedi ngs before the Board,
di scl oses a rubber-reinforced copol ymer conprising a
copolymer matrix derived fromone or nore
nonovi nyl i dene aromati c nononers, one or nore
unsaturated nitrile nononmers and, optionally, other
conononers having at |east 6 weight percent of a rubber
based on the total weight of the rubber and copol yner,
whi ch exhibits a viscosity, as a 5 wei ght percent
solution in styrene, of at |east 120 centi poi se

di spersed as discrete particles therethrough, said
rubber particles containing occlusions of grafted

and/ or ungrafted polyner and having a vol une average
particle size of less than 1.5 mcroneter (Claim1l).
The rubber particles are preferably smaller than 1.2,
nmore preferably smaller than 1.1 mcroneter (page 6,
lines 18 to 21). Cenerally, the copolynmer wll conprise
from5 to 35, preferably from15 to 25, weight %of the

unsaturated nitrile (page 4, lines 35 to 37).

The object of D5 is to provide an ABS resin wherein the
hi gh nol ecul ar wei ght rubber exhibits a desirably snal
particle size (less than 1.5 microneter) at a
sufficiently high concentration to inpart the desired

bal ance of physical properties to the final product.
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This is achieved by using a nmass or mass/suspension
pol ynmeri sati on process as opposed to the then usual,
nor e expensive and | ess econom cal emul sion

pol yneri sation techni ques (page 1, lines 21 to 36 and
page 2, lines 14 to 35). Therefore, contrary to D1, D5
does concern not only the graft copolyner itself, but
al so the process of preparation thereof.

As the patent in suit sets out to inprove specific
properties of the graft copolynmer by using specific
anounts of specific nononmers, neither D1 nor D5, in
view of their teachings, constitute prior art suitable
for the problemsolution approach. Since the other
docunents nentioned during the proceedings are even

| ess relevant, the Board cones to the concl usion that
none of the docunents qualifies as representing the

cl osest prior art, so that the presently clai ned
subject-matter is not prejudiced by any of them

Even if, |like the Appellant argued, one of D1 and D5
woul d be considered to formthe cl osest docunent, the
Board deens D5 to be closer than D1 since the
information contained in D5 refers to the graft

copol yner as such and not to a m xture with anot her
polymer, like in DL.

According to the patent specification, the object of
the patent in suit is to provide inpact resistant
copol yners that have at the sane tine a high gloss, a
good resistance to fatty and fluorinated conpounds and
are suited for injection noulding (page 1, lines 1 to
23). Fromthe exanples it appears that the copol yners
as defined in Claiml do i ndeed possess the desired

properties of good inpact resistance, high gloss and
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suitability for injection noulding. However, the
resistance to fatty and fluorinated conmpounds is not
i ndi cated, so that no conclusion can be drawn regarding

t hose properties of the copol yners.

Fromthe exanples of D5 it can be seen that the
copolynmers there described al so have a good i npact
resistance as well as a high gloss and are suited for
injection moulding (Table 1, footnotes (3) and (6): the

sanpl es are prepared by injection noul ding).

In view of the absence in the patent in suit of any
experimental evidence regarding the resistance to fatty
and fluorinated conpounds and of any direct conparison
with the level of properties achieved in D5, the
techni cal problemunderlying the patent in suit would
have to be redefined on a |l ess anbitious basis as to
provide an alternative graft copolynmer suited for

i njection noul ding and having a high gl oss and good
mechani cal properties, which problem as denonstrated
by the exanples, is effectively solved by the graft

copol yner as defined in Claim1l (see point 7.1 above).

As can be seen fromthe discussion of D5 (point 6.2
above), it differs fromthe patent in suit in the

speci fic conbination of properties of the rubbers.

Al t hough the skilled person mght surm se that a
particul ar selection out of the rubbers envisioned in
D5 woul d al so give satisfactory results, that docunent
in fact only specifies honopol yners of butadi ene having
a cis-content of less than 55% and a Mooney vi scosity
of at least 40 (page 5, lines 25 to 37). Moreover, by
preferring a range of 15 to 25 wei ght % of
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acrylonitrile, D5 teaches away fromthe use of the | ow
anounts of that conmpound as now clained and no hint is
given that |ower anounts of acrylonitrile would al so

| ead to satisfactory results. Therefore, D5 by itself
does not render the subject-matter of the patent in

suit obvi ous.

Dl is also silent regarding the conbination of features
of the rubbers. The possibility of using 10% by wei ght
of acrylonitrile is nmentioned as the lower limt of a
broader range in both of the two steps of the process
described in CCaim1l (see point 6.1 above). In the
description of Dl there is no suggestion to
specifically select that lower Iimt in both process
steps in order to solve the above-identified problem
so that a conbination of D5 with D1 would |Iikew se not
result in the now claimed subject-matter

For the sanme reasons, starting from Dl would al so not
render the claimed subject-nmatter obvious.

In view of the above, the Board concl udes that the

subject-matter of Claim1 involves an inventive step.

As Claim1l of the second auxiliary request is

al |l owabl e, the sane goes for dependent Clains 2 to 4
and 5 to 8, which are directed to preferred enbodi nents
of the product according to Claiml and m xtures
containing the product of Claim1l, respectively, and
the patentability of which is supported by that of
Claima1l.
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Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.
2. The main and first auxiliary requests are dism ssed.
3. The case is remtted to the Opposition Division with

the order to maintain the patent on the basis of the
second auxiliary request and after any necessary
amendnent to the description.

The Regi strar: The Chair man:

E. Girgmaier C. CGérardin
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