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Summary of Facts and Submn ssions

2062.D

The appel |l ant (applicant) | odged an appeal, received on
20 Decenber 1994, against the decision of the Exam ning
Di vi si on, dispatched on 10 Cctober 1994, refusing the
Eur opean patent application No. 88 302 733.6

(EP-A-0 284 438). The fee for the appeal was paid on

20 Decenber 1994. The statenent setting out the grounds
of appeal was received on 20 February 1995.

In its decision, the Exam ning Division held that

(1) the subject-matter of clains 1 to 19 could not be
considered as an invention (Article 52(1) EPC),

(ii) the subject-matter of clains 1 to 19 did not
i nvol ve an inventive step (Article 52(1) and 56
EPC) ,

(iii) the application had not been disclosed in a
manner sufficiently clear and conplete for it to
be carried out by a skilled person (Article 83
EPC) .

Mor eover, "for the sake of conpl eteness", the Exam ning
Di vision also raised an objection of lack of clarity

(Article 84) against clains 1 to 19.

The foll ow ng docunents were cited in the decision
under appeal :

(D1) Physics Today, April 1988, pages 21-25,
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(D2) Zeitschrift far Physik B - Condensed Matter
Vol . 66., No. 2, 10 March 1987, pages 141-146
(The publication date is hand-witten at the top
of page 141. This date is not contested by the
appel l ant.),

(D3) Physical Review Letters, Vol. 58, No. 9, 2 Mrch
1987, pages 908-910,

(D4) World Congress on Superconductivity, Proceedings
of the third International Conference and
Exhi bition, 15-18 Septenber 1992, Munich, DE
Part |, pages 607-625, and

(D5) Applied Physics Letters, Vol. 51, No. 8,
24 August 1987, pages 622-624.

The foll ow ng docunents were cited by the appellant in
the statenent setting out the grounds of appeal:

(D6) Bull. Korean Chem Soc., Vol. 13, No. 4, 1992,
pages 425-428, and

(D7) Physika C 195, 1992, pages 177-184.

At the oral proceedings before the Exam ning Division
held on 26 July 1994, the appellant filed an affidavit,
dated 25 July 1994, signed by the inventor of the
present application.

The appel | ant requested that the decision under appea
be set aside and a patent be granted on the basis of

the follow ng application docunents:

d ai ns: Nos. 1 to 11 as filed with the letter of
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2 March 1999,

Descri ption: Pages 1,5 to 15 as originally filed,
Page 2 as filed with the
letter of 4 January 1994,
Pages 3,4 as filed with the
letter of 2 March 1999,

Dr awi ngs: Sheet 1/1 as filed with the letter of
29 April 1988.

Moreover, as an auxiliary request, the appell ant
request ed oral proceedings.

The wording of claim1l reads as fol |l ows:

"A process for producing a copper oxide superconducti ng
material having a critical tenperature Ty of 77°K or
greater, said process conprising selecting raw
materials of a purity of 99.99% or higher for formng
sai d copper oxi de superconducting material, washing
said materials in very high purity water, and
thereafter processing the washed materials to formthe
copper oxi de superconducting material under conditions
such as to limt contam nation thereof wth al kal

metal inpurities to no nore than 0.2% by weight."

Claimll refers to "a superconducti ng conposition
formed by the process of any preceding claim"”

Clains 2 to 10 depend on claim1.

The appel |l ant argued essentially as follows:

As to the objection under Article 52(1):



2062.D

- 4 - T 0215/ 95

t he Exami ning Division took the position that doubts
existed as to the capability of the invention to

achi eve the technical effect described in the
application. Its position was based on the argunent
that, if the invention produced the effect nentioned,
then it would have been reported in the technica
literature. The Exam ning Division's justification of
its position was contrived and illogical and resulted
nore fromprejudice than fromscientific facts. The
Exam ni ng Division had no neans at its disposal to
establish any valid technical grounds for disputing the
credibility of the invention, and should give the
benefit of any doubt to the applicant. Moreover,
contrary to the Exam ning Division's opinion, the
burden of proof could not be shifted to the applicant.

As to the objection under Article 83:

an i nconsi stency existed between the Article 83 EPC
objection and the Article 56 EPC objection. The

Exam ning Division did not believe that the invention
was capabl e of achieving such high Ty | evels as
reported in the application. This argunent was
unconvi nci ng. The present application included an

obj ect statenent which was to achieve a Ty of 77K or
greater as well as exanples which clearly were stated
to achieve this object. In the docunents cited, clear

i ndications that Ty | evel s above 77K, and i ndeed above
100K, were considered to be possible. The Exam ning

Di vi sion requested proof of the increase in T. and Tg
reported in the application. However, it was not
enpowered to demand such proof. The burden of proof in
the present situation rested with the Exam ning

Di vi si on.
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As to the objection under Article 56:

the Exam ning D vision argued that it was evident to
the skilled person to reduce the anmobunt of inpurities
whi | e produci ng a gi ven conpound. In particular, the
skilled person would regard it as a normal design
option to include the features of D2 concerning the use
of ultra pure starting materials for the major
conmponents in the processing of a superconductor as
described in D3. This argunent was unconvi nci ng.

I ndeed, according to D2, only the La,0, and CuO raw
materials were of at |east 99.99% purity, whereas the
other materials SrO BaO, and BaO were only 99. 5% pure.
Moreover, D2 did not teach the limtation of the anount
of alkali netal inpurities. In the prior art, it had
been customary not to pay too nmuch attention to
impurity levels. Thus, there was no teaching or
suggestion in any of the cited docunents that the use
of high purity starting materials and their processing
to reduce alkali netal inpurities could enable an

i ncrease of Tg. Such an increase was surprising. The
argunents advanced by the Exam ning Division resulted
froman inproper ex post facto anal ysis.

Reasons for the Decision

1

2062.D

The appeal is adm ssible.

Article 52(1) EPC

The present invention is based on the finding that a
substantial inprovenent in T with val ues between 80K
and 124K can be obtai ned by use of highly purified
starting materials and by processing such materials so
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as to avoid contam nation by alkali netals, in
particular Li, Na and K

In the decision under appeal, the Exami ning Division
takes the view that doubts exist as to the capability
of the invention to achieve the technical effect
nmentioned. The doubts rely on the fact that the (cited)
technical literature consistently reports T. val ues not
hi gher than 93K for YBaCuO systens, so that the
increase in T. as reported in the application does not
appear to be reproduci ble. The Exam ni ng Division thus
conmes to the conclusion that the subject-matter of the
cl aims cannot be considered to define an invention
under Article 52(1) EPC, since the features clai ned do
not produce the technical effect that solves the
probl em (see the appeal ed decision, point I1.1.5). In
this respect, in the comunication dated 9 March 1993,
the Exam ning D vision took the view that the
application did not fulfil the requirenent of

i ndustrial application (see page 2, |ast paragraph).

The objection is not well-founded. Article 52,
paragraph (1), EPC expresses the principle that a
patent shall be granted for an invention which fulfils
the requirements set out in this paragraph. In
particular, the application nust relate to an invention
which is susceptible of industrial application, is
novel and involves an inventive step. As regards the
meani ng of "invention" and technical advance, attention
is drawn to paragraphs 52.04 and 52.05 in Singer's
comentary "The European Patent Convention", revised
English edition by Raph Lunzer, 1995. In summary, <<the
meani ng of "invention" can be derived fromthe

provi sions of the EPC and the I nplenenting Regul ati ons.
According to Articles 54(1) and 56, the eval uation of
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both novelty and inventiveness starts with a proper
eval uation of the state of the art. Such an eval uation
Is only possible for creative ideas in the area of
technol ogy>>. The | npl enmenti ng Regul ati ons are al so
based on the prem se that an invention nust have a
"technical" character. Indeed, <<the applicant is
required to specify the technical field to which his
invention relates (Rule 27(1)(a)) and to disclose the
i nvention in such terns that the technical problem and
its solution can be understood (Rule 27(1)(c)).
Finally, the clains are required to define the matter
for which protection is sought by the applicant in
terns of the technical features of the invention

(Rule 29(1)). (See also Articles 69 and 84.)>> |t
shoul d be noted that the neaning of the word
"technical" is not explicitly defined in either the EPC
or the Inplenenting Regulations. As to the utility of
the invention, <<the EPC does not require an invention
to afford any technical advance as a pre-condition of
patentability. However, if the invention does in fact
have sone practically advantageous effects when
conpared with the prior art, this can often be
significant when assessing inventiveness and shoul d be
i ndicated in the description (Rule 27(1)(c)).>>

In the present case, the application specifies the
field of superconducting conpositions to which the
invention relates (Rule 27(1)(a) EPC). It discloses the
i nvention in such terns that the technical problem

(i mprovenent of T. and Ty) and its solution (using
starting materials of a greater than usual |evel of
purity and processing the materials in a way which

avoi ds contam nation by alkali netals, in particular

Li, Na and K) can be understood (Rule 27(1)(c) EPC).
The cl ains define the process (and the conposition) for
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whi ch protection is sought in terns of the technica
steps to be carried out (Rule 29(1) EPC). Moreover, the
description nentions the advant ageous effect achieved
(greater T. and Tg), when conpared with the prior art
(Rule 27(1)(c) EPC).

The Exam ning Division my well doubt whether the

cl ai med i nvention solves the problem in other words
take the view that an inprovenent of T.is not achieved.
However, this would sinply nean that the cl ai ned

i nvention | eads to values of T, which do not depart from
those known in the state of the art. In such a case,
there would be no technical advance, which is not
required by the EPC as a condition of patentability

(see above).

Attention is also drawn to paragraph 57.03 in the
above-nenti oned coommentary on the EPC, as far as

i ndustrial application and sufficiency of disclosure
are concerned. In the present case, there is no
reasonabl e overl ap between objections under Article 57
EPC and Article 83 EPC, which woul d nmake both

obj ecti ons possible (see also point 3 bel ow).

According to the Exam ning Division, the appellant
shoul d provide proof that the invention achieves the
techni cal effect described in the application. In
taking this view, the Examning Division relies on the
EPO CGui del i nes, paragraph DV, 4.3.

This argunent is not well-founded. The principle
mentioned in the cited paragraph concerns opposition
proceedi ngs and cannot be applied to the present case,
even nutatis nutandi s, because of the different nature
of the exam nation procedure. Paragraph CVI, 14.2 is
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nore relevant, according to which the Exam ning

Di vision would not, as a general rule, require evidence
to be produced. The primary function of the Exam ning
Division in proceedings before grant is to exam ne

whet her or not the application neets the requirenents
of the Convention (Article 96(2) EPC). "If the
appl i cant does not accept the view of the exam ner,
then it is for the applicant to deci de whet her he

wi shes to produce evidence in support of his case and,

if so, what formthat evidence should take." According
to paragraph GVI, 14.3, witten evidence could be the
production of a sworn statenent. In the present case,

t he appellant produced the inventor's affidavit dated
25 July 1994, although he did not have any obligation

in this respect.

3. Article 83 EPC

The Exam ning Division notivates the objection of
insufficiency of the disclosure essentially as foll ows:

(1) The conparative study of Exanples 1
(according to the invention) and 3
(according to a conventional nethod) shows
that it is the washing step which is
responsible for the increase in T, because
it is the sole difference between both
exanpl es. The washi ng step, however, is not
sufficiently disclosed.

(ji) The value of the preferred inpurity
concentration in the finished material (see
the application, page 8, line 14) is in
contradiction with the inpurity
concentrations as nentioned on page 9,

2062.D Y A
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line 21, to page 10, line 4.

(jjJ) The effect referred to in the application is
unknown in the technical literature, even after
publication of the application.

These reasons are not convincing. As to (j), in the
grounds of appeal, point 14, the appellant draws
attention to the fact that there is a difference

bet ween the English text of the application as
originally filed and the Japanese priority docunent. In
t he Japanese text, the starting nmaterials in Exanple 1
have a purity of 99.99% (i.e. 4N) or higher, whereas in
Exanple 3 they are said to be 3N, which neans only
99.9% In the original application, Exanple 3 nentions
a purity 4N, i.e. the sanme as that of Exanple 1. In the
deci si on under appeal, the Exam ning D vision does not
take position on this problem However, if due
attention is paid to the presence of the said m stake
in the English version of the application, the argunent
(j) is devoid of any basis.

Wth regard to argunent (jj), there is no contradictory
information in the description. In fact, on page 8,
lines 8 to 11, it is stated that alkali netal elenents
like Li, Na or K could be adequately washed out. The
follow ng sentence (see lines 11 to 14) reads "It was
therefore possible to reduce the concentration of

i mpurities throughout the finished material to 0.2% by
wei ght, or preferably 0.005% by wei ght or |ess."
Because of the presence of the adverb "therefore",
which inplies that a conclusion is drawn with regard to
what precedes, this sentence is understood as referring
to alkali inpurities. The range 0.2% by wei ght or |ess
thus corresponds to that nentioned on page 10, lines 2
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and 3. Moreover, the value 0.001%cited on page 10,
line 4, falls within the preferred interval 0.005% or
| ess reported on page 8, |line 14.

Moreover, at the end of point 11.3.1 of the decision
under appeal, the Exam ning Division concludes that
"faced to this contradictory information, the man
skilled in the art is unable to determ ne which

I mpurity concentration is in fact essential to achieve
the effect reported in the application.” This
conclusion is irrelevant. Wether or not the effect
reported in the application is achieved is a probl em
whi ch does not necessarily inply that the application
does not disclose the invention in such a manner that
the skilled person can carry it out.

As to (jjj), this argunent could only throw a doubt on
the achi evenent of the effect, but not on the fact that
the invention can be carried out. Wth regard to the
technical literature published after the priority date
of the present application, it reports
superconductivity in a Y-Ba-Cu-O systemat a
tenperature T. of 90K (see D5, page 622, |eft-hand
colum, line 5, and D1, page 21, central colum, first
sentence of second paragraph) which falls within the
range between 80K and 124K referred to on page 3,
lines 2 to 8, of the original application. It also
reports the negative effect of Na and Li on the
tenperature T. (see D6 and D7).

Thus, the application neets the requirenents of
Article 83 EPC

Article 123(2) EPC
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The Board is satisfied that the requirenents of
Articles 123(2) EPC are net. Indeed, the application
has not been anended in such a way that it contains
subj ect-matter which extends beyond the content of the
application as filed.

Article 84 EPC

The claimlanguage is clear. As the appellant points
out in the letter of 2 March 1999 (see page 2, | ast

par agraph), "a skilled person who was told that the
starting materials should be of high purity, should be
washed in high purity water and thereafter processed to
formthe high tenperature superconducting material such
as to limt alkali netal contam nation mght try a
range of starting material purities and water purity

| evel s but, given that he would know how to avoid

al kali netal contam nation, it would not take him |l ong
to realise what would give the desired results. Any
further particularisation of the claimlanguage woul d
unnecessarily limt the scope of protection for the

I nvention."

The Board is aware of the fact that the feature "very
high purity water” in claiml1 may, at first sight,
appear uncl ear because it has no well-recogni sed
meaning in the art, as is the case, for instance, for
"high-frequency” in relation to an anplifier. However,
the feature should be seen in the context of the claim
in particular having regard to the fact that a critica
tenperature Ty of 77K or greater has to be achieved and
that contam nation with alkali nmetal inmpurities has to
be l[imted to no nore than 0.2% by wei ght. Mbreover,
the claimshould be seen in the |ight of the
description (see, in particular, the feature concerning
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the specific resistance of the water to be used for the
washing step within the frane of Exanple 1 on page 8,
lines 5 to 8, this feature being also nentioned in
present claim3). Simlar considerations are also valid
for the functional feature "processing the washed
materials ... such as to limt ...". In the present
case, a bal anced conprom se has been found between the
requi renent of Article 84 EPC that a claimshall be
clear and the appellant's interest to obtain the

opti mal scope of protection for his invention.

Article 54 EPC

O the docunents cited, only D2 and D3 belong to the
state of the art according to Article 54(2) EPC. None
of these docunents discloses a process for producing a
copper oxi de superconducting material conprising al
the features of claim1l.

Therefore, the subject-matter of claiml is novel. The
sane conclusion applies to claim11.

Article 56 EPC

As far as the decision under appeal is concerned, the
Board agrees with the appellant (see the grounds of
appeal, point 11) that an inconsistency exists between
the objection under Article 83 EPC and that under
Article 56 EPC. Indeed, if the application does not

di scl ose the invention in a manner sufficiently clear
and conplete for it to be carried out by a person
skilled in the art, it nmakes no sense to discuss

whet her the invention involves an inventive step or
not .



7.2

2062.D

- 14 - T 0215/ 95

The Exam ning Division essentially argues as foll ows.
Docunent D3, which is considered to represent the

cl osest state of the art, discloses a Y-Ba-Cu-O system
with a superconducting transition between 80K (Ty) and
93K (To) (see Figure 1, page 908, |eft-hand col um,
first paragraph, page 909, |eft-hand col unm, sentence
"The tenperature dependence of R..."). D3 does not

di scl ose the level of inpurities in the starting
material s and does not consider the risk of

contam nati on during the manufacturing process.
Defining the problemto be solved as nerely providing a
nmet hod for achieving a high T. value, it is a usua
feature of the skilled person's work to maintain the

i mpurity concentration as | ow as possi bl e when
produci ng a gi ven conpound. |ndeed, D2 discloses the
use of ultra pure starting materials (99.999% for the
maj or conponents of the final compound La- Sr-Cu-O

Thus, it is a normal design option to include the
features of D2 in the processing of a superconductor as
descri bed in DS3.

There is an ex post facto analysis in this reasoning.
D3 sinply shows that a superconducting state can be
attained in Y-Ba-Cu-O systens with a transition
tenperature between 80K and 93K. There is no nention of
the use of ultra-high purity raw materials or of the
avoi dance of alkali netal inpurities. As regards D2, it
di scl oses superconductivity at 40K in a La-Sr-Cu-0O
system High purity La,0 (99.999% and CuO (99. 9999,
and | ow purity SrO (99.5%, BaO, (99.5% and BaO (99.5%
are used as starting materials. Thus, not all the
starting materials have the purity required by the

i nvention as clained. Mreover, in the process
according to D2 (see point I1.1), an agate vial is used
which is a possible source of contam nation, as the
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appel l ant points out in the grounds of appeal,
point 12, page 11.

In conclusion, the cited prior art docunents, taken

al one or in conbination, do not disclose or suggest
essential features of the invention, in particular that
superconductivity at high tenperatures can be achi eved
by using all starting naterials of a greater than usua
| evel of purity and by processing these nmaterials so as
to avoid any source of inpurity contam nation. In other
words, the prior art does not stress the inportance of
keeping a low inpurity |evel both at the stage of
selecting the raw materials and during the
manuf act uri ng process.

The subject-matter of claim1l thus involves an
i nventive step. The sane concl usion applies to
claim11l.

The application and the invention to which it rel ates
neet the requirenents of the EPC

For these reasons it is decided that:

1

2062.D

The deci sion under appeal is set aside.
The case is remtted to the departnent of the first
instance with the order to grant a patent on the basis

of the foll ow ng docunents:

d ai nms: Nos. 1 to 11 as filed with the letter of



- 16 - T 0215/ 95

2 March 1999,
Descri ption: Pages 1, 5to 15 as originally filed,
Page 2 as filed with the
letter of 4 January 1994,
Pages 3, 4 as filed with the
letter of 2 March 1999,
Dr awi ngs: Sheet 1/1 as filed with the letter of

29 April 1988.

The Regi strar: The Chai r man:

M Beer G Davi es

2062.D



