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Summary of Facts and Subm ssi ons

1810.D

Eur opean patent No. 0 298 640 (application

No. 88 305 828.1) was granted on the basis of 6 clains.
The patent relates to a new antim crobi al agent,
FR109615 and production thereof. Clains 1, 3 and 4 as
granted for all the contracting states read as fol |l ows:

"1. A process for the production of FR-109615

[ (1R, 2S) - 2- am nocycl opent anecar boxylic acid] or its
salts, which conprises culturing a FRL09615- produci ng
strain belonging to the genus Streptonyces in a

nutrient nedium and recovering the FRL09615 or its
salts fromthe resultant cultured broth.

3. Use of FR109615 or pharmaceutically acceptable
salts thereof for the manufacture of an antim crobi a
agent .

4, Use as clainmed in claim3, wherein the
antim crobial agent is manufactured in solid, sem -
solid or liquid form"

Noti ce of opposition was filed by the Respondent
(Opponent). Revocation of the patent in its entirety
was requested on the grounds of |ack of novelty and of

i nventive step (Articles 54, 56 and 100(a) EPC) of the
process of claim1l. Insofar as clains 3 and 4 rel ated
to non-nedi cal uses of the conmpound FR109615, these

al so | acked novelty and i nventive step. The disclosure
of the patent in suit was also insufficient (Article 83
and 100(b) EPC) insofar as it related to non-nedica

uses.
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The Opposition Division maintained the patent on the
basis of the clains of the 6th auxiliary request.
Clainms 3 and 4 read as foll ows (amendnents over granted
clains 3 and 4 are shown in bold):

"3. Use of FR109615 or pharmaceutically acceptable
salts thereof for the manufacture of an antim crobia
phar maceuti cal preparation.

4, Use as clainmed in claim3, wherein the
anti m crobi al pharnmaceutical preparation is
manufactured in solid, sem-solid or liquid form

The Appellant (Patentee) filed a notice of appea

agai nst this decision together wwth a statenent of
grounds of appeal. The Respondent (Qpponent) filed
counterargunents to the appeal. The foll ow ng docunent
is referred to in the present deci sion:

(2) Coto et al., Nucleic Acids Research, Synposium
Series, Vol. 8, pages 73 to 74 (1980)

On 15 April 1999, the Board issued a communi cation
pursuant to Article 11(2) of the Procedure before the
Boards of Appeal expressing its provisional opinion.
Inter alia, the view was expressed that if the
appel | ant wi shed to cover non-therapeutic uses of
FR109615 as an antim crobial agent, the clai mwuld
have to be fornulated in a different way to present
claim 3.

Wth the subm ssion of 22 June 1999, the Appell ant
filed a new main request. The clains of this request
were identical with those of the 6th auxiliary request
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found to be all owable by the Opposition Division (see
paragraph 1l supra), with the exception of an
additional claim?7:

"7. Use of FR109615 or salts thereof as an
antim crobial agent."

The Appel lant argued that new claim7 was directed to
t he use of FR109615 as an antim crobial agent in
general, ie, extending to the non-nedical or non-

t herapeutical use of FR109615. In the sanme subm ssion,
it was stated that the Appellant was prepared to anend
claim7 to read (anendnent is shown in bold):

"7. Use of an effective amount of FR109615 or salts

thereof as an antim crobial agent.”

I f necessary.

VII. Oral proceedings were held on 23 July 1999, at which
nei ther party was present.

VII1. The subm ssions provided by the Appellant can be
sunmari zed as foll ows:

Article 54 EPC

- There was no disclosure in docunent (2) that
FR109615 al one had antim crobi al properties.
Therefore, clains covering the use of FRL109615 for
the manufacture of an antim crobial agent, be it
agai nst pat hogeni ¢ m croorgani sns of plants or be
it against human or ani mal pathogens, were novel
over docunment (2) by virtue of decisions G 5/83

1810.D N
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(Q) EPO 1985, 64), G 2/88 (QJ EPO 1990, 93) and
G 6/88 (QJ EPO 1990, 114).

Article 123(2) EPC

- There was support in the patent in suit for non-
medi cal uses of FR109615.

Article 123(3) EPC

- Since the Qpposition Division held that claim3 as
granted related to both the nmedical and the non-
medi cal use, there could be no broadening of the
scope of protection in splitting this claim

Article 83 EPC

- The patent in suit gave details enabling the use
of FR109615 as antim crobial agent in general,
whet her for pharmaceutical or for non-
phar maceuti cal applications. It would have been a
routine matter to devel op suitable fornul ations
for non-nedical application in the |ight of the
di scl osure of the patent in suit.

I X. The subm ssions provided by the Respondent can be
sunmari zed as foll ows:

Article 123(2) EPC
- There was no support in the patent in suit for

non- nedi cal uses of FR109615. All the exanples
related to nedical uses of FR109615.

1810.D N
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Article 123(3) EPC

- There had been broadeni ng of the scope of
protection in splitting granted claim3 to yield
claims 3 and 7 of the main request.

The Appell ant requests that the decision under appea
be set aside and the patent be nmaintai ned on the basis
of the clains of the main request submtted on 22 June
1999, or as auxiliary request, that the patent be
mai nt ai ned on the basis of the set of clains found to
be al |l owabl e by the Qpposition Division.

The Respondent requests that the patent be naintained
on the basis of the set of clains found to be allowabl e
by the Opposition D vision

Reasons for the Deci sion

1

The appeal is adm ssible

Mai n request

Patentability of daim7 under Articles 54(4) and 52(1) EPC

1810.D

The Appellant submts that the wording of claim?7 of
the main request neans that the claimis directed to
t he use of FR109615 as an antim crobial agent in
general, ie, extending to the non-nedical or non-

t herapeutic use of FRL09615 (see paragraph VI supra).
The Board agrees that the clai mnow extends to non-
medi cal use, but the wording also directly covers a
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met hod for the treatnent of the human or ani nal body by
(antimcrobial) therapy contrary to Article 52(4) EPC
The Appellant has thus ignored the comment by the Board
that if he wishes to cover non-therapeutic uses of
FR109615 as an antim crobial agent, a different claim
formul ati on shoul d be used.

In fact, for a nedical use of the "antim crobia

agent"”, the format of the claimturns out to be the
sane as that of claim5 as originally filed, nanely
"use of conpound X to treat disease Y', which the
Exam ni ng Division already refused on the sane grounds
(see conmuni cation of 21 May 1990, point 4). Caim?7 of
the main request is thus not patentable under

Article 52(4) in conbination with Article 52(1) EPC
Therefore, the main request conprising a non-allowable
claimnmust be refused. The Board al so notes that the

i ntroduction of the expression "of an effective anount”
into claim7 of the main request (see paragraph Vi
supra) would not cure this deficiency.

Auxi |l i ary request

O der

1810.D

The clains of this request are those found to be

al | owabl e by the Opposition D vision. The Respondent
has not appeal ed. This request asks for no changes in
the decision of the Qpposition Division, so that there
IS no reason to set aside this decision. The Board thus
conplies with this request by dism ssing the Appeal.
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For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r worman

U. Bul t mann U M Kinkel dey

1810.D



