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Summary of Facts and Subm ssi ons

2989.D

This appeal lies fromthe decision of the Exam ning
Di vi sion refusing the European patent application
No. 89 306 760.3, published under No. 0 351 121, and

relating to a process for produci ng exonet hyl ene cepham

compounds.

The deci sion was based on the originally filed ainms 1
to 5, the only independent Claim1l reading as foll ows:

"A process for preparing a conpound of the fornula

I n which

R is an am no group, a protected am no group, an
acyl am no group or a diacylam no group,

R¢ is hydrogen, C,., al koxy or C., al kylthio,

R is hydrogen, a salt ion or an ester-form ng group,
and
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R' is hydrogen or C.; al kyl, which conprises reacting a
conpound of the fornula

' 5
2! ™
H\‘_j (11)
| 3

in which ¥ is a bridging group of the formula

Zis chloro, bronp or iodo, and R, R, R and R' have
t he above defined values, with a reagent providing
cobalt I, under reducing conditions.

The Exam ning Division held that the subject-matter of
Caiml1l was novel, but that it did not neet the
requi renents of Articles 84 and 56 EPC.
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In this context, they maintained their objection
indicated in their conmmunication of 21 January 1994,
nanely, that daim1l did not neet the requirenment of
support under Article 84 EPC, because it |acked
essential features to performthe clainmed process, in
particul ar the nature of the reducing agent, the type
of the cobalt | containing reagent, the proportion of
reagent to be used, the reaction tenperature, and the
nature of the sol vent.

Mor eover, al though they acknow edged that the use of a
cobalt | reagent to performthe process of Claim1l of
the application in suit was not described or suggested
in the prior art, they held that the subject-nmatter of
Caim1 did not involve an inventive step, since the
probl em underlying the patent in suit, i.e. the

provi sion of a process to synthesise exonethyl ene
derivatives useful as internediates in the preparation
of antibiotics, could not be solved by the clained
process within its whole scope due to the broad scope
of the follow ng technical features:

(1) "a protected am no group” with respect to the
neani ng of R,

(1) "a reagent providing cobalt 1", and

(iti1) "under reducing conditions".

The Appel l ant argued essentially that according to the
application in suit it was found that reagents
conprising cobalt inits | owest oxidation state
unexpectedly facilitated the conversion of

internmedi ates of fornmula (11) to products of fornula
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(1) and that in view of the nature of this finding
restrictions to the clainms as filed were not
appropri ate.

The Appel |l ant requested that the decision under appea
be set aside and a patent be granted on the basis of
the originally filed clains as main request, or on the
basis of one of the five sets of clains filed on

25 January 1995 (Appendix Il to Appendix VI) as
auxi |l iary requests.

Reasons for the Deci sion

1

The appeal is adm ssible.

Mai n request

3.1

3.2

2989.D

Havi ng regard to the Exam ning Division's decision and
the fact that the clains of this request correspond to
those of the application as filed, the only issues to
be dealt with are whether the subject-matter of Claim1l
neets the requirenents of Article 84 EPC and invol ves
an inventive step under Article 56 EPC.

Support under Article 84 EPC

The Exam ning Division held that Caim1 did not neet
the requirenents of Article 84 EPC, because said claim
did not conprise all the essential features of the

cl ai med i nventi on.

In this context, the Board firstly observes that
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according to the established jurisprudence of the
Boards of Appeal, Article 84 EPC has indeed to be
interpreted as nmeaning that a claimhas to specify al
the essential features which are necessary for solving
the technical problemw th which the application is
concerned. Consequently, all technical features
described in the description of an application as an
essential feature of the invention, and in particular
such features which distinguish the invention fromthe
cl osest state of the art, have to be part of the

cl ai ns.

However, since the primary function of a claimis to
set out the scope of protection sought for an

i nvention, the extent to which generalisations of
technical features are perm ssible has to be

I nvestigated in each individual case in the |ight of
the relevant prior art. As a general rule, a claim
whi ch is acceptabl e under Article 84 EPC is one which
Is not so broad that it goes beyond the invention nor
yet so narrow as to deprive the applicant of a just
reward for the disclosure of his invention.

3.3 In the present case, the process of the application in
suit as defined in Caiml essentially differs from
that of the prior art cited by the Exam ning Division
during the substantive exam nation of the application
in suit, nanely,

(1) GB-A-2 013 673, and

(2) Tetrahedron Letters, Vol. 32 (1978), pages 2915 to
2918,

2989.D Y A
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in that, according to the application in suit the
conversi on of conpounds of the fornula (Il) is carried
out in the presence of a reagent providing cobalt (1)
under reducing conditions, whereas according to said
prior art the sanme conversion is perforned in the
presence of a nmercury salt containing a non-

nucl eophili c anion (see docunment (1), page 1, lines 16
to 23 and 33 to 37, and docunent (2), page 2927, first
par agr aph).

Al though Claim1l of the application in suit conprised
this distinguishing essential feature, the Exam ning
Division held that Caim1 | acked further essenti al
features, nanely the nature of the reducing agent, the
proportion of cobalt (1) providing reagent, the
reaction tenperature, and the nature of the sol vent.

However, this point of view was not substantiated by
t he Exam ning Divi sion.

Mor eover, after having examined this issue in
accordance with Article 111(1) EPC, the Board has cone
to the conclusion that the specification of the
application does not conprise any indication that said
features woul d be essential, but rather discloses them
as preferred reaction conditions which could be
properly varied by the skilled person, optionally by
usi ng routine experinentation (see page 9, lines 17 to
23, concerning the nature of the reducing agent;

page 9, lines 11 to 13, concerning the anobunts of the
cobalt reagent which may be used; and page 9, line 24
to page 10, line 6, concerning the use of the preferred

sol vents and reaction tenperatures).



4.2

2989.D

S o7 T 0106/ 95

Thus, in these circunstances and having regard to the
fact that in the light of the prior art the process as
claimed in the application in suit is essentially
characterised by the use of a cobalt (I) providing
reagent under reducing conditions, in the Board's
judgnent, it would be unfair to the applicant to demand
a restriction of the claimto technical features which
woul d narrow the scope of protection for his disclosed
i nvention in an unwarranted manner. In this context,

t he Board enphasises that, if an invention can be
performed within a broad scope, the applicant should
have the benefit of a correspondi ng broad patent
protection, and that in the absence of a reasonably
concrete basis for objecting, an exam nation of the
suitability of each and every i magi nabl e reaction
condi tion would not be justified.

I nventive step

Concerning inventive step, the Exam ning Division held
that the technical problemunderlying the application
in suit appeared to be the provision of a process to
synt hesi se exonet hyl ene cepham derivati ves useful as
internmedi ates in the preparation of antibiotics, and
that in view of the broad scope of certain features of
the process as defined in Claiml of the application in
suit, this technical problemcould not be solved within
t he whol e scope of said claim Furthernore, they
concluded that for this reason the subject-mtter of
Caiml did not involve an inventive step under

Article 56 EPC.

In this context, the Board observes that the problem
and sol uti on approach used in assessing inventive step
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conprises the step of defining the technical problem

W th respect to the closest prior art, i.e. the problem
which is actually solved by the invention as clained,
bef ore exam ni ng whether the clained solution to this
techni cal probleminvolves an inventive step in view of
the state of the art in the sense of Article 54(2) EPC

This neans, in accordance with the jurisprudence of the
Boards of Appeal, that in a case where an instance of
the EPO dealing wth substantive exam nation in
assessing inventive step cones to the conclusion that a
stated techni cal problemhas not been solved by the
clained invention, a refornulation of the underlying
techni cal probl em becones necessary to neet a |ess

anbi tious objective, e.g. the provision of a further
process or product.

4.3 Therefore, the finding of the Exam ning Division that
the technical problemunderlying the application in
suit has not been solved within the whol e scope of the
cl ai mcannot justify their conclusion that the clained
subj ect-matter did not involve an inventive step

4.4 I n assessing inventive step in accordance with
Article 111(1) EPC, the Board considers, in agreenent
with the Exam ning Division, that the cl osest state of
the art with respect to the clai ned subject-nmatter of
the application in suit is the disclosure of
docunent (1) or docunent (2).

Both prior art docunents are, as indicated above (see
poi nt 3.3 above), concerned with the same process as
the process of the application in suit, except that
according to these docunents the reaction is perforned

2989.D Y A



4.5

4.6

2989.D

-9 - T 0106/ 95

in the presence of a nmercury salt containing a non-

nucl eophi | i ¢ ani on.

Regarding this closest state of the art, the Respondent
did not argue that the process of the application in
suit represented an inprovenent.

Thus, in the light of the above identified closest
state of the art, the technical problemunderlying the
application in suit can be seen in the provision of a
further process for the preparation of the exonethyl ene
cepham conpounds defined in Caiml of the application

in suit.

According to present Clainms 1 this technical problemis
essentially solved by reacting a conpound of the
formula (11) with a reagent providing cobalt I, under
reduci ng condi tions.

In this context, the Exam ning Division considered that
the features "a reagent providing cobalt (1)" and
"under reducing conditions" indicated in Caim1l were
too general in view of the fact that only one cobalt
(I') reagent and only one reduci ng agent were
exenplified in the description of the application in
suit and that these two broadly defined features, as
wel | as the broad expression "protected am no" with
respect to the neaning of Rl in said Claim1, enbraced
enbodi nents of the clainmed process which would not | ead
to the solution of the underlying technical problem

However, the specification of the application in suit
as filed clearly discloses:
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(a) wth respect to the feature "a reagent providing
cobalt (I)" (i) that such cobalt reagents are well
known and conprise any conpound or conpl ex that
provides cobalt in its first oxidation state, (ii)
that a preferred category is one in which the
cobalt is conplexed with appropriate |igands,
(iii) that exanples include cyano cobalt
conpl exes, cobalt phtal ocyani ne, cobal oxi nes and
preferably vitam n By, and (iv) that other
suitabl e cobalt reagents are disclosed in R
Scheffold, Mddern Synthetic Methods (1983),
pages 355 ff. (see page 8, line 22 to page 9,
line 10, of the application as filed),

(b) wth respect to the feature "under reducing
conditions" (i) that suitable reducing agents are,
for exanpl e, sodium borohydride and zinc, (ii)
that such reducing agents are used in an anmount of
preferably at |east one equivalent of the reducing
agent per nolecule of reactant, and (iii) that
alternatively the reducing conditions can be
provi ded el ectrochemically in which case the
cat hode acts as reduci ng agent (see page 9,
lines 14 to 23), and

(c) wth respect to the clained nmeaning of R in
formula (1), nunerous exanples of suitable
protecting groups wthout any indication that
particul ar ones would be essential for performng
the process as clained (see page 7, line 4 to
page 8, line 4),

so that the Board does not see well-founded reasons for
believing that the skilled person would be unable, on

2989.D Y A
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the basis of the information given in the application
as filed, to performthe process as clained within the
scope of Caim1l as a whole.

In this context, the Board al so observes with respect
to the nmeaning of R, that the protecting group is
substantially only relevant for the tenporary
protection of the amno group, and that the skilled
person woul d of course apply a protecting group which
does not interfere in the clainmed process.

Thus, in view of these considerations and having regard
to the exanples of the application in suit the Board
considers it plausible that the technical problem as
defi ned above has been successfully sol ved.

The question now is whether the cited docunents woul d

have suggested to a person skilled in the art that he

coul d sol ve the above-defined technical problemin the
proposed way.
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4.10 As i ndi cated above (see point 3.3), docunents (1) and
(2) both disclose the conversion of conmpounds falling
within the scope of fornmula (11) as defined in Claim1l
of the application in suit wwth a nercury salt
cont ai ni ng a non-nucl eophilic anion. Mreover, it has
been stated in docunent (2) that no other netal salt
was successful, although many were exam ned in a nunber
of solvents (see page 2917, lines 5 and 6). Therefore,
in the Board' s judgnment, docunents (1) and (2), which
are the only docunents cited as being relevant by the
Exam ning Division, do not give any incentive to the
skill ed person that the technical problem underlying
the application in suit could be solved by providing a
process as now cl ai ned.

4.11 Thus, for the above reasons, the Board concl udes t hat
the subject-matter of CAaim1l involves an inventive
step under Article 56 EPC. Dependent Clains 2 to 5 are
directed to specific enbodi nents of the process of
Caiml, and derive their patentability fromthat of
this i ndependent claim

5. Content of the description

5.1 Despite the fact that the Appellant's appeal was
successful, the application in suit still needs
amendnments to neet the requirenents of Rule 27(b) EPC
(indication of the prior art as disclosed in
docunent (1) and (2)). Therefore, and having regard to
the fact that the function of the Boards of Appeal is
primarily to give a judicial decision upon the
correctness of the earlier decision taken by the first
i nstance, the Board nakes use of its conpetence under
Article 111(1) EPC and remts the case to the first

2989.D Y A
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i nstance for further prosecution in this respect.

Auxi liary requests

6. In the light of the above findings, it is not necessary
to consider the Appellant's auxiliary requests.

O der

For these reasons it Is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance with the
order to grant a patent on the basis of the Cains 1 to
5 of the application as originally filed, and a

description to be brought into conformty wth the
requi renents of the EPC.

The Regi strar: The Chai r man:

E. Gborgmai er A. Nuss
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