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Summary of Facts and Subm ssi ons

1171.D

Eur opean patent application No. 83 305 648.4 in the
name of JAPAN SYNTHETI C RUBBER CO., LTD, which had been
filed on 22 Septenber 1983, claimng priority froma JP
application filed on 22 Septenber 1982, resulted in the
grant of European patent No. 104 899 on 8 May 1991, on
the basis of 13 clains, independent Claim1l reading as
fol |l ows:

"A process for producing a thernoplastic resin by
pol ynmeri sing a nononmer m xture of an ethylenically
unsaturated nitrile nmonomer and an al kenyl aromatic
nononer in the presence of a rubbery pol ynmer | atex,
characterised in that (i) the nononer m xture
essentially consists, as the only copol ynerisabl e
mononers, of the two said nononmers and (ii) the
polynmerisation is effected in at | east two steps:

(a) a first step or steps in which in total from30 to
70% by wei ght of the whole nononer m xture is

pol yneri sed, the unsaturated nitrile nonomer content of
the mxture in this step or in each of these steps

being fromO to 18% by wei ght; and

(b) a subsequent step or steps in which the remai nder
of the nononer m xture is polynerised, the overal
unsaturated nitrile nonomer content of the mxtures in
this step or steps being from35 to 90% by wei ght, and
the content of unsaturated nitrile nononer units in the
pol ymer part forned by polynerisation in steps (a) and
(b) being from28 to 38% by wei ght."
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Clains 2 to 13 were dependent on Claim1l.

. Notice of QOpposition requesting revocation of the
patent in its entirety was filed on 7 Novenber 1991 on
the ground that the subject-matter of the patent did
not conply with the requirenent of novelty according to
Article 54(3) EPC over docunent

D1: EP-A-81 761.

L1l By its decision of 1 July 1994, issued in witing on
21 Novenber 1994, the Qpposition Division recognized
the novelty of the subject-matter of the patent in suit

and rejected the opposition.

The Opposition Division held on page 5, |ast paragraph,
first sentence of its decision: "Although there is a
poi nt of overlap, or point of comon val ues, whereby
conpositions of the present patent may fall wthin the
range disclosed in the prior art, the lack of specific
values in the prior art which give all features of the
claim1l together neans that novelty has to be

recogni sed on the basis of a specific selection of

ranges in present claiml1."”

| V. On 20 January 1995 the Opponent (Appellant) | odged an
appeal against the decision of the Opposition D vision
and sinul taneously paid the appeal fee. The Statenent
of Grounds of Appeal was submtted on 7 March 1995.

1171.D Y A
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The Appel |l ant contended that the subject-matter of the
patent in suit was not novel over docunent Dl to the
extent that it related to a process where in a first
stage only styrene was polynerized and where the
acrylonitrile content of the total nononmer m xture was
from35 to 40% He furthernore argued that the
statement in Caim1l of the patent in suit concerning
the content of unsaturated nitrile nmonomer units in the
pol ymer part fornmed by the polynerization in steps (a)
and (b) was a functional definition which could not
est abli sh novel ty.

The Respondent (Patentee) defended his case in a
subm ssi on dated 18 July 1995.

In an annex to the summons to attend oral proceedings
to be held on 9 Decenber 1997 the Rapporteur inforned
the parties that in the Board's prelimnary opinion the
respective core/shell polynmer conpositions, according
to D1 and according to the patent in suit, overl apped
with regard to a single enbodi nent, i.e. under the
condition that, in the first step, styrene was used as
sol e nononer in an anount of 30 php (parts per hundred
parts polyner) and, in the second step, a m xture of
styrene and acrylonitrile in an anmount of 70 php was
used, which m xture conprised 28 php acrylonitrile. The
Rapporteur concluded, in line with i.a. T 12/90 dated
23 August 1990 (not published in the Q) EPO, T 124/87
(QJ EPO 1989, 491), T 666/89 (QJ EPO 1993, 495) and

T 26/ 85 (QJ EPO 1990, 022), that this overlap resulted
in anticipation, because it concerned cl asses of
core/shell polymers, not particul ar conpounds, and

because the person skilled in the art would have no

1171.D Y
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difficulties to carry out the prior art teaching in the

range of overl ap.

Wth his subm ssion dated 21 October 1997 the
Respondent gave notice that he did not intend to attend
oral proceedings and filed an anended set of 12 cl ai s,
Claim1 reading as foll ows:

"A process for producing a thernoplastic resin by

pol ynmeri sing a nononmer m xture of an ethylenically
unsaturated nitrile nmonomer and an al kenyl aromatic
nononer in the presence of a rubbery pol yner | atex,
selected fromthe group consisting of polybutadiene,
acrylonitril e-butadi ene copol yners, styrene-butadiene
copol yners, isoprene rubber, chloroprene rubber, and

et hyl ene- propyl ene-di ene rubbers, characterised in that
(1) the nononmer m xture essentially consists, as the
only copol yneri sabl e nononers, of the two said nononers
and (ii) the polynerisation is effected in at |east two
st eps:

(a) a first step or steps in which in total from30 to
70% by wei ght of the whole nononer m xture is

pol yneri sed, the unsaturated nitrile nononmer content of
the mxture in this step or in each of these steps

being fromO to 18% by wei ght; and

(b) a subsequent step or steps in which the renai nder
of the nononer m xture is polynerised, the overal
unsaturated nitrile nonomer content of the mxtures in
this step or steps being from35 to 90% by wei ght, and
the content of unsaturated nitrile nmonomer units in the

pol ymer part fornmed by polynerisation in steps (a) and

1171.D
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(b) being from28 to 38% by weight."

VIII. Follow ng direct contact between the parties on
7 Novenber 1997 by phone as well as by facsimle, the
Appellant, in a facsimle dated 13 Novenber 1997,
wi thdrew his request for oral proceedi ngs and decl ared
that he would not attend them if they would be based
on the afore-nentioned anended set of clains as Miin

Request .

I X. In reaction to a conmuni cation of the Rapporteur
wai ving his previous novelty objection, the Respondent,
with his letter dated 17 March 1998, filed an anended
speci fication brought into accordance wth the anended

cl ai ms.

X. The Appel |l ant requested that the decision under appeal
be set aside and the patent be revoked.

The Respondent requested that the decision under appeal
be set aside and the patent be maintained on the basis
of the afore-nentioned anended specification including
the set of clains filed with his subm ssion dated
17 March 1998.

Reasons for the Decision

1. The appeal is adm ssible.

2. Articles 123(2) and (3) EPC

The anendment of Caiml is based on the list of the

1171.D Y A
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sui tabl e rubbery polyners in the application as filed
(page 4, fourth paragraph) and in granted Claim2 from
whi ch acrylic rubber has been del eted. The scope of
Caiml1l is thus narrower than that of its version as
gr ant ed.

Clains 2 to 12 correspond to Clains 3 to 13 as granted.

Thus, the clainms conply with the requirenents of
Articles 123(2) and (3) EPC

Article 54 EPC

Docunent D1, to be considered under Article 54(3) EPC
rel ates according to Claim1l1 to a thernoplastic

conposition conprising

(1) pol ymer particles constituted by a core of an
el astoneric polynmer (A) having a glass transition
tenperature Tg of bel ow 0°C, which pol yner
conprises i.a. fromb50 to 99, 9% by wei ght of an
al kyl acrylate, and a shell of a copolyner (B) of
a vinylaromatic nmononer b, and an ethylenically
whi ch shell (B) is
prepared in two steps, where in a first step

unsat ur at ed nononer b

27

mononer b, is used in an amount of 20 to 70% by

1

wei ght of the total ampunt of the nononer b, and

in the second step a mi xture of the two nononers
b, and b, in a weight ratio b,/b, of 90/10 to
60/40 is used in an anbunt of 30 to 80% by

wei ght of the total amount of the nononers b, +

b

27
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(ii) a copolyner (C) prepared fromone or nore
vinyl aromati c nononer(s) c, and fromone or nore

et hyl eni cal |l y unsaturated nononer(s) c,, and

(iii) optionally usual additives.

In view of the fact

(1) that the core/shell polyners disclosed in D1 nust
conprise a major portion of alkyl acrylate, and

(ii) that the rubbery polyners to be used according to
the patent in suit do no | onger include acrylic

pol ymers,

there is no overlap in the definitions of these

features in Dl and the patent in suit.

Because of the difference in the constitution of the
rubber pol ynmers, used respectively according to D1 and
according to present Claim1, which difference
represents a clear distinguishing feature, the
Interpretation of the Respondent's assertion that the
feature in Caim1l of the patent in suit concerning the
content of unsaturated nitrile nononer units in the

pol ymer part fornmed by the polynerization in steps (a)
and (b) was a functional definition which could not
establish novelty (Statenent of G ounds of Appeal

page 2), is of no consequence.
Claiml of the patent in suit is thus novel within the

meani ng of Article 54(3) EPC over the discl osure of

docunent D1.

1171.D
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3.5 The sane conclusion applies to Clainms 2 to 12 which are
al | dependent upon Caiml.

4. Article 56 EPC
Since docunent Dl is state of the art to be considered
solely under Article 54(3) EPC, and since Dl is the
only docunment cited by the Opponent/Respondent, the
guestion of obvi ousness does not ari se.

5. The specification of the patent in suit as anmended al so

conplies with the further requirenents of the EPC,
particularly with those of Article 84 EPC

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance with the
order to grant a patent in the follow ng version:

Cl ai ns: No. 1 to 12 filed with letter dated
17 March 1998.

Descri ption: Pages 2 to 21 filed with letter dated
17 March 1998.

The Regi strar: The Chai r man:

1171.D Y
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E. Gorgmaier C. CGérardin
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