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Summary of Facts and Subm ssi ons

3031.D

Mention of the grant of European patent No. 0 161 757

i n respect of European patent application

No. 85 301 999.0, filed on 22 March 1985, cl aining
priority fromtwo earlier applications in Geat Britain
(8409962 of 17 April 1984 and 8424353 of 26 Septenber
1984), was announced on 2 August 1989, on the basis of
twenty clainms, Caima1l reading:

"Met hod of treating an agueous suspension of a vinyl
chl ori de pol yner, produced by aqueous suspensi on

pol yneri sation and contai ning vinyl chloride nononer,
to inhibit wet-foam ng therein, which nethod conprises
addi ng to the suspension a glyceride of an optionally
substituted saturated or unsaturated carboxylic acid
containing 6 to 20 carbon atons."

Clainms 2 to 12 referred to preferred enbodi nents of the
nmet hod according to Caiml.

| ndependent Cl aim 13 read:

"An aqueous enul sion formulation for use in inhibiting
wet - and dry-foam ng in an aqueous suspension of a
vinyl chloride polynmer produced by aqueous suspension
pol yneri sation and contai ning vinyl chloride nononer,
whi ch aqueous enul sion fornul ati on conprises a

gl yceride of an optionally substituted carboxylic acid
for inhibiting wet-foam ng and a wat er-sol ubl e PVA or
cellul osic derivative serving as the emnul sion
stabiliser and also for inhibiting dry-foamng."

Dependent Cains 14 to 20 were directed to preferred
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enbodi nents of the aqueous enul sion fornul ation
according to Caim13.

On 30 April 1990 a Notice of Opposition against the
granted patent was filed, in which the revocation of
the patent in its entirety was requested on the grounds
set out in Article 100(a) EPC. The opposition was,

inter alia, supported by the foll ow ng docunents:

D1: DE-B-1 076 374,

D2: Declaration ("Eidesstattliche Erklarung") of
Dr R Hofer dated 30 April 1990, regarding the
contents of DEHYDRAN® P 10 and

D3: Vorl aufiges Merkbl att DEHYDRAN® 131, 240, 520, C
F, G P 10, Ausgabe 07/ 83.

By an interlocutory decision issued in witing on

14 Novenber 1994, the Opposition D vision held that
there were no grounds of opposition prejudicing the
mai nt enance of the patent in anended form i.e. on the
basis of Clains 1 to 12 as filed by letter of 6 Apri
1993, daim1l reading:

"Met hod of treating an agueous suspension of a vinyl

chl oride polymer, produced by aqueous suspension

pol yneri sati on and contai ning vinyl chloride nononer,
to inhibit wet-foam ng and dry-foam ng therein, which
nmet hod conprises adding to the suspension a glyceride
of an optionally substituted saturated or unsaturated
carboxylic acid containing 6 to 20 carbon atons to
inhibit wet-foam ng and a wetting agent to inhibit dry-
foam ng, and wherein said glyceride is added to the
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suspension in the formof an oil-in-water enulsion and
wherein at |east part of the wetting agent used to
inhibit dry-foamng is a water-sol uble PVA or
cel l ul osi ¢ conpound which additionally serves as an
ermul sion stabiliser for the oil-in-water enulsion of
the glyceride that is added to the suspension.™

Clains 2 to 8 referred to preferred enbodi nents of the
met hod according to Caiml.

| ndependent C aim 9 read:

"The use of a water-soluble PVA or cellulosic conmpound
in the stabilisation of an oil-in-water enul sion of a
gl yceride of an optionally substituted saturated or
unsaturated carboxylic acid containing 6 to 20 carbon
atons for the inhibition of dry foam ng in an aqueous
suspension of a vinyl chloride polyner produced by
aqueous suspensi on pol ynerisation and containing vinyl
chl ori de nononer."

Clains 10 to 12 referred to preferred enbodi nents of
the use according to Claim9.

The Opposition Division held that

(a) The requirements of Articles 123(2) and 123(3) EPC
were met.

(b) The clainmed subject-matter was novel since none of
the cited docunents disclosed all the features in

the required conbi nation.

(c) As regards the presence of an inventive step,
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either D1 or D3 could be considered as the cl osest
docunent. In accordance with the introductory
statenent in the patent specification, the problem
to be solved was seen as the prevention of both
wet - and dry-foam ng which occurs in the degassing
step of polyvinyl chloride suspensions w thout
impairing the polyner properties, in particular
the volune resistivity. That problem had been
effectively solved. Since neither D1 nor D3
addressed the sane problemas the patent in suit,

t hey contai ned no suggestion to nodify the
teaching of either of those docunents so as to
arrive at the clainmed subject-matter. The same was
valid for the other docunents on file.

On 9 January 1995 the Appellant (Opponent) | odged an
appeal against the above decision and paid the
prescribed fee sinultaneously. The Statenent of G ounds
of Appeal was filed on 9 February 1995 and contai ned a
reference to a further docunent which had not been
cited before.:

D6: Research Disclosure 19516, July 1980.

The Appell ant argued essentially as foll ows:

(a) As to the introduction of D6 into the proceedings,
t hat docunent contai ned a passage whi ch di scl osed
t he claimed subject-matter, so that it was highly
relevant. Furthernore, the Respondent was famliar
with D6 since it had been nentioned as prior art
in the patent specification. However, the
Respondent had not fully described its contents
and t he novel ty-damagi ng passage of that docunent
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had not been referred to. For that reason the
Appel l ant, who had relied on the Respondent's
summary, had not cited it earlier in the

pr oceedi ngs.

(b) Regarding novelty, D6 disclosed a nethod for the
renoval of nononer residue from aqueous pol yvinyl
chl ori de suspensions, according to which a
pl asticizer with anti-foam ng properties, e.g.
epoxi di zed soya bean oil, was added in the form of
an aqueous dispersion stabilized with polyvinyl
al cohol or a cellul ose derivative. Therefore, the
cl ai med subject-matter was not novel

(c) As regards inventive step, the problem underlying
the patent in suit had already been solved by the
products described in D1 and D3 as well as D6. The
exanpl es did not show any advant ages of the patent
in suit over those docunents. In particular, the
monment of addi ng the anti-foam enmul sion did not
result in any unexpected effect. Moreover, the
skilled person could learn fromDl to use oil-in-
wat er enul sions for the renoval of nonomer
resi dues from PVC suspensions, and from both D1
and D3 that such enul sions prevented foam ng.
Starting fromD6 it was obvious to use the
gl ycerides described in DL and D3 as anti-foam ng
di spersions. Therefore, the clained subject-matter
was not inventive.

\Y/ The Respondent, in reply, filed three sets of twelve,

el even and twelve clains respectively, as auxiliary
requests.

3031.D Y A
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Claims 1 and 9 of the first auxiliary request were
anmended in respect of the definition of the glyceride,
t he epoxi di zed soya bean oil being disclained.

In daim1l of the second auxiliary request the

gl yceride was restricted to conpounds derived from an
unsat urated carboxylic acid. The sane anmendnent was
made to Caim8 (fornmer Caim?9).

Caiml of the third auxiliary request referred to a
nono- gl yceride and the sane limtation occurred in
G aim 9.

The Respondent argued essentially as foll ows:

(a) No objection was nmade agai nst the introduction of
D6 into the proceedings.

(b) D6 disclosed "epoxidized soya bean oil" as one of
many plasticisers used as anti-foam agents. Being
epoxi di zed, that conpound did not fall under the
definition of Caim1l1. However, the fornulation of
all three auxiliary requests excluded it anyway.
Therefore, the clainmed subject-matter was novel .

(c) Regarding inventive step, D6 contained no general
teaching to use the famly of glycerides as now
defined in the clains. As far as the other
docunents and the Appellant's statenents were
concerned, the Respondent relied upon the
Qpposition Division's findings and concl uded t hat
the cl ai ned subject-matter was inventive.

By a commruni cation of 12 Novenber 1998 the Board



S 7. T 0044/ 95

sumoned the parties to oral proceedings to be held on
30 March 1999.

However, by a letter filed on 23 Novenber 1998, the
Respondent withdrew its request for oral proceedings
and announced its absence at the hearing.

Li kewi se, the Appellant also inforned the Board of its
intention not to attend the oral proceedi ngs and
requested a decision on the state of the file.

Accordingly, by a communication dated 15 Decenber 1998,
t he Board cancelled the oral proceedings and, in a

| at er communi cati on, announced its intention to set

asi de the Opposition Division's decision and to revoke
t he patent.

Ther eupon the Respondent stated that it woul d accept
t he Board' s deci sion.

VIII. The Appellant requested that the decision of the
Qpposition Division be set aside and the patent be
revoked.

The Respondent requested that the appeal be di sm ssed

or, alternatively, that the patent be maintained on the
basis of any of the auxiliary requests.

3031.D Y A
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Reasons for the Deci sion

Adm ssibility of the appeal

1

The appeal is adm ssible.

Procedural nmatters

3031.D

In the Statenent of G ounds of Appeal the Appell ant
relied upon a new docunent (D6), which had so far only
been acknow edged as background art in the introduction
of the patent in suit.

In its counterstatenent the Respondent nade the
foll ow ng comment about this new citation: "... the
Proprietor takes no issue with its introduction into
the proceedings at this |late stage, and will deal wth
it."

In its communication of 11 March 1999 the Board
indicated that the late-filed docunent D6 had been duly
exam ned and found sufficiently relevant to be

i ntroduced into the proceedings (Article 114(1) EPO),
all the nore so as the Respondent had not objected to
it being considered and was apparently famliar with
its contents. The Board al so raised the issue of
novelty as well as inventive step of the various
requests in view of the teaching of that docunent.

It follows that the Respondent, as acknow edged in its
letter of 5 May 1999, was well infornmed of the reasons
which formthe basis of the present decision and that a
final decision can thus be made in witing
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(Article 113(1) EPC).

Mai n request

Wordi ng of the clains

Novel ty

3031.D

Nei t her the Opposition D vision nor the Appell ant
objected to the clains under Articles 123(2) and 123(3)
EPC and the Board concurs with that view

D6 describes a nethod of treating an agueous suspension
of a vinyl chloride polynmer produced in a

pol yneri sati on reaction and contai ni ng residual vinyl
chl ori de nononer, in which nethod residual vinyl

chl oride nononer is stripped fromthe suspension,
wherein there is added to the aqueous suspensi on an
anti-foam ng anount of a plasticizer which is
preferably # 0.2% by wei ght based on the wei ght of

vinyl chloride used in the polynerisation, to produce a
vinyl chloride polynmer having a volune resistivity of
preferably at |east 50 x 10 ohm cm (paragraph bridgi ng
bot h col ums).

The plasticizer may be selected from conventi ona
primary or secondary plasticizers for vinyl chloride
pol ymers and includes esters of polycarboxylic acids
(e.g. phthalic acid), phosphoric esters (e.g.

trioctyl phosphate), polyester plasticisers (e.g.

pol ypropyl ene | aurate), soya bean oil derived

pl asticizers (e.g. epoxidized soya bean oil) and
chlorinated paraffins (second colum, sixth ful
paragraph). In a preferred enbodi nent, the plasticizer
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i s added as an aqueous dispersion stabilised by a
surfactant which is at |east one partially hydrol ysed
pol yvi nyl acetate and/or at |east one cellul ose
derivative (second colum, third full paragraph). Al so,
it my be of advantage to add a wetting agent to the
suspensi on of vinyl chloride polyner before adding the
pl asticizer and particularly before stripping in order
to help prevent foamformng. As a particularly
suitable wetting agent the above described partially
hydr ol ysed pol yvinyl acetate (PVA) is nentioned (second
columm, | ast but one paragraph).

Therefore, the treatnment of aqueous vinyl chloride

pol ynmer suspensi ons, produced by aqueous suspension

pol yneri sation and contai ning vinyl chloride nononer,
to inhibit wet-foam ng therein, which treatnent
conprises adding to the suspension a plasticizer to
inhibit wet-foam ng and a wetting agent to inhibit dry-
foam ng, wherein said plasticizer is added to the
suspension in the formof an oil-in-water enulsion and
wherein at |east part of the wetting agent used to
inhibit dry-foamng is a water-sol uble PVA or

cel lul osi ¢ conpound which additionally serves as an
emul sion stabiliser for the oil-in-water enulsion of
the glyceride that is added to the suspension, is
clearly and unanbi guously derivable from D6. The doubl e
function of the polyvinyl acetate and/or cellul ose
derivate as both anti-dry-foam agent and stabilizer for
the anti-wet-foamenulsion is explicitly nentioned and
the use of epoxidi zed soya bean oil as the plasticizer,
which is a triglyceride of mainly unsaturated fatty
acids having 18 carbon atons, is also clearly

cont enpl at ed.
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Thus, the information of D6 taken as a whole
constitutes a prior description of the clained nethod
(Claim1l) and use (Claim9) prejudicial to their
novelty, because it supplies a person skilled in the
art with all the information needed regarding the
constituents of the oil-in-water enulsion, the way to
stabilize it and its addition to the suspension of

pol yvi nyl chl ori de.

The Respondent's argunent that the epoxidation of the
soya bean oil would result in a conpound outside the
definition of the glyceride specified in present
Caim1l and Caim9 cannot be accepted for the
foll ow ng reasons.

First, regarding the features of saturation and
substitution, the definition of the glyceride in the
present clains is as broad as possible, |eaving open
all possibilities: "saturated or unsaturated carboxylic
aci ds" includes all degrees of saturation and
"optionally substituted” includes all kinds of
substitutions, also none at all. According to the

pat ent specification, the glyceride my be substituted
or unsubstituted in the carboxylic acid conponent; if
substituted, the substituent is preferably at |east one
al koxy or hydroxy group, preferred glycerides being

gl ycerol nonool eate and gl ycerol nonoricinol eate
(colum 2, line 62 to colum 3, line 6). The patent
specification contains no restriction as to the neaning
of the two expressions "saturated or unsaturated" and
"optionally substituted". Therefore, whatever the
degree of epoxidation and residual unsaturation, in the
light of the disclosure of the patent in suit, an
epoxi di zed soya bean oil does not fall outside the
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general definition of the glyceride according to
Caml.

Secondly, the disclosure of D6 is not restricted to
epoxi di zed soya bean oil. That conmpound is only
nmentioned as an exanple of the generic "soya bean oi
derived plasticizers" nmentioned as suitable anti-foam
agents. The term "derived" includes many unspecified
options, anongst which also substituted, (partially)
saturated and nodified, hence al so epoxidi zed,
conpounds. Such a broad definition only requires that
the skilled person can recogni ze the pl asticizer
actually used to have soya bean oil as one of its
ori gi nal conponents, which, being a triglyceride of
mai nly unsaturated fatty acids having 18 carbon atons,
falls within the terns of the definition of the
glyceride given in Cains 1 and 9.

For the above reasons, the subject-matter of both
Caiml and daim9 is not novel and the main request
has to be rejected.

First auxiliary request

Wrdi ng of the clains

3031.D

The first auxiliary request differs fromthe main
request in that the use of epoxidized soya bean oil as
a glyceride for the prevention of wet-foam ng has been
excluded fromboth aiml and aim9. Such a

di sclainer is acceptable in view of the disclosure of
D6 (Articles 123(2) and (3) EPC).
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As poi nted out above (point 5.2), the disclosure of D6
IS not restricted to epoxidi zed soya bean oil and the
generic definition "soya bean oil derived plasticizers"
only requires that the skilled person can recognize the
pl asticizer actually used to have soya bean oil as one
of its original conponents. Therefore, it is at |east
questi onabl e whet her the present restricted definition
of the glyceride, excluding only epoxidized soya bean
oil, is sufficient to render the clai med subject-nmatter
novel . However, even if the novelty of the first
auxiliary request were to be accepted, this would raise
the issue of inventive step.

Cl osest docunent

9.1

3031.D

The patent in suit concerns the treatnment of aqueous
suspensi ons of vinyl chloride polyners. The treatnent
of aqueous pol yvinyl chloride suspensions is disclosed
in DL, D3 as well as D6. In order to determ ne which
one of those docunents is the closest prior art, it is
first necessary to exam ne their various teachings.

The contents of D6 have been di scussed above (point 4).
The object of D6 is to prevent the formation of
excessive foam (first colum, second paragraph) in

pol yvi nyl chloride suspensions when renoving the
residual vinyl chloride nononer by stripping wthout
the significant and unacceptabl e deterioration of the
volume resistivity of the resulting polynmer which
occurs when commercial anti-foam agents are used (first
col umm, second and third paragraphs).
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The general teaching of D6 is to use as anti-foam
agents materials which are conventional plasticizers
for vinyl chloride polynmers and to add these agents
during, or optionally in part before, stripping,
preferably in the formof an aqueous di spersion
stabilised by at | east one partially hydrol ysed

pol yvi nyl acetate and/or at |east one cellul ose
derivative, the fornmer one serving at the sane tine as
a wetting agent for the polyvinyl chloride and thus
assisting in the prevention of foam formation during

stripping.

D1 describes a process for the suspension

pol yneri sation of vinyl chloride at high conversion
rates by neans of a catalyst which is soluble in the
nmononer and in the presence of water sol ubl e suspension
stabilisers and an ester of an aliphatic polyhydric

al cohol and an unsaturated fatty acid, preferably an
unsat ur at ed nonogl yceri de, the acid conmponent having 12
to 20 carbon atons and at | east one double bond as well
as a hydroxylic group (Caim1l). This nethod is said to
overcone the problemof the formation of fish-eyes
during processing of polyvinyl chloride which has been
prepared at high conversion rates (columm 1, line 13 to
colum 2, line 26).

According to an alternative enbodi mrent (colum 3,
lines 31 to 34), the nonoglyceride can al so be added
after the polynerisation has been going on for sone
time, or in portions.
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9.3.1
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In the sole exanple 190 parts by weight water, 0.4
parts per weight polyvinyl alcohol, 0.5 parts per

wei ght i sobutyl naphthal ene sul phonic acid sodium 0.3
parts per weight |auroyl peroxide, 0.12 parts per

wei ght gl ycerol nonoricinoleate and 100 parts per

wei ght vinyl chloride are added to a stirred autocl ave
and polynerised at 54°C.

Al t hough the general teaching of Dl refers to the
addition of an ester as described above (point 9.2) in
order to prevent the formation of fish-eyes, the
docunent al so contains a clear instruction to use
nonogl yceri des of unsaturated fatty acids as the ester,
so as to prevent foamfornmation at the recovery stage
during filtration and nononmer renoval (colum 3,

lines 1 to 6).

D3 describes a commercial anti-foam ng agent to be used
with the manufacture, recovery and processing of

pol ymer emnul si ons, DEHYDRAN® P 10 (Tabl e on page 2).
Thi s product, which conprises a mxture of special fat
derivatives in a vegetable oil, free of silicones, as
its essential conponents, is stable enough to be kept
for at | east one year.

According to D2, this product contains 6.5 w. %

gl ycerol nonostearate, 2.5 wt.% of a reaction product
of 5 nol of ethylene oxide with 1 nol of a m xture of
cetyl/ol eyl alcohol, and 91 w. % refined peanut oil
DEHYDRAN® P 10 fornms an enmulsion with water, which is
sufficiently stable for inmmediate use. No nention is
made of the presence of PVA in such an enul sion.
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The object of D3 is the prevention of foamformation
during the renoval of residual nononers from enul sion
and suspensi on polynerised vinyl chloride polyners
(page 5, first paragraph of the Chapter about DEHYDRAN®
P 10). No nmention is nmade regardi ng the pol yner
properties after such treatnent, in particul ar about
the volune resistivity.

According to the patent specification, the object of
the patent in suit is to provide a nethod to inhibit
wet - foam ng as well as dry-foam ng of aqueous
suspensi ons of pol yvinyl chloride produced by
suspensi on pol ynerisation and containing vinyl chloride
nmononer w thout deterioration of the polyner properties
that would occur due to the presence of anti-wet-
foam ng agents, in particular the heat stability,

vol une resistivity and powder flow (colum 2, lines 6
to 14; lines 30 to 39; lines 40 to 44; colum 3,
line 62 to colum 4, line 3). Also, the use of an

aqueous enul sion for these purposes is ained at
(columm 4, lines 45 to 57).

From t he above anal ysis of the docunents it is clear
that, whereas D1 is nainly directed to the avoi dance of
fish-eye formation, both D3 and D6 refer to the
prevention of foam ng. However, only D6 al so nentions
the volune resistivity of the polynmer, so that it is
the only docunent that addresses the various aspects of
the object of the patent in suit. For that reason, the
Board considers D6 to be an appropriate starting

poi nt for assessing the issue of inventive step.
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Pr obl em and sol uti on

11.

11.1

11.2

3031.D

According to D6, the addition of materials which are
conventional plasticizers for vinyl chloride polyners
as anti-foam agents during, or optionally in part
before, stripping, preferably in the formof an aqueous
di spersion stabilised by at |east one partially
hydr ol ysed pol yvinyl acetate and/or at |east one

cellul ose derivative, the forner one serving at the
sane tinme as a wetting agent for the polyvinyl chloride
and thus assisting in the prevention of foamformation
during stripping, results in vinyl chloride polyners
havi ng a high volune resistivity. Lower [imts of 50
and 80 x 10 ohmcmare said to be preferred (paragraph
bridgi ng both col ums).

According to the patent in suit, one or nore of the
properties, e.g. the volune resistivity, powder flow
and heat resistance, of the polyners treated according
to the clained nethod are not adversely affected by
that treatnent, contrary to treatnents with conmerci al
anti-foamagents. This is confirnmed by the exanples in
the patent specification, in which the values for the
volunme resistivity would have to be corrected by an
obvious, omtted factor, and the additional exanples
filed on 13 Septenber 1990 during the proceedi ngs
before the first instance.

However, the use of commrercial anti-foam agents does
not represent the closest state of the art, so that
that conparison is not appropriate. Regarding the
correct starting point, D6, no conparative experinent
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based on the information of that docunent is present
either in the patent in suit or as an additiona
exanpl e, so that no conclusions can be drawn regarding
any i nprovenent of the nethod disclosed in D6.

Therefore, the technical problem underlying the patent
in suit as defined above (point 10) needs to be
refornmulated in less anbitious terns. In the |[ight of
the disclosure of D6 and the present patent
specification, the Board sees the technical problem
underlying the patent in suit as to define a further
nmet hod for the prevention of wet-foam and dry-foam
formati on without deterioration of the properties of
the vinyl chloride polyner, that is, to find an
alternative to the nethod described in D6.

According to the patent in suit, that problemis to be
sol ved by addi ng to an aqueous pol yvinyl chloride
suspensi on an oil-in-water enmul sion of a glyceride,

whi ch enul sion contains at |east part of the agent used
to inhibit dry-foamng, as defined in Clains 1 and 9.

The exanples in the patent specification as well as the
addi tional exanples filed during the first instance
proceedi ngs provi de evidence that the above-defined
problemis effectively solved. In particular, it has
been shown that by the process according to Claim1l the
formation of both wet-foam and dry-foam has been
effectively inhibited without any deterioration of the
volume resistivity, thermal stability and powder fl ow
of the polyvinyl chloride thus treated.
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Obvi ousness

12.

12.1

12. 2

12.3

3031.D

It remains to be deci ded whet her the clainmed subject-
matter i s obvious having regard to the docunents on
file.

In DL it is taught that the use of esters of an

al i phati c pol yhydric al cohol and an unsaturated fatty
acid, preferably an unsaturated nonogl yceride, the acid
conponent having 12 to 20 carbon atons and at | east one
doubl e bond as well as a hydroxylic group, inhibits
fish-eye formation during polyvinyl chloride
processi ng. Monogl yceri des of unsaturated fatty acids
are especi ally advantageous since they al so al nost

conpl etely prevent foamform ng at the recovery stage
during filtration and nononer renoval (columm 3,

lines 1 to 6); glycerol nonoricinoleate is exenplified
(Exanple 1).

Thi s teaching provides a clear incentive to use such
nonogl ycerides with the aimof foam prevention besides
t he avoi dance of fish-eyes. Therefore, the skilled
person, when confronted with the problemof finding a
met hod as an alternative to that described in D6, in
particular in view of the suggested use of soya bean
oi | derivatives, would not hesitate to apply that
teaching to the method of D6 so as to arrive at the

cl ai med subject-matter

In view of the above, the first auxiliary request does
not involve an inventive step and hence it has to be
rej ected.
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Second auxiliary request

Wordi ng of the clains

13.

Novel ty

14.

The second auxiliary request differs fromthe main
request in that the acid conponent of the glyceride of
is restricted to an optionally substituted unsaturated
carboxylic acid having 6 to 20 carbon atons. That
restriction is acceptable under Articles 123(2) and (3)
EPC.

According to the Respondent, the limtation to

unsat urat ed carboxylic acids rendered the clainmed
subj ect-matter novel since it excluded the epoxidized
soya bean oil disclosed in D6.

However, the notion of "unsaturated"” in principle also
covers the residual unsaturation present in such
epoxi di zed products. Thus, that restriction does not
clearly exclude epoxidi zed soya bean oil. Moreover, as
poi nt ed out above (point 4.2), D6 does not only

di scl ose that one specific conponent, but nore broadly
refers to soya bean oil derived plasticizers, which

i ncl ude unsaturated conpounds. Therefore, |ike for the
first auxiliary request, it is at |east questionable
whet her the present limtation of the glyceride is
sufficient to render the clainmed subject-matter novel.

| nventive step

15.

3031.D

However, as was the case with the first auxiliary
request, even if novelty were to be accepted, no
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I nventive step can be acknow edged.

16. Regarding the latter, the sane argunents as for the
first auxiliary request apply. In particular, for the
reasons given in points 9 and 10 above, D6 is
considered to be the cl osest docunent and the probl em
to be solved is to define a further nethod for
prevention of wet-foam and dry-foam fornati on w t hout
deterioration of the properties of the vinyl chloride
pol ynmer. Likew se, that problemis considered to be
sol ved by the nmethod defined in the clainmed subject-
mat t er.

17. Since D1 contains a clear incentive to use
nonogl yceri des of unsaturated fatty acids and gl ycero
nonori cinoleate is exenplified (see point 9.2.3 above),
the skilled person, when confronted with the probl em of
finding an alternative nethod to that described in D6,
in which the use of soya bean oil derivatives is
clearly nentioned, would not hesitate to apply that
teaching to the nmethod of D6 so as to arrive at the
cl ai med subject-matter

18. Therefore, the second auxiliary request, |like the first
one, does not involve an inventive step so that it has
to be rejected.

Third auxiliary request

Wordi ng of the clains

19. The third auxiliary request differs fromthe main

request in that the glyceride is restricted to nono-
gl yceride of an optionally substituted unsaturated

3031.D Y A



Novel ty

20.
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carboxylic acid having 6 to 10 carbon atons. That
restriction is, in view of the disclosure in colum 3,
lines 1 to 2, acceptable both under Articles 123(2) and
(3) EPC.

D6 di scl oses soya bean oil derived plasticizers, which
are based upon triglycerides. Hence the clained
subj ect-matter is novel

| nventive step

21.

22.

23.

3031.D

However, regarding the presence of an inventive step,
the sanme argunents as for the first and second
auxiliary requests apply. In particular, the Board
considers the explicit disclosure to use nonogl yceri des
of fatty acids, such as glycerol nonoricinoleate, for
foam prevention as a clear incentive to use

nonogl yceri des such as now defined in the clained
subject-matter. The skilled person would not hesitate
to apply that teaching to the nethod of D6 so as to
arrive at the subject-matter of the third auxiliary
request .

Therefore, the subject-matter of the third auxiliary
request does not involve an inventive step and, as a
consequence, this request has to be rejected.

For the above reasons, the clained subject-matter of
all requests is not allowable and the patent has to be
revoked.



O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The patent is revoked.

The Regi strar: The Chai r man:
E. Girgmaier C. Gérardin

3031.D

T 0044/ 95



