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Summary of Facts and Subm ssi ons

1683. D

Eur opean patent application No. 88 307 489.0 clains the
priority date of 13 August 1987 from a GB patent
application No. 87 192 17. Following the filing of this
Eur opean patent application, the Exam ning D vision

i ssued a conmuni cation, dated 9 Septenber 1993, which
rai sed an objection to the grant of a patent on the
basis of |ack of inventive step having regard to a
prior art docunent,

D1: EP-A-0 232 054.

According to paragraphs 3, 4 and 4.1 of this

conmuni cation, one of the distinguishing features of
the assenbly clained in claim1l (filed with the letter
of 15 February 1993), in relation to the assenbly known
fromdocunent D1, i.e that the extending parts of the
adhesi ve sheet neans are adherent directly to the
carrier strip, did not involve an inventive step, since
| abel assenblies not having a support web were "w dely
known". No prior art docunent disclosing a |abel
assenbly w thout a support web was cited in the

comuni cation in support of the above statenent.

In a reply dated 11 January 1994, the applicant
contested the objection raised by the Exam ni ng

Division, and in particular, stated that,

"The Exam ner's unsupported statenent that | abel
assenbl i es not having a support web "are w dely known"

is not a proper factor in a ground of rejection. It is
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necessary for the Exami ner to produce support for his

statenent or withdraw it".

. In its decision dated 25 August 1994, the Exam ning
Division refused the application on the ground of |ack
of inventive step of the clained subject-matter. The
decision is based inter alia on the reasons
communi cated in paragraphs 3, 4, and 4.1 of the
conmmuni cation nmentioned above, and states that | abel
assenbl i es not having a support web are w dely known.
No prior art docunment is cited in the decision to

support the above statenent.

In connection with the applicant's subm ssion regarding
t he unsupported assertion about what was "w dely
known", it is stated in paragraph 3.3, Reasons of the

Deci si on, that -

"I't is, however, not a requirenent of the EPC that
prior art should always be backed up by docunents. O
course such support should normally be provided, except
in very clear cases. The present case is considered to
be such a very clear case. (Also, if the applicant had
i ndeed stated that in his know edge webl ess assenblies
were not known, the exam ner would normally have tried
to obtain witten support of the fact. The appli cant
has, however, not stated that he believes webl ess

assenblies not to be known.)"

L1, The applicant filed an appeal on 4 Novenber 1994,
payi ng the appeal fee the same day, and filed the
statenent of grounds of appeal on 29 Decenber 1994.
Wth the notice of the appeal, the applicant filed five

1683.D Y
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sets of clainms, each of the sets containing clains 1 to
8, and anended pages of the description for each set of
the clains, formng respectively a main request and

four auxiliary requests.

In connection with the statenment in the decision under
appeal regarding what was well known in the art, the
appl i cant nmade essentially the follow ng subm ssions in
t he grounds of the appeal:

There was no suggestion in the prior art relied upon by
the examning division that, in a |eaflet assenbly, a
support web may be dispensed with. It m ght be that

| abel assenblies not having a support web are w dely
avai | abl e now. This, however, was not the case at the
priority date of the present application. Fromthe
reply, dated 11 January 1994, to the official

comruni cati on dated 9 Septenber 1993, the obvious

i nference was that the applicant did not accept the
examner's view that |eaflet assenblies wthout webs
were known at the priority date of the application. For
the record, the applicant stated that it was of this

vi ew and asked the exam ning division to support its
contention in respect of webless |eaflet assenblies.
Furthernore, it would not have been obvious to the
skilled person at the priority date of the application
to omt the support web fromthe leaflet assenbly known

from docunent D1.

In accordance with Article 115 EPC, third party
observations were filed by M. Peter Jenkins of Page,
White and Farrer on 21 June 1995 concerning the

patentability of the invention having regard to the

1683.D Y
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foll owi ng docunents, in addition to docunent Dl cited
during the exam nati on proceedi ngs:

D2: EP-A-0 192 444 (cited in the European Search
Report)

D3: EP-A-0 180 365 (cited in the European Search
Report)

US- A-4 621 442
EP-A-0 043 179

3 ¥

D6: EP-A-0 275 670 (priority claimed - 22 Decenber
1986; published on 27 July 1988)

D7: GB-A-2 115 775

D8: GB-A-2 141 994

D9: FR-A-2 219 845.

The third party nmade essentially the foll ow ng

subm ssi ons:

(i) Contrary to the subm ssions by the applicant, as
can be seen from US-A-4 621 442 (D4) webl ess
| eafl et assenblies were known in the art at the

priority date of the application.
(i) Claim1l of each of the main and auxiliary

Requests was obvi ous having regard to D4 and D2,
D3 or Ds.

1683.D Y
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(iii)Independent nethod claim?7 of each of the requests
was not entitled to the clained priority date,
since the priority docunent did not provide
support for any nmethod steps clainmed. D6 which
was published on 27 July 1988, i.e. before the
filing date of the application (12 August 1988),
was thus conprised in the state of the art
according to Article 54(2) EPC for the nethod
cl ai ns.

(iv) Caim7 of each of the five requests did not
i nvol ve an inventive step having regard to D6
and D4.

(v) An essential feature of the invention as clai nmed
in claiml, and as described in the application
as filed, was that, in the adhesive |eaflet
assenbly, the edge of the back sheet opposite
the fol ded edge between the front sheet and the
back sheet is tacked to the adhesive sheet neans
or to the rear surface of the front sheet. This
feature is omtted fromclaim1l of each of the
five requests, so that claiml of all the
requests contravene Article 123(2) EPC and the
provi sions of Article 84 EPC

The third party observations were comruni cated to the
applicant for his coments, if any, in accordance with
Article 115(2) EPC. The applicant did not nake any

comrents on these observati ons.

In its comruni cation, the Board inforned the applicant

of its follow ng provisional views:

1683.D Y
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(1) The deci si on under appeal was based on an
unsubstanti ated statenent regardi ng what was
conprised in the state of the art at the
priority date despite the fact that the
applicant had contested such a statenent, so
t hat the decision should be set aside.

(i) An entirely new case based on new facts and
evi dence had been presented agai nst the
patentability of the clainmed invention by the
observations and supporting material filed by a
third party following filing of the appeal. Such
new material was sufficiently relevant that the
Board intended to introduce it into the appeal
pr oceedi ngs.

In the above communi cation, the applicant was invited
to state whether it would prefer the Board to carry out
the exam nation of the substantive issues of the appeal
having regard to the third party observations, so as to
avoi d delaying a final decision or whether it w shed
the case to be remtted to the first instance under
Article 111 EPC for exam nation of and deci sion upon
the new material filed by the third party, in order to

avoid a loss of an instance of exam nati on.
In response, the applicant asked that the case be

remtted to the first instance for consideration of the

third party observations.

1683.D Y
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Reasons for the Decision

1. The appeal is adm ssible.
2. Legal considerations
2.1 It is the established case | aw of the boards of appeal

that, in opposition proceedings before the EPO each
party carries the burden of proof for the facts it

all eges (see, e.g. T 270/90, QJ 1993, 725; T 838/92;

T 859/90; T 250/92). Mreover, it follows fromthe
decision T 750/94 (QJ EPO 1998, 31) that, in ex parte
proceedi ngs, when the applicant challenges prima facie
evi dence concerning a fact, i.e. the nom nal
publication date of a docunent, and submts evidence to
di spl ace such prima facie evidence, the burden of proof
shifts to the exam ning division to establish that the
docunment was "nade available to the public" wthin the
meani ng of Article 54(2) EPC on that date. As also
stated in that decision, "A European patent should not
be refused or revoked unless the grounds for refusal or
revocation are fully and properly proved" (point 4 of

t he reasons).

In the present case, in the Board s view, the obvious
inference fromthe follow ng statenents in the
applicant's reply, dated 11 January 1994, to the

of ficial communication dated 9 Septenber 1993,
"The Exam ner's unsupported statenent that | abel

assenbl i es not having a support web "are w dely known"

is not a proper factor in a ground of rejection. It is

1683.D Y
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necessary for the Exami ner to produce support for his
statement or withdrawit."

was that the applicant did not accept the view
expressed in the official communication, that | abel
assenblies wthout a support web were known (before the
priority date of the application in suit). Under these
ci rcunst ances, the burden of proof for the fact all eged
lay clearly with the Exam ning D vision. The Exam ni ng
Di vi sion, however, did not produce any evidence for the
all eged fact nor did it wthdraw the statenent
concerning the alleged fact, in response to the
applicant's reply dated 11 January 1994. Under these

ci rcunstances, contrary to the opinion of the Exam ning
D vision in paragraph 3.3 of the "Reasons for the

Deci sion" (see paragraph Il above), it was not clear
that | eafl et assenblies w thout a support were known

wi thin the neaning of Article 54(2) EPC

Furthernore, it is clear fromthe sunmary of the facts
i n paragraphs Il above that, in the decision under
appeal, the finding of |lack of inventive step was based
essentially on an alleged fact that |eaflet assenblies
w t hout a web support were well known in the art. The
reasoning which led to this finding of the alleged fact
formed part of the essential |egal and factual
reasoning which led to the decision to refuse the
application, but was not communicated to the applicant.
According to Decision T 951/92 (QJ EPO 1996, 53), in
the context of the exam nation procedure, the word
"ground"” in Article 113(1) EPC should be interpreted as
referring to the essential reasoning, both |legal and

factual, which leads to the refusal of the application.

1683.D Y
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In the present case, therefore, the "ground", in the
sense of Article 113(1) EPC, was not conmunicated to
t he applicant before the decision under appeal was

i ssued.

Consequently, during the proceedi ngs before the

exam ning division, the applicant did not have an
opportunity to present conmments upon this "ground" for
refusing the application, as required by Article 113(1)
EPC, and a substantial procedural violation, therefore,
occurred. The decision under appeal has, therefore, to
be set aside.

In the present case, the applicant has not requested
refund of the appeal fee in accordance with Rule 67
EPC. In the Board's judgenent, however, such

rei mbursenment of the appeal fee is clearly equitable by
reason of the substantial procedural violation.

Third party observations

The observations filed by a third party follow ng the
filing of the appeal conply with the requirenents of
Article 115(1) EPC. A prelimnary exam nation by the
Board of these observations and the supporting materi al
mentioned in paragraph IV above shows that an entirely
new case based on new facts and evi dence has been
presented agai nst the patentability of the clained
invention in these observations. In the Board' s view,
such new material is sufficiently relevant for it to be
i ntroduced into the appeal proceedi ngs. Mreover, in
order to preserve the applicant's right to review

t hrough appeal of any adverse decision of the first
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i nstance, the Board, in the exercise of its power under
Article 111(1) EPC, considers it appropriate to remt
t he case for exam nation of and decision upon such new

material, as requested by the applicant.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further
prosecution having regard to the third party
observations filed on 21 June 1995.

3. The appeal fee shall be refunded.

The Regi strar: The Chair man:

M Beer G Davi es
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