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Summary of Facts and Subm ssi ons

Eur opean patent No. 0 217 032 was granted on
19 February 1992 on the basis of European patent
application No. 86 110 010.5.

| ndependent clainms 1 and 25 of the granted patent read
as foll ows:

"1. A nethod of producing a conposite elastic materi al
havi ng at | east one gat herable web bonded to at | east
one elastic material, said nethod conprising the steps
of :

tensioning an elastic material to elongate it;

bondi ng the elongated elastic naterial at spaced apart
| ocations to at | east one gatherable web,

rel axi ng the conposite whereby the gatherable web is
gat hered between the spaced apart |ocations to formthe
conposite elastic material,

characterized by using a nonwoven fibrous elastic web
havi ng a basis weight of from5 to about 300 grans per
square nmeter as the elastic material."

"25. An elastic conposite material (22, 22') conprising
at |l east one elastic material (4, 4') bonded at spaced
apart locations to at | east one gatherable web (16, 20,
16', 20') which is extensible and contracti bl e between
the spaced apart locations with the elastic web upon
stretching and rel axi ng of the conposite material,
characterized in that the elastic material is a
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nonwoven fibrous elastic web (4, 4') having a basis
wei ght of from about 5 to about 300 grans per square
nmeter."

The granted patent was opposed by the present

appel lants on the ground that its subject-matter,

| acked inventive step (Article 100(a) EPC). Anpbng the
prior art docunents relied upon by the appellants in
the course of the opposition proceedi ngs were:

(D1) US-A-4 413 623

(D4) US-A-4 355 425

Wth a letter received on 26 August 1994 the appellants
i ntroduced for the first tine the objection that the
granted patent contained subject-nmatter extending
beyond the content of the application as filed.

The respondent (proprietor of the patent) commented on
this objection in a letter received on 30 August 1994.

At the oral proceedings held on 12 Septenber 1994 the
Qpposition Division inforned the parties that it

i ntended to disregard the new objection under

Article 100(c) EPC pursuant to Article 114(2) EPC At
the end of the oral proceedings the Opposition Division
announced the decision to reject the opposition. The
witten decision was posted on 28 Septenber 1994.

The appeal against this decision was filed on

28 Novenber 1994 and the fee for appeal paid at the
same tinme. The statenent of grounds of appeal was
received on 7 Decenber 1994. The appell ants requested
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that the decision under appeal be set aside and the
patent revoked in its entirety. They al so requested
rei mbursenent of the fee for appeal.

Wth a letter received on 2 February 1999 the
respondents submtted a set of clains according to an
auxiliary request for maintenance of the patent in
anended form They confirnmed their main request that
t he appeal be di sm ssed and the patent nmaintained
unanmended.

I ndependent clains 1 and 24 of the auxiliary request
read as follows:

"1. A nethod of producing a conposite elastic materi al
havi ng at | east one gat herable web bonded to at | east
one elastic material, said nethod conprising the steps
of :

tensioning an elastic material to elongate it;

bondi ng the elongated elastic naterial at spaced apart
| ocations to at | east one gatherabl e web,

rel axi ng the conposite whereby the gatherable web is
gat hered between the spaced apart |ocations to formthe
conposite elastic material,

characterized by using a nonwoven fibrous elastic web
havi ng a basis weight of from5 to about 300 grans per
square nmeter as the elastic material, bonding the
nonwoven fibrous elastic web to the gatherable web
under conditions which soften said space-apart

| ocati ons of said nonwoven fibrous elastic web and
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rel axi ng the nonwoven fibrous elastic web i medi ately
after the joining step

"24. An el astic conposite material (22, 22') conprising
at |least one elastic material (4, 4') bonded in an

el ongated condition at spaced apart |ocations to at

| east one gatherable web (16, 20, 16', 20') which is
extensi ble and contracti bl e between the spaced apart

| ocations with the elastic web upon stretching and

rel axing of the conposite material, characterized in
that the elastic material is a nonwoven fibrous elastic
web (4, 4') having a basis weight of fromabout 5 to
about 300 grams per square neter, the fibrous elastic
web being bonded to the gatherable web by softening the
el astic web at the spaced apart |ocations and by

i mredi ately relaxing the elastic web after joining."

Oral proceedings before the Board were held on 2 March
1999.

In essence the appellants put forward the foll ow ng
argunents in support of their request:

At | east insofar as the use of a nonwoven fibrous

el astic web of |ow basis weight as defined in granted
claim1l as the gathering elenent of the conposite
material was concerned the original application gave
clear instructions that this had to be bonded to the
gat herabl e web under conditions in which it was
softened and then i medi ately rel axed. The absence of
these features fromgranted clains 1 and 25 therefore
constituted an addition of subject-matter. The refusa
of the Opposition Division to consider this objection
despite its prima facie relevance was a substanti a
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procedural violation which had been further conpounded
by the giving of witten reasons for taking this step
in the contested decision on which the appellants had
had no opportunity to comment, in contravention of
Article 113(1) EPC. Rei nbursenent of the appeal fee was
therefore justified.

Wth regard to the i ndependent clains of the auxiliary
request it had to be noted that it was not fully clear
what was neant by "immedi ate" relaxation of the elastic
webs after the joining step. In this respect the
definition of "immediately" at lines 32 to 35, page 8
of the patent specification did not offer any rea

assi stance since it too left many vari abl es undefi ned.
In any case, it was apparent that in the process of
docunment D1 there was al so i medi ate rel axation of the
el astic elenent after bonding to the gatherable web.
Furthernore, the basis weight of the preferred form of
el astic elenment, nanely a reticulated filmmaterial,
fell wwthin the broad range defined in the clains under
attack. Thus the only distinction between the cl ai ned
subject-matter was the use of a nonwoven fi brous

el astic web as the elastic gathering el enent. Such a
web of the required | ow basis weight was known from
docunent D4, fromwhich it could al so be derived that
it would be suitable for gathering a gatherable web and
was rel atively cheap. The replacenent of the relatively
expensive reticulated filmof docunent D1 by a
substantially equivalent relative cheap non-woven
fibrous elastic web as taught by docunment D4 coul d not

i nvol ve an inventive step.

The argunents of the respondents in reply can be
sunmari sed as foll ows:
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In the light of various generalising statenents in the
description it was apparent that the terns of the
original filed clainms had been drawn too narrowy. It
bel onged to the established case | aw that such an

i nconsi stency could be elimnated by renoving features
fromthe original clains. Furthernore, when proper
account was taken of these generalising statements it
was cl ear that nethods of producing the clai ned
conposite material other than that requiring bonding by
softening of the elastic web with i nmedi ate rel axation
wer e envi saged even in the case where that web was a
nonwoven fibrous web of | ow basis weight. Thus the
granted clains did not offend against Article 100(c)
EPC

The appel |l ants had not succeeded in denonstrating that
it was obvious for the person skilled in the art that a
nonwoven fibrous elastic web of the | ow basis wei ght
specified in the independent clains could be used to
gather a gatherable web. In particular neither of the
docunents D1 or D4 particularly relied upon by the
appel l ants showed a nonwoven fibrous elastic web being
used in this way. Contrary to their assertions the
whol e thrust of docunent D4 was in fact to avoid any
gat heri ng.

Furthernore, the appellants could point to no teaching
in the state of the art which suggested that in order
to use a lightwei ght nonwoven fibrous elastic web in
this way it woul d be necessary to adopt the bonding
techni que involving imedi ate rel axation of the elastic
web. In this context the neaning of the term

"imredi ately rel axing” as used in the clains was
perfectly clear fromthe description of the patent
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specification in which it was accurately defined.

Reasons for the Deci sion

0937.D

The appeal conplies with the formal requirenents of
Articles 106 to 108 and Rules 1(1) and 64 EPC. It is
t heref ore adm ssi bl e.

Mai n request

Wth regard to the belatedly submtted ground of
opposition under Article 100(c) EPC, which the
Qpposi tion Division disregarded pursuant to

Article 114(2) EPC, the Board adopts the approach set
out in decision T 986/93 (QJ EPO 1996, 215).
Accordingly, it is necessary to address the question
whet her, prima facie, there are clear reasons to
believe that this ground was rel evant and would in
whol e or in part prejudice the maintenance of the
Eur opean patent (cf. point 16 of the reasons of
decision G 9/91 QJ EPO 1993, 408).

In this context the central issue is whether the
original application taught as a matter of substance
that a nonwoven fibrous elastic web having a basis

wei ght of fromb5 to about 300 g/nt¥ could be bonded to
t he gat herabl e web other than by the techni que set out
in the original independent clains, nanmely bonding
"under conditions which soften at | east portions of the
el astic web" and rel axing the conposite web

“imredi ately after the bonding step". The appellants,
relying in particular on the passage extending from
page 18, line 28 to page 20, line 11 of the origina
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application, argue that this is not the case. In this
passage it is explained in sone detail that one
difficulty with bondi ng nonwoven el astoneric webs is
that the | ow basis weight renders them susceptible to
losing their ability to contract to their unstreched

di nensions if they are subjected, even briefly, to
bei ng heated while stretched and allowed to cool in the
stretched condition. It is then indicated that this
probl em woul d accordi ngly appear to preclude the use of
el asti c nonwoven webs having a basis weight of 5 to 300
grans per square neter. In spite of this apparent
probl em "a distinct advantage of the present invention”
is stated to be the ability to attain the elastic
characteristics in the conposite web by i medi ately

rel axi ng the conposite and thus the | ow basis wei ght

el astic web after the bonding step.

The Board is satisfied that the person skilled in the
art when reading the original application as whol e
will, on the basis of the explanations given in the
passage consi dered above, be led to the ineluctable
conclusion that if he wishes to prepare a conposite web
of the general type involved wherein the elastic

el ement is a nonwoven fibrous elastic web having a
basis weight of from5 to about 300 grans per square
neter then he nust use the bonding techni que as defined
in original claim21 which involves the i medi ate

rel axation of the web after it is softened in the
bondi ng step. In view of this clear and unamnbi guous
teaching of the original application, granted clains 1
and 25, in which a nonwoven fibrous elastic web of the
i ndi cated | ow basis weight is used but which no | onger
requi re bondi ng under these specific conditions, relate
to subject-matter that was not originally disclosed and
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therefore contravene Article 100(c) EPC

The counterargunents of the respondents have
concentrated on seeking to identify passages of the
original description which could in principle provide
support for the deletion fromthe original clains of
the requirenents of bonding by softening of the elastic
material and i mredi ate rel axation thereof after

bondi ng. They rely in particular on the paragraph

bri dgi ng pages 4 and 5, the paragraph bridging pages 16
and 17 and page 18, lines 14 to 20. Especially the
second of these passages provides an indication that
the original independent clainms were drafted in a
manner which was nore restrictive than envisioned by
the original description and m ght well have been seen,
as conceded by the appellants, as giving support for a
br oadeni ng of those clains. But that is not the point.
It is not the broadening of the clains as such that is
bei ng objected to, but instead the association in the
clains of the feature of a particular and speci al
enbodi nrent with those broadened features, contrary to
the cl ear and unanbi guous teaching of the origina

di scl osure as expl ai ned above.

In view of these considerations the main request of the
respondents nust be rejected.

Auxi liary request

Docunment D1, which is referred to in the contested
patent specification as constituting the cl osest state
of the art on which the preanble of granted claim1 was
based, relates to a nmethod of producing a conposite

el astic material conprising a gatherable web and an
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elastic material in which the elastic material is only
provided in the areas to be gathered and the unused
elastic material is renoved. To this end a tensioned
strip of elastic material is brought into contact with
the surface of a gatherable web and the two are fed in
a conti nuous process between a pair of rollers having
heat ed peri pheral projections which soften the elastic
material and bond it to the gatherable web at spaced
apart locations. Inmediately thereafter the conposite
is fed through a pair of rollers equipped by with

peri pheral projections effective to sever |engths of
the elastic material between the points at which it is
bonded to the gatherable web. These severed | engths are
then renoved. The |l engths of elastic material which
remai n bonded to the gatherable web relax to gather the
gat her abl e web.

The first question which needs to be addressed is

whet her in the nethod di sclosed in docunment D1 the
strip of elastic material is relaxed "imediately after
the joining step” within the terns of claim1 of the
auxiliary request. The anbit of the term"imedi ately
rel axi ng" has been defined at page 8, lines 32 to 35 of
the patent specification in the foll ow ng way:
""immedi atel y" relaxing the el ongated conposite neans
relaxing it before the elastic web remains inits

el ongated condition for a period of tinme such that it
|l oses its ability to recover at |east about 40 percent
of its elongation, as described above in defining the
term"elastic"."

The term"elastic" is defined at page 4, lines 14 to 18
as follows:
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"A material is elastic if it is stretchable to an

el ongation of at |east about 25 percent of its rel axed
l ength, i.e., can be stretched to at |east about one
and one-quarter tinmes its relaxed | ength, and upon

rel ease of the stretching force will recover at | east
about 40 percent of the elongation, i.e., wll, in the
case of 25% el ongation, contract to an el ongati on of
not nore than about 15 percent.".

Al t hough the appellants have criticised the clarity of
these definitions, since in their view the testing
conditions are not adequately specified, the Board is
satisfied that these conditions are standardised in the
relevant art so that in principle at least this feature
of the claimcould serve to distinguish its subject-
matter fromthe state of the art. However, it is
apparent froma consideration of the disclosure of
docunent D1 that the requirenent of an i nmedi ate

rel axation of the strip of elastic material nust in
practice also be net there. The reasons for this lie in
the facts that the bonding and severing roller pairs
for the strip imediately foll ow each other, so that at
nor mal machi ne speeds for the continuous processing of
webs of the type in question the tine between the
bondi ng and severing steps wll only be a fraction of a
second, and that despite using an elastic materi al
which in its preferred formis nade of an el astoner of
the sane general type as set in the patent
specification and also has a | ow basis weight, this is
still effective after bonding to gather the gatherable
web in the required way.
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The preferred formof the strip of elastic materi al
used in docunent Dl is a reticulated filmconprised
substantially of a m xture of "Sol prene P418" (an 85/ 15
I soprene/ styrene radi al block copolyner) and " Sol prene
P414" (a 60/40 butadi ene/ styrene radial bl ock

copol yner). The specific gravity of these two materials
is given in the table at the top of colum 9 as 0.92
and 0.95 respectively. At the bottomof colum 2 it is
stated that the strip of elastic material has a
thickness of "1 to 50 mls and preferably from about 5
to 20 mls". Ignoring the reticulate nature of the
film which would further reduce its basis wei ght
considerably, it is possible to estimate the basis

wei ght as being of the order of 25 to 1250, preferably
125 to 500, grans per square neter. Thus it can be seen
that there is a broad overlap in the range of basis
wei ght of the strip of elastic material proposed in
docunent D1 and that covered by claim1. In their
letter of 2 February 1999 the respondents called the
validity of this estimation into question, since in
their view the specific gravities given in colum 9 of
docunent D1 could refer to the polyneric material in
its nolten and not is solid state and al so because the
el ast oner cont ai ned ot her conponents the densities of
whi ch were not given. The Board finds not hing
persuasive in these argunents, which the respondents
did not seek to enbellish at the oral proceedings. To
the best of its know edge the density of a polyneric
material when stated as one of its identifying
characteristics alnost invariably relates to norma
anbi ent conditions. In addition the specific gravities
guoted in docunent D1 correspond to those generally
known for the type of elastoner involved. Furthernore,
it is not a question of calculating an exact basis

0937.D Y A
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wei ght for one particular exanple of reticulate fil m of
el astic material but instead of denonstrating the broad
overl ap between what is clainmed and what has been

di scl osed.

In the light of the above it can be seen that the only
genui ne di stinguishing feature between the subject-
matter of claiml1l of the auxiliary request and the
state of the art known from docunent D1 lies in the
fact that the strip of elastic material in its
preferred formof a reticulate filmhas been repl aced
by a nonwoven fibrous web of correspondi ng basis
weight. In this respect the appellants have argued that
docunent D4 already inplicitly discloses the use of a
nonwoven fibrous el astic web of the required basis

wei ght for gathering a gartherable web.

Docunent D4 relates to briefs or panties which conprise
porous fabric panels and el astic nenbers bonded
thereto. As explained in the paragraph bridging
colums 2 and 3 the panties are designed to lie flat
agai nst the body without visible winkles. To this end
the elastic nenber is bonded to the fabric in an
unstretched condition. The Board cannot accept the
argunment of the appellant that this passage al so
teaches the person skilled in the art to bond the

el astic nmenber in stretched condition if appearance is
uni nportant. Neverthel ess the Board does indeed, |ike
the appellants, see it as a corollary to what is said
i n docunent D4 that if the elastic nenber were bonded
at spaced apart locations to a gatherable web in a
stretched condition and then released it would in fact
gather this web. The preferred formof the elastic
menber di sclosed in docunent D4 is a nonwoven web of
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melt-blown fibres conprised essentially of a "Kraton G'
rubber, one of the preferred materials listed in the
present patent specification. The preferred basis

wei ght of the elastic nonwoven web of docunent D4 is 87
grans per square neter (cf. claim?2). It is indicated
at colum 2, lines 49 to 53 of docunent D4 that an
advant age of this nonwoven elastic material is that it

I S | nexpensive.

On the basis of the above information the Board is |ed
to the conclusion that it was obvious for the person
skilled in the art to use a nonwoven fibrous elastic
web as disclosed in docunent D4 in the stead of the
relatively nore expensive strip of reticulate film
proposed i n docunent DL.

A last argunment of the respondents which needs to be
considered is their contention that the references to
"a gat herabl e web" and "a nonwoven fibrous el astic web"
inclaiml inply that the two are substantially
coextensive, in other words that the gatherable web is
gat hered over substantially its whole area rather than
just at its margins as disclosed in the enbodi nent of
docunent Dl. The Board can however find nothing in the
terns of the claimwhich would nake it proper to apply
that limtation to its anbit.

Havi ng regard to the above considerations the subject-
matter of claiml of the auxiliary request does not

i nvol ve an inventive step (Article 56 EPC). The sane
applies nmutatis nutandis to the subject-matter of

I ndependent cl ai m 24.

Rei mbur senent of appeal fee
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According to Rule 67 EPC the rei nbursenent of an appea
fee shall be ordered if such reinbursenent is equitable
by reason of a substantial procedural violation.

In the present case there was clearly no procedura
violation, as alleged by the appellant, involved in the
fact that the Qpposition Division canme to a different
conclusion to the Board as to the prinma facie rel evance
of the belatedly raised objection under Article 114(2)
EPC and therefore used its discretion under

Article 114(2) EPC to disregard this objection. Nor was
the Opposition Division guilty of a procedural error in
only stating in the decision the reasons why it was
going to disregard the new ground of opposition.
Firstly, the main reasons given corresponded in any
case to those advanced by the patentees in their letter
of 30 August 1994. Secondly, and of nore fundanent al

i nportance, there is no requirenent for this type of

di scretionary decision to be formally reasoned at all
see T 122/84 (QJ EPO 1987, 177).

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The patent is revoked.

3. The request for reinbursenent of the fee for appeal is
rej ected.

0937.D
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The Regi strar: The Chai r man:

A. Townend H Ostertag
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