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Summary of Facts and Subm ssi ons

1382.D

Eur opean patent application No. 89 105 043.7 was

refused by the Examining Division on the grounds that
claims 1 and 29 filed on 14 April 1994 are not clear
and therefore do not neet the requirenents of

Article 84 EPC. Claim1l reads as foll ows

"1_

A four layer shrink filmof 50.8 to 88.9 nm (2.0

to 3.5 mls) conprising:

(a)

(b)

a first or neat contact layer of up to 30 mm

(1.2 mls) conprising an ethyl ene-propyl ene random
copol ymer which are copol yners of ethyl ene and
propyl ene having ethylene units randomy

di stributed al ong the pol ynmer backbone which may
contain up to 20 wt. % of very |ow density

pol yet hyl ene, whi ch pol yethylene is a copol ynmer of
et hyl ene and a-ol efines containing from3 to 8
carbon atons, having a density below 0.91 g/cni and
a 1% secant nodul us bel ow 140, 000 kPa,

a second or inner core |ayer of at least 19.05 nm
(0.75 mls), directly adhered to one side of said
first layer conprising a blend of between 20 and
60 wt.% anhydri de-nodified ethylene copol yner
adhesi ve having a Vicat softening point (ASTM D
1525) of at |east 90°C and between 40 and 80 wt. %
et hyl ene vinyl acetate containing between 4 and
15 wt. % vinyl acetate, said blend having a nelt

I ndex up to and including 0.9;
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(c) athird or barrier layer of up to 7.62 mm (0.3
mls) directly adhered to the opposite side of
said second layer fromsaid first |ayer having an
oxygen transm ssion rate through the entire multi-
l ayer film below 90 cni/nf/25.5 nmm
t hi ckness/ 24h/ 1. 01 bar (90 cmi/ nf/ mi |
t hi ckness/ 24h/atm and conprising a bl end of
between 60 to 90 W . % hydrol yzed et hyl ene vi nyl
acetate copol yner (EVOH) hydrolyzed to at | east
50% cont ai ni ng between 32 and 52 w % et hyl ene, and
between 10 to 40 wt. % am de pol yner of a nylon
I ncl udi ng pol ycapr oam de, pol y(hexanet hyl ene
adi pam de), pol y(hexanet hyl ene sebacam de),
pol y( hexanet hyl enedi am ne dodecanedi oi ¢ aci d),

pol ycapryl | actam pol y(w am noundecanoi ¢ aci d),
and pol y(w dodecanol actam), Nylon 6,6 and the
copol ymer manuf actured by the copol yneri sati on of
g- caprol actone and w-1acrol actame having a nelting

point wthin 25°C of the EVOH nelting point; and

(d) a fourth or abuse layer of at least 12.7 nmm
(0.5 mls) directly adhered to the opposite side
of third layer fromsaid second | ayer conprising a
bl end of between 10 to 40 wt. % anhydri de-nodi fi ed
et hyl ene copol yner adhesi ve having a Vi cat
softeni ng point (ASTM D-1525) of at |east 90°C and
bet ween 60 and 90 w. % et hyl ene vinyl acetate
contai ni ng between 4 and 15 wt. % vinyl acetate,
said blend having a nelt index up to and incl udi ng
0.9."

Clains 2 to 28 are directly or indirectly dependant on

1382.D Y A
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claiml. Caim29 being an independant clai m makes
reference to claim1 (paragraphs (a) and (c)) or to
claim4 (paragraphs (b) and (d)).

The original clains related to a 4-1ayer |am nate,

| ayers 2 and 4 making reference to "nelt index" and

| ayer 3 to "an oxygen transmi ssion rate". These
features were objected to by the Exam ning Division in
a first communication as being not clear. The nethods
by which they were determ ned had not been included in
the clains. The applicant then anended the clai mby
maki ng reference to certain ASTM standards and fil ed
evi dence as Annexes A to F that ASTM standards were
common general know edge. The Exam ning Division then
objected in a second conmuni cation under Article 123(2)
EPC that by incorprating the ASTM standards into
clains 1 and 29 subject-matter had been added as the
description did not refer to such standards in respect
of these features although ASTM st andards appeared

el sewhere in the application. In paragraph (b) on

page 5 of the decision the Exam ning D vision argued
that even if it was agreed that a procedure according
to the ASTM standard had been used this would still not
overcone the objection as on reading the standard
(ASTM D 1238) various conditions are specified for
tenperature and | oad, thus the actual conditions were
not nmade avail able by the reference. In response to
this objection references to ASTM st andards were
deleted fromthe clains. Further it was requested that
an interview was to be held. The Exam ning D vision's
next reaction on the anmended clains was the refusal of
themwi th the argunments stated in the first

conmmuni cation that these clains did not fulfil the

1382.D Y A
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requi renents of Article 84 EPC. To hold an interview
was consi dered not necessary since the reasons for
refusing the application were put foreward to the
applicant already in the first comunication to which
the applicant had the possibility to react.

The appel | ant | odged an appeal, paid the fees and filed
a statement of grounds for the appeal together with new
claims 1 and 29.

Clains 1 and 29 filed wth the grounds of appeal
correspond with those refused by the Exam ning D vision
except that the ASTM standards objected to as being
added subject-matter and previously w thdrawn have been
reinstated these being ASTM D 1525 in claim1(b) and
(d) and claim29(b) for the Vicat softening point, ASTM
D 1238 in claim1(b) and (d) and claim29(b) and (d)
for the nelt index, ASTM D 3985 for oxygen transm ssion
rate in claim21(c), ASTM D 2457 and ASTM D 1003 in
claim?29(e) for gloss and haze respectively.

Further, all units "mi' were replaced by units "puni.

The appel |l ant has argued that the application is
directed to the skilled person and that on a plain
readi ng of the application the skilled person woul d

know what was intended by the information given.

The appellant referred to various docunents filed

al ready during exam nation proceedi ngs as Annexes Ato
F and newy filed Annexes Gto |. In particular

Annex B, an ASTM D 1238 Standard Test Method for Flow
Rat es of Thernopl astics by Extrusion Pl astonmer,

i ndi cated at page 569 that "flow rates" are neasured in

1382.D Y A
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terns of grams/10 m ns which were the units specified
in Exanple 1 of the application. Incorporating this
ASTM standard in the clainms now on file could thus not
extend in an unall owabl e way the subject matter
originally filed.

Furt her evidence that "nelt index" is an established
termof art was given by Annex G "Hawl ey' s Condensed
Chem cal Dictionary" 1987, page 738 where "nelt index"
is defined as "the nunber of grans of such a pol yner
that can be forced through a 0.0825 inch orifice in

10 mns at 190C by a pressure of 2160g." Thus this
definition in the standard work was consistent with the
guot ed ASTM st andar d.

Wth regard to the "oxygen transm ssion rate" which
qualified the barrier layer of the |lamnate, the
appel l ant argued that the skilled person woul d
understand that ASTM D 3985 as defined in Annex C had
been used because the units of neasurenent specified on
original page 13 line 2 corresponded with those of the
standard. From Annex | "Ei nheitenlexi kon" pages 181 to
182, it was clear that NTP or STP was used to determ ne
and standardi se the vol une of oxygen neasured and this
was the normused in many countries including the USA
In general the appellant stated that an Anmerican
conpany woul d al ways enpl oy ASTM st andards as these
were in current use in the USA, there was no reason to

enpl oy ot her standards.

The appel | ant requested that the decision under appeal
be set aside and that a patent be granted on the basis
of the clainms filed on 25 Septenber 1994. As an

1382.D
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auxiliary request it is requested to grant a patent on
a set of clains wherein in claim1(c) the feature

"oxygen transm ssion rate" is del eted.

Reasons for the Decision

1. To overcone the reasons for the refusal of the patent
application that the ternms "nmelt index" and "oxygen
transm ssion rate", w thout nmention of the particul ar
conditions applied when determ ning these features, are
not clear as required by Article 84 EPC, the appell ant
i ncluded the appropriate ASTM standards in relation to

these terms in clains 1 and 29 (see section Il above).

Article 123(2) EPC.

2. The argunents of the Examning Division in its second
communi cation (see section Il above) concerning these
ASTM st andards were that the amendnents were not
al | owabl e because they related to new subject matter.
The first issue to be decided by the Board is thus the
allowability of the inclusion of specific ASTM
standards into the clains in the light of the
requi renment of Article 123(2) EPC

2.1 As far as the ASTM standards 1525 for the softening
poi nt, 2457 for gloss and 1003 for haze (see section |
above) are concerned, the Board remarks that they found
di rect and unanbi guous support in the description of

the patent application, (see pages 11 and 18, al so

1382.D Y
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Tabl e B respectively).

It remains to be deci ded whether or not the anendnents
to the clainms by inclusion of ASTM standards 1238 for
melt index and 3985 for oxygen transm ssion, which
standards were not nentioned in the application as
filed, constitute subject-matter which extends beyond
the content of the application as fil ed.

(Article 123(2) EPC).

As far as ASTM standard 1238 is concerned it is
significant that Annex B, the "1984 Annual Book of ASTM
standards - Designation D 1238-82" has witten into it
at page 576 columm 1 Note 16, that a "nelt index" is
anot her designation of "flowrate", and is specifically
applied to "flowrates"” or "nelt indexes" neasured by
method E |isted on page 576, i.e., a nethod which is
carried out at 190 degrees centigrade and 2.16 kg
pressure. Thus, there is a direct |ink between ASTM D
1238 and "nelt index" and has this specific neaning
coupled with the nmethod by which it is determ ned. As
pointed out in Note 16 (see above)"lt has becone
customary to refer to the flowrate of polyethyl ene as
"melt index" when obtained under condition 190/2.16."
Since the publication year of Annex B is 1984, i.e.
four years before the priority year 1988 of the patent
application, the Board accepts that ASTM standard 1238
as a definition for "nelt index" wth technical terns
of the conditions of the neasurenent was a well known
standard for the person skilled in the art who woul d
have read "nelt index" as ASTM 1238 standard. The fact
that this is so is further denonstrated by the

i nformati on concerning Plexar PX 169 (Annex E), a

1382.D Y
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commerci al adhesive referred to in Table A of the
description. This evidence shows that Plexar has a
"melt index" of 2.5 gns/10 m ns neasured by ASTM D 1238
(method E at 190 degrees centigrade and 2. 16 kg
pressure), such information being sufficient to define
this characteristic for the purposes of the skilled
person. Thus, there is no added subject matter |eading
to a violation of Article 123(2) EPCin relation to the
i nclusion of ASTM 1238 standard in the clains.

The ASTM 3985 standard al so does not appear in the
application as filed. In an application emanating from
the United States of Anerica and in which several ASTM
nunbers have al ready been quoted, it is nore than
likely that any other tests would have been carried out
according to the appropriate ASTM standards. It would

be unusual if a m xture of standards were quot ed.

The argunent is that for ASTM 3985 STP conditions are
specified and were used, ie, anbient tenperature. The
applicant has nerely forgotten to state this in the

ori gi nal docunent.

The ASTM 3985 standard states that neasurenents are
general ly nade at anbi ent tenperature, see paragraphs
7.1.1.4 and 14.10 and there is no doubt that the
applicant did this.

1382.D
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It is not uncommon that scientists performtests at
anbi ent tenperature which is the usual thing to do and
then forget to state that this was so. ASTM 3985 at

par agr aph 15 shows that the pure cal cul ati on for oxygen
transm ssion rate i s independant of tenperature, thus
the figures produced by the applicant remain the sane.
Therefore there is no reason to deny the applicant the
opportunity to state that anbient tenperature was used,
it alters nothing and does not add subject-matter.
Accordingly the anendment is a clarification which is
al | owabl e under Article 123(2) EPC

This decisionis in line with the established
jurisprudence of the Boards of Appeal. In Decision

T 94/ 82 (QJ EPO 1984 page 75 paragraph 2.3) the use of
paraneters was approved provided that they are usual in
the art and may be determ ned according to a given
standard, in this case a DIN norm was specified.

Article 84 EPC

The anendnments made by way of references to ASTM
standards are not objectionable for lack of clarity,
certainly not in the sense that the | anguage is

uncl ear. These references relate to well known standard
technical definitions of tests and paraneters
conventional in the art. The reader of the description
and clains need only refer to the specific ASTM nunber
publication for a full technical explanation of the
test or paraneter in question. ASTM standards are
recogni sed and accepted throughout the technical
community, therefore there exists no reason why the

skilled person would fail to understand the clainms and

1382.D Y A
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description for lack of clarity consequent upon the use
of ASTM st andard references.

4. Articles 54 and 56 EPC

Since the Exam ning Division did not consider these
matters at all and has not indicated that it had forned
a positive or negative opinion with regard to
patentability, the application is to be remtted to the
first instance in accordance with Article 111(1) EPC
The appellant's further rights of appeal are thereby

pr ot ect ed.

Or der

For these reasons it is decided that:

1. The deci sion under appeal is set aside.
2. The application is remtted to the first instance for
further exam nation on the basis of clains 1 and 29

filed with the appeal and clains 2 to 28 filed on
14 April 1994.

The Regi strar: The Chai r woman:

1382.D Y A
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D. Spigarelli U Ki nkel dey
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