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Summary of Facts and Subm ssi ons

1860. D

This appeal lies fromthe Exam ning D vision's decision
posted on 29 April 1994 refusing the European patent
application No. 87 307 803.4 (Publication

No. O 266 042) on the ground that the then pending
main, first, second and third auxiliary requests

contai ned clainms which did not conply with

Articles 123(2), 54 and 56 EPC.

The main request contained twenty five clains,
i ndependent clains 1, 9 and 17 reading as foll ows:

"1l. A process for the preparation of substantially
pure (6R) or (6S) diastereoisonmer of a derivative of
tetrahydrofolic acid or a salt or ester thereof which
process conprises the steps of:

(a) attaching a chiral auxiliary group at either N5
or N-10 of a m xture of 6R and 6S di astereoi soners
of tetrahydrofolic acid or of a substituted
tetrahydrofolic acid or salt or ester thereof, so
as to forma pair of new di astereoi soners, the
chiral auxiliary group being (-)
ment hyl oxycar bonyl, (-) bornyl oxycarbonyl or (-)

i sobor nyl oxycar bonyl ;

(b) separating the pair of new diastereoi soners and
recovering the new di astereoi soners (6R or 6S) so
formed corresponding to said desired (6R or 65)

di ast ereoi soner; and
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(c) renoving the chiral auxiliary group so as to
convert the substantially pure new di astereoi soner
so isolated into the correspondi ng desired
substantially pure (6R) or (6S) diastereoi sonmer of
a derivative of tetrahydrofolic acid or salt or
ester thereof.

9. A pharnmaceutical conposition for therapeutic use,
whi ch conprises an amount, sufficient for the
production of nultiple therapeutically-effective doses
thereof for the treatnent of human beings, of a
substantially pure pharnmaceutically acceptabl e conpound
whi ch conprises a (6S) diastereoi soner selected from
the group consisting of 5-fornyl-(6S)-tetrahydrofolic
acid and pharmaceutically acceptable salts and esters

t hereof ; wherein said substantially pure conpound is a
m xture of the (6S) and (6R) di astereoi soners and
conprises greater than 90% by wei ght of the (6S)

di ast ereoi sonmer, the balance of said substantially pure
conpound being the (6R) diastereoi soner; said anount of
substantially pure pharnmaceutically acceptabl e conpound
being at |east 10.4g; in conbination with a
pharmaceutically acceptable carrier

17. (6S) diastereoisoner of 5-formyl-tetrahydrofolic
acid or a pharnmaceutically acceptable salt or ester

t hereof, of diastereoisoneric purity greater than 90%
t he bal ance being the (6R) di astereoi soner; for use in
t he manufacture of a nedi canent for the treatnent of
human bei ngs, sai d nmedi canent conprising a sufficient
anount of said (6S) diastereoisoner for the production
of multiple therapeutically-effective doses of said
nmedi canment, said conbi ned amount of said (6S) and (6R)
di ast ereoi soner being at |east 10.4g."
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The first auxiliary request contained ei ghteen clains,
i ndependent clains 1 and 17 being the sane as the main
request and independent claim9 being limted to

cal cium 5-fornyl - (6S)-tetrahydrofol ate, each dose
conprising up to 2000ng of a compound conpri sing nore
t han 95% by wei ght of said pharmaceutically acceptabl e
conmpound.

The second auxiliary request contained seventeen
clainms, independent clains 1 and 9 being the sanme as
the main request and i ndependent claim 17 being limted
to calcium5-fornyl -(6S)-tetrahydrofol ate of purity
greater than 95% and to doses each of them conprising
up to 2000nmg of said (6S) diastereoisoner.

The third auxiliary request contained nine clains,
i ndependent claim 1l being the sane as that of the main
request and independent claim9 reading as foll ows:

"9. A pharmaceutical conposition for therapeutic use
produced as a result of separation by differenti al
solubility in a polar solvent of a (6S) diastereoisoner
froma m xture containing equal amounts of (6S) and
(6R) di astereoi soners, characterised in that

(a) the conposition conprises a therapeutically
accept abl e conmpound forned of the (6S)
di ast ereoi sonmer of cal ci um 5-fornyl -
tetrahydrofolate in an anmount greater than 95% by
wei ght and the balance is formed of the (6R)
di ast ereoi sonmer of cal ci um 5-fornyl -
t et rahydr of ol at e,

(b) the anmount of the therapeutically acceptable
conmpound is at |east 10.4g, and
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(c) the conposition is in the formof multiple
t herapeutical l y-effective doses of up to 2000ng of
t he conpound in conbination with a
pharmaceutically acceptable carrier for the
treatment of human beings."

VI . In its decision, the Exam ning Division acknow edged
the novelty and inventive step of the clains 1 to 8 of
all the requests but held that the clains 9 to 25 of
the main request, clainms 9, 17 to 25 of the first
auxiliary request, clains 9 to 17 of the second
auxiliary request and claim9 of the third auxiliary
request did not satisfy the requirenments of
Article 123(2) EPC for at |east one of the follow ng
reasons:

- the introduction of the 10.4g prepared in
exanple 1 as a feature into conposition and use
cl ai ms was not unanbi guously derivable fromthe
application as filed given that exanple 1 from
which this value is drawn out is a process
exanpl e.

- this anobunt was only disclosed for the cal ci um
salt and could not be generalised to any salt or
ester.

- exanple 1 referred to scheme 4 wherein purity of
92% or 91% was di scl osed.

- the dosage related to doses conprising up to
2000nmg of said (6S) diastereoi soner was only
di scl osed in conjunction with the treatnent of
col orectal cancer.

1860. D Y A
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In the Statenment of G ounds of Appeal, the Appell ant
abandoned the main request, maintained the first,
second and third auxiliary requests and filed seven
addi ti onal requests.

In response to a first comunication of the Board, the
Appel | ant abandoned the requests filed with the
Statenent of Grounds of Appeal and filed a main request
and five auxiliary requests.

In response to a second conmuni cati on of the Board
attached to the sunmons to oral proceedi ngs where the
Appel l ant was informed that any other requests should
be filed at the |atest one nonth before the date of the
oral proceedings, the Appellant abandoned the previous
requests and filed a main request and twenty auxiliary
requests received on 20 April 2000.

| ndependent clainms 1 and 2 of the main request read as
foll ows:

"1. A pharmaceutical conposition for nethotrexate
rescue, which conprises substantially pure (as herein
defined) cal ciumb5-fornyl-(6S)-tetrahydrofol ate, the
bal ance being cal ci um 5-fornyl - (6R)-tetrahydrofol at e;
the conposition being in the formof an adult human
daily dosage of 25 to 150ng of cal ci um 5-fornyl-(6S)-
tetrahydrofolate in conbination with a pharnmaceutically
acceptable carrier, which is divided into multiple
doses.

2. A pharmaceutical conposition for treating col orectal
cancer together with 5-fluorouracil, which conprises
substantially pure (as herein defined) calcium 5-

fornyl - (6S)-tetrahydrofol ate, the bal ance being cal ci um
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5-fornyl - (6R)-tetrahydrofol ate; the conposition being
in the formof an adult human daily dosage of 200 to
2000nmg of cal cium 5-fornyl-(6S)-tetrahydrofolate in
conmbi nation wth a pharmaceutically acceptable carrier,
which is divided into nultiple doses.”

| ndependent claim1 of the first auxiliary request is
the sane as claim2 of the main request.

| ndependent claim 1 of the second auxiliary request is
the sane as claim 1l of the main request.

| ndependent clainms 1 and 2 of the third auxiliary
request differ respectively fromthe independent

clainms 1 and 2 of the main request by the insertion of
an additional feature after the expression "the bal ance
bei ng cal cium 5-fornyl-(6R)-tetrahydrofol ate;" which
reads as foll ows:

"and whi ch has been produced as a result of separation
by their different solubility characteristics in a
pol ar solvent of a (6S) diastereoisoner froma mxture
cont ai ni ng equal amounts of (6S) and (6R)

di ast er eoi soners; "

| ndependent claim1 of the fourth auxiliary request is
the sane as claim2 of the third auxiliary request.

| ndependent claim1 of the fifth auxiliary request is
the sane as claim1l of the third auxiliary request.



1860. D

-7 - T 0752/ 94

| ndependent claim 1 of the sixth auxiliary request
reads as foll ows:

"1. A pharmaceutical conposition which conprises an
amount of 10.4g of calcium5-fornyl tetrahydrofol ate
conprising 91% by wei ght of cal cium5-fornyl-(6S)-
tetrahydrofol ate, the bal ance being cal ci um 5-fornyl -
(6R)-tetrahydrofolate; in conbination with a
pharmaceutically acceptable carrier.”

| ndependent claim 1 the seventh auxiliary request
differs fromthe independent claim1l of the sixth
auxiliary request by the insertion of an additional
feature after the expression "in conbination with a
pharmaceutically acceptable carrier” which reads as
foll ows:

", the conposition being in the formof nultiple doses
t hereof for the treatnent of human bei ngs".

| ndependent clains 1 and 2 of the eighth auxiliary
request read as follows:

"1. A pharmaceutical conposition for nethotrexate
rescue, which conprises an anount of 10.4g of cal cium
5-fornyl tetrahydrofol ate conprising 91% by wei ght of
cal cium 5-fornyl -(6S)-tetrahydrofol ate, the bal ance
bei ng cal cium5-fornyl-(6R)-tetrahydrofol ate; the
conposition being in the formof an adult human daily
dosage of 25 to 150ng of cal cium 5-fornyl - (6S)-
tetrahydrofolate in conbination with a pharnmaceutically
acceptable carrier, which is divided into multiple
doses.



1860. D

- 8 - T 0752/ 94

2. A pharnmaceutical conposition for treating

col orectal cancer together with 5-fluorouracil, which
conpri ses an amount of 10.4g of cal cium 5-fornyl
tetrahydrofol ate conprising 91% by wei ght of cal ci um 5-
fornyl - (6S)-tetrahydrofol ate, the bal ance being cal ci um
5-fornyl - (6R)-tetrahydrofol ate; the conposition being
in the formof an adult human daily dosage of 200 to
2000mg of cal cium 5-fornyl-(6S)-tetrahydrofolate in
conbination with a pharnmaceutically acceptable carrier,
which is divided into nultiple doses.”

| ndependent claim1 of the ninth auxiliary request is
the sane as claim2 of the eighth auxiliary request.

| ndependent claim1 of the tenth auxiliary request is
the sane as claim1l of the eighth auxiliary request.

| ndependent claim 1 of the eleventh auxiliary request
differs fromthe independent claim1l of the sixth
auxiliary request by the insertion of an additional
feature after the expression "the bal ance being cal ci um
5-fornyl -(6R)-tetrahydrofol ate;" which reads as

foll ows:

"and whi ch has been produced as a result of separation
by their different solubility characteristics in a
pol ar solvent of a (6S) diastereoisoner froma mxture
cont ai ni ng equal anounts of (6S) and (6R)

di ast er eoi soners; "

| ndependent claim1 of the twelfth auxiliary request
differs fromthe independent claim1l of the seventh
auxiliary request by the insertion of the sane
additional feature as in the eleventh auxiliary
request.
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| ndependent clains 1 and 2 of the thirteenth auxiliary
request differ respectively fromthe independent
clainms 1 and 2 of the eighth auxiliary request by the
insertion of the same additional feature as in the

el eventh auxiliary request.

| ndependent claim1 of the fourteenth auxiliary request
corresponds to claim2 of the thirteenth auxiliary
request .

| ndependent claim1 of the fifteenth auxiliary request
is the sane as claim1l of the thirteenth auxiliary
request.

| ndependent clains 1 and 2 of the sixteenth auxiliary
request read as follows:

"1. Calciumb5-fornyl tetrahydrofolic acid which
conprises substantially pure (as herein defined) (6S)
di ast ereoi sonmer thereof, the balance being the (6R)

di ast ereoi sonmer; for use in the manufacture of a

medi cament for use together with a therapeutically
effective anount of 5-fluorouracil in the treatnent of
col orectal cancer, the nedi canent being in the form of
an adult daily dosage of 200 to 2000ngy of said (6S)

di astereoi soner divided into nultiple doses.

2. Calcium5-fornyl tetrahydrofolic acid which
conprises substantially pure (as herein defined) (6S)
di ast ereoi sonmer thereof, the balance being the (6R)
di ast ereoi sonmer; for use in the manufacture of a

medi cament for nethotrexate rescue in the formof an
adult human daily dosage of 25 to 150ng of said (6S)
di ast ereoi sonmer divided into nultiple doses."
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| ndependent clainms 1 and 2 of the seventeenth auxiliary
request differ respectively fromthe independent

claims 1 and 2 of the sixteenth auxiliary request by
the insertion of an additional feature after the
expression "the bal ance being cal cium5-fornyl-(6R)-
tetrahydrofol ate; " which reads as foll ows:

"and whi ch has been produced as a result of separation
by their different solubility characteristics in a
pol ar solvent of a (6S) diastereoisoner froma mxture
cont ai ni ng equal anounts of (6S) and (6R)

di ast er eoi soners; "

| ndependent claim 1 of the eighteenth auxiliary request
reads as foll ows:

"1. Calciumb5-fornyl tetrahydrofolic acid in an anmount
of 10.4g conprising 91% by wei ght of the (6S)

di ast ereoi sonmer thereof, the balance being the (6R)

di ast ereoi sonmer; for use in the manufacture of a

medi cament for the treatnment of human beings, said

medi canment conprising a sufficient amobunt of said
calcium5-fornyl tetrahydrofolic acid for the
production of nultiple therapeutically-effective doses
of said nedicanment."

| ndependent claim 1 of the nineteenth auxiliary request
differs fromthe independent claim1l of the eighteenth
auxiliary request by the insertion of an additional
feature after the expression "the bal ance being the
(6R) di astereoi soner;" which reads as foll ows:

"and whi ch has been produced as a result of separation
by their different solubility characteristics in a
pol ar solvent of a (6S) diastereoisoner froma mxture
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cont ai ni ng equal anounts of (6S) and (6R)
di ast er eoi soners; ".

| ndependent claim 1 of the twentieth auxiliary request
reads as foll ows:

"1l. A process for the preparation of substantially
pure (6R) or (6S) diastereoisonmer of a derivative of
tetrahydrofolic acid or a salt or ester thereof which
process conprises the steps of:

(a) attaching a chiral auxiliary group at either N5
or N-10 of a m xture of 6R and 6S di astereoi soners
of tetrahydrofolic acid or of a substituted
tetrahydrofolic acid or salt or ester thereof, so
as to forma pair of new di astereoisoners, the
chiral auxiliary group being (-)
ment hyl oxycar bonyl, (-) bornyl oxycarbonyl or (-)

i sobor nyl oxycar bonyl ;

(b) separating the pair of new diastereoi soners and
recovering the new di astereoi soners (6R or 6S) so
formed corresponding to said desired (6R or 65)

di ast ereoi soners; and

(c) renoving the chiral auxiliary group so as to
convert the substantially pure new di astereoi soner
so isolated into the correspondi ng desired
substantially pure (6R) or (6S) diastereoi sonmer of
a derivative of tetrahydrofolic acid or salt or
ester thereof.

and is the sane as the claim1 that the Exam ning
Di vision found patentable (see points Il and Vi
above) . "
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Oral proceedings were held before the Board on 24 My
2000. At the beginning of the oral proceedings, the
Board observed that the Appellant's attenpt to

formul ate all owable clainms directed, in particular, to
pharmaceutical conpositions, processes for their
preparation, use and/or product clainms for a specific
chem cal conmpound had led to the subm ssion of not |ess
than 30 different requests. In view of this and given
that in the comunication attached to the sumons to
oral proceedings, the Appellant was invited to file
anended requests at the |atest one nonth before the
date of the oral proceedings, the Appellant's right to
anmend the clains was regarded as exhaust ed.
Consequently, the Board was not prepared to accept any
anmendnent of any of the clainms submtted in the

Appel lant's letter dated 20 April 2000 as main and
auxiliary requests 1 to 20 or to consider any fresh
claimor request. The only clains to be addressed at
the present hearing were thus the clains of the twenty
one requests filed with the Appellant's letter dated
20 April 2000.

The Appellant's subm ssions both in the witten
proceedi ngs and at the oral proceedings regarding the
requirenments of Articles 123(2) and 84 EPC concerning
t he pharnmaceutical conpositions or use clains of the
mai n request or the auxiliary requests | to Xl X can be
sunmari sed as foll ows:

- The expression "substantially pure (as herein
defined) cal cium5-fornyl-(6S)-tetrahydrofol ate”
was supported by the content of the application as
filed (see claim?20 and page 7, lines 1 to 4). In
addition, this expression was clear in view of the
said parts of the application as filed and,
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furthernore, was justified to render the clains
conci se.

- The expression "the bal ance being cal ci um
5-fornyl - (6R)-tetrahydrofolate” is supported by
the exanple 1 in relation with schenme 1, from
whi ch the person skilled in the art would have
unanbi guously derived that the reduction of folic
acid with sodi um borohydride created a m xture of
(6R) and (6S) tetrahydrofolic acid
di ast er eoi soners.

- The feature related to the daily dosages of 25 to
150nmg or 200 to 2000ny divided into nmultiple doses
was supported by the application page 8, line 26
to page 9, line 15. Those doses were standard
doses and depended, as shown by the declaration of
Doct or Soukop, on the dosage of the nedi cament
adm ni stered and the pharnmacokinetics in the
i ndi vi dual .

- The feature related to the process of separation
of the diastereoisomers was supported by the
application as filed page 5, lines 12 to 17.

- The amount 10.4g of cal ci um 5-fornyl
tetrahydrofol ate conprising 91% by wei ght of
cal cium 5-fornyl -(6S)-tetrahydrofol ate was
supported by exanple 1 in conbination with
schene 4. In particular, exanple 1(v), page 13 of
the application as filed disclosed the preparation
of a first crop of calciumb5-fornyl-(6S)-
tetrahydrofolate (7.29) and further crops
totalling 3.2g. These crops cone fromthe
transformati on of 5, 10-Methenyl - (6R)

1860. D Y A
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tetrahydrofolic acid chloride, itself comng from
5-(-) Ment hyl oxycar bonyl - (6S) tetrahydrofolic acid
(91% i sonerically pure) as starting product.

In addition, the Board questioned the alleged
purity of 91% of 5, 10-Methenyl-(6R)
tetrahydrofolic acid chloride and, derived from
that, the purity of the final crops collected
totalizing 10.4qg; firstly, it did not seemclear
whet her the starting

5-(-) Ment hyl oxycar bonyl - (6S) tetrahydrofolic acid
had a purity of 91% or 92% (see schene 4) and,
secondly, it was al so questionabl e whet her the
different crops of cal cium 5-fornyl-(6S)-
tetrahydrofolate totalizing 10.4g all had a purity
of 91% The Appellant argued that this purity was
given with sone approxi mation but within
acceptable limts.

- The use of calcium5-fornyl tetrahydrofolic acid
whi ch conprises substantially pure (as herein
defined) (6S) diastereoisoner thereof, the bal ance
being the (6R) di astereoi soner; for use in the
manuf act ure of a nedi canent, was supported by
either claim?21 or claim?22 as originally filed
and the description, page 8, lines 21 to 24.

The Appel l ant requested that the inpugned decision be
set aside and the case be remtted to the first
instance for further prosecution on the basis of the
mai n request or one of the auxiliary requests.

At the end of the oral proceedings the decision of the
Board was given orally.
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Reasons for the Decision

1860. D

The Appeal is adm ssible

Mai n Request

Conpliance with Article 84 EPC and Rule 29(6) EPC

Article 84 EPC states, in particular, that the clains
define the matter for which protection is sought; they
shall be clear and concise. This article is

conpl emented by Rule 29 EPC. As the matter for which
protection is sought is defined by the clains, their
drafting is therefore particularly inmportant, because
the scope of the protection in accordance with

Article 69 is decided in accordance with the content of
the clains. It nust also be pointed out that the clains
nmust be worded so that the person skilled in the art
can understand what the technical contribution to the
art is. These requirenents are, in particular,
inmportant for the essential technical features.

In that context, the expression "substantially pure (as
herein defined)"” present in the clains 1 and 2 of this
request does not satisfy the requirenent of clarity of
Article 84 EPC for this would create uncertainty in
respect of the matter for which protection is sought as
in the description this termis stated to refer to the
purity of a diastereoi somer of greater than 75%
preferably greater than 80% or 90% and nost
preferably greater than 95% (see page 7, lines 1 to 4).
The Appellant's argunents that the said expression is
clarified by the statenment in the description nust thus
be rejected as it is at variance with the facts.
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Mor eover, Article 84 EPC prescribes that the clains
nmust be clear. Consequently, it is not admssible to
remedy an unclarity of a termin the clains, i.e.
substantially pure, by introducing a reference to the
description even if the latter were free of any
anbiguity. Indeed, Rule 29(6) states that clains shal
not, except where absolutely necessary, rely, in
respect of the technical features of the invention, on
reference to the description. As the Appellant failed
to show such exceptional circunstances, the Board
considers that the present request contravenes

Rul e 29(6) EPC (see 150/82, QJ EPO, 1984, point 3 of
the reasons). For those reasons the said clains are not
clear within the nmeaning of Article 84 EPC

The fact that the clains nust al so be conci se does not
preclude the mandatory requirenment of clarity.

It is therefore the Board's conclusion that the present
request does not neet the requirenments of Article 84
EPC and Rul e 29(6) EPC.

Auxiliary requests I, I, I, IV, V

Conpliance with Article 84 EPC and Rule 29(6) EPC

Claim1l1l of each of the auxiliary requests I, II, 111,
IV, V contain the same technical feature as clains 1
and 2 of the main request, i.e the expression
"substantially pure (as herein defined)". Therefore,

t hose auxiliary requests suffer fromthe sane
deficiency and are not allowable under Article 84 EPC
and Rule 29(6) EPC for the reasons set out in point 2.1
above.
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Auxi liary request VI

Conpliance with Article 123(2) EPC - Fair basis

In the Board's judgnent, an anmount of 10.4g of cal cium
5-fornyl tetrahydrofol ate conprising 91% by wei ght of
cal cium 5-fornyl - (6S)-tetrahydrofol ate, the bal ance
bei ng cal cium 5-fornyl - (6R)-tetrahydrofolate is not
directly and unanbi guously derivable fromthe content
of the application as filed.

First, contrary to the view expressed by the Appell ant,
it is not clear fromthe exanple 1(v) that the starting
5, 10- Met henyl - (6R) tetrahydrofolic acid chloride is 91%
isonmerically pure, as the only information given there
is that 17.5g of substance are used w thout any

i ndication of purity. Furthernore, the resulting
calcium5-fornyl-(6S) tetrahydrofolate is obtained in
several crops. There is no indication that the cal ci um
5-fornyl -(6S) tetrahydrofol ate of each crop has the
sanme purity especially since "Schene 4" referred to in
exanple 1 shows a difference in purity between the
first and second crop (91% and 92% respectively) and
the application as filed contains nothing which would
support the Appellant's allegation that purity was
given with sone approxi mation but wi thin acceptable
[imts. The only concrete facts are that in the
application as filed a clear distinction is nmade
between a purity of 91% or 92% and that the first and
second crops do not show the sanme purity. However, in
order to be all owabl e, an anendnent under

Article 123(2) EPC nust satisfy a rigorous standard,
i.e. one equivalent to "beyond reasonabl e doubt" (see
T 383/88 of 1 Decenber 1992, point 2.2.2 of the
Reasons, cited in the Case Law of the Boards of Appeal
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of the European patent Ofice, 3rd edition 1998,
page 225).

As the Appellant failed to show that the technical
feature at stake has a proper basis in the application
as filed, claim1l of the present request contravenes
Article 123(2) EPC and this request is therefore not

al | owabl e.

Auxiliary requests VII, VIII, XI, X, XI, XIl, XII,
XV, XV, XVI, XVII, XVIII and Xl X

Conpliance with Article 123(2) EPC - Fair basis

Claim1l1l and, in addition, either claim2 or 3 of the

auxiliary requests VII, VIII, XI, X X, XI, XIl, XV,
XV, XVI, XVIlI, XVIIl and Xl X contain the sane technical
feature as claim1l of the sixth request, i.e the

expression "an anmount of 10.4g of cal cium 5-fornyl
tetrahydrofol ate conprising 91% by wei ght of cal ci um 5-
fornyl - (6S)-tetrahydrofol ate, the bal ance being cal ci um
5-fornyl - (6R)-tetrahydrofolate". Those auxiliary
requests suffer the same deficiency as the latter and
are therefore not allowable under Article 123(2) EPC
for the reasons set out in point 4.1 above.

Auxi liary request XX

Article 111(1)- Remttal to the first instance

Clainms 1 to 8 of the present request are identical to
claims 1 to 8 which the Exami ning Division already

found all owabl e in the decision under appeal (see
poi nt VI above).
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Since the Appellant is not adversely affected by this
acknow edgnent, there is no need for the Board in the
present situation to exercise any power under

Article 111(1) EPC to deal with the subject-matter of
said clainms. It is therefore appropriate to remt the
case for further prosecution to the first instance,

whi ch shall be bound by the ratio decidendi of its own
decision with respect to the novelty and inventive step
of said clains.

Or der

For these reasons it is decided that:

1. The i nmpugned decision is set aside.

2. The case is remtted to the first instance for further
prosecution on the basis of Clains 1 to 8 of auxiliary
request 20 filed with the letter dated 20 April 2000.

The Regi strar: The Chai r man:

N. Maslin A. Nuss

1860. D



