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Summary of Facts and Subm ssi ons

3113.D

The appeal lies fromthe Exam ning Division's decision,
despatched on 9 March 1994, refusing European patent
application No. 90 121 211.8, which was published as
EP- A-0 431 328 and which is a divisional application of
Eur opean patent application No. 85 307 108.2, published
as EP-A-0 178 826. The patent application was refused
because the Exam ning Division considered that neither
the requirenment of Article 83 EPC nor that of

Article 123(2) EPC was fulfill ed.

The deci sion was based on the description as originally
filed and a set of 11 cl ai ns.

As far as the requirenent of Article 83 EPC was
concerned, the Exam ning Division considered that the
only information about the preparation of the clained
conpounds in the application, saying that they could be
prepared by standard nethods described in the chem cal
l[iterature, was not sufficient to allow a skilled
person to carry out the invention, because neither
starting materials nor processes for preparing the

cl ai med conpounds were nentioned in the application,
and the docunents cited by the Appellant (Applicant)
during the exam nation procedure were not convincing
evidence that the preparation of the clainmed conpounds
was part of the skilled person's common gener al

know edge. Reference was nade to decision T 206/83 (QJ
EPO 1987, 5).
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Wth his reply to a communication of the Board pursuant
to Article 11(2) of the Rules of Procedure of the
Boards of Appeal, the Appellant filed with a letter of
22 Cctober 1996, received on 24 Cctober 1996, an
"Auxiliary set of Clainms 1 to 11" and a "Second set of
auxiliary claims 1 to 11". Furthernore, during the oral
proceedi ngs, which took place on 23 Septenber 1998, he
filed a "Third set of auxiliary clains 1 to 4".

Caim5 of both the "Auxiliary set of Clains 1 to 11"
and the "Second set of auxiliary clainms 1 to 11" read
as foll ows:

"5. Conpounds as clainmed in any of the preceding clains
and having the formula (X 2):

CO.CH,

o
o,
“SCH. (%.2)

RO
wherein Ris an optionally substituted phenyl or an
optionally substituted benzyl group, and Y is a
hydrogen or a hal ogen (fluorine, chlorine or brom ne)
atomor a nethyl, nmethoxyl, nitro, nitrile, carboxyl or

met hoxycar bonyl group."

The only independent claimin the "Third set of

auxiliary clains 1 to 4" read:

"1. Conpounds of the formula (X 1):

3113.D
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x s
r&irhhxf’; QECHH
—_— | i (X.1)

wherein X, Y and Z, which nmay be the sane or different,
are hal ogen atons, or optionally substituted al kyl,
optionally substituted al kenyl, optionally substituted
aryl, optionally substituted al kynyl, hal oal kyl,

al koxy, hal oal koxy, optionally substituted aryl oxy,
optionally substituted aryl al koxy, optionally
substituted acyl oxy, optionally substituted am no,
optionally substituted arylazo, acylam no, nitro,
nitrile, -COR, -CONRR, -COR, -CR=NR, or -N=CRR®
groups, or Y or Z or both are hydrogen atons; and R,
R, R, R, R, R, R and R°, which may be the sane or
different, are hydrogen atons or al kyl, cycloal kyl,

al kenyl , al kynyl, optionally substituted aryl,
optionally substituted aral kyl or cycl oal kyl al kyl
groups; provided that when Y and Z are both hydrogen
then X is not 2-COCH, fluoro, chloro, trifluoronethyl,
C., alkyl, C

-4 -4

added)

al koxy, 4-bronmo or 4-nitro." (enphasis

In support of his subm ssion that none of the sets of

cl ai rs added subject-matter extendi ng beyond the
content of the application as filed, the Appellant
contended that it was clear fromthe application as
filed that the clai ned conpounds could be used to nake
all of the conpounds of fornmula (1), and that,
consequently, all the limtations or specifications
applying to the conpounds of fornmula (1) applied to the

3113.D
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cl ai med conpounds as wel | .

Addi tionally, the Appellant submtted that, due to the
provi so, as defined in any of the sets of clains,
conpounds enbraced within the broad definition of the
conpounds of formula (X 1) and known fromthe follow ng
references were excluded fromthe scope:

(1) J. Am Chem Soc. 97(1), 242-4 (1975),

(2) J. Med. Chem 22(7), 845-9(1979),

(3) DE-A-2 651 008,
(4) DE-A-3 317 356,

(5) Chem Abs. 84: 74742z (1976) and

(6) Soul Taehakkyo Yakhak Nonmunjip 9, 37-40 (1984).

The Appellant also submtted that the description of
the application in suit unanbi guously invited a skilled
person to consult the standard chem stry textbooks and
t hat, consequently, he or she would have found
processes for preparing the clainmed conpounds and
starting materials w thout any undue difficulty at the

date of filing of the present application.

In support of this subm ssion, the Appellant provided
an affidavit by Prof. Anthony G M Barrett.

The Appel l ant requested that the decision under appeal
be set aside and that a patent be granted on the basis

of the follow ng docunents:

3113.D Y A
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(a) main request: clainms 1 to 11, filed on 24 Cctober
1996 as "Auxiliary set of clainms 1 to 11"; or

(b) first auxiliary request: clainms 1 to 11, filed on
24 Cctober 1996 as "Second set of auxiliary

claine 1 to 11"; or

(c) second auxiliary request: clains 1 to 4, submtted
during oral proceedings as "Third set of auxiliary

clains 1 to 4".

Reasons for the Decision

1. The appeal is adm ssible

Main request and first auxiliary request

2. Article 123(2) EPC

The conpounds of formula (X 2) according to Caimb5 of
both requests correspond with originally-described
compounds of formula (X) wherein R is nethyl and
wherein the phenyl group is only substituted with an Y-
and an OR-radical.

It has never been contested that in the application as
filed the only informati on about conpounds of formnula
(X) could be found on pages 52 and 53, where it is

I ndi cated that according to Schene Il conpounds of
formula (1) can be nade from conpounds of formula (X)

3113.D Y
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(page 52, lines 15 and 16) and that "R, R, X, Y and Z
t hroughout Schene |11 are as defined above" (page 52,
lines 5 and 6). Since the latter is a reference to the
definition of the radicals X, Y and Z for the conpounds
of fornmula (1), the Appellant contended that all the
limtations or specifications applying to the conpounds
of formula (I) also apply to the conpounds cl ai ned at
present.

However, the conmpounds of formula (1) are only
described in the application as filed with the XY, Z-
substitution as defined on page 1, lines 6 to 25;

page 2, lines 10 to 23; page 3, lines 1 to 14; and from
page 3, line 15, to page 4, line 19, and in none of
these citations is the substitution pattern of the now
cl ai med conpounds, achieved by the specific conbination
of Y and OR on the phenyl ring of the conpounds of
formula (1), nmentioned. Therefore, in the Board's

j udgnent the conpounds of fornmula (X 2) were not
directly and unanbi guously derivable fromthe teaching

of the application as filed.

The Appel |l ant argued that a basis for conpounds of
formula (1) having the specific conbination of Y and OR
on the phenyl group could be found on page 4, |ines 20
to 26, of the application as filed, where they were

defined as conpounds of forrmula (X).

However, since, contrary to the disclosure in

connection with the conpounds of fornmula (1), it was
nowhere nentioned that conpounds of formula (X) were
suitable for preparing conpounds of formula (XlI), in

the Board's view a skilled person woul d not have

3113.D Y A
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directly and unanbi guously derived fromthe application
as filed that conpounds of fornmula (X 2) would be
suitabl e internmedi ates for preparing conpounds of

formula (1).

Fromthe above it follows that claim5 of both the main
and the first auxiliary request contain subject-matter
whi ch ext ends beyond the content of the application as
filed. Consequently, the applications in accordance
with both these requests do not neet the requirenents
of Article 123(2)EPC

3. The two requests nust therefore be refused (Rule 66(1)
EPC in conjunction with Article 97(1) EPC).

Second auxiliary request

4. Article 123(2) EPC

The conmpounds defined in Cains 1, 2, 3 and 4
correspond with the conpounds of formula (X) wherein R
is methyl and wherein X, Y and Z represent the
substituents as defined for the conpounds of fornula
(1) on page 1, lines 8 to 25; page 2, lines 12 to 23;
page 3, lines 3 to 14; and page 3, line 17, to page 4,
line 19, respectively, of the application as filed,

wi th the exclusion of those conpounds having a fused
ringsystem the known nethyl 1-phenyl acrylate and the
conmpounds disclosed in the references (1) to (6).

Since it is clear fromthe application as filed that
the met hyl esters of the conpounds of fornmula (1) are
preferred (page 2, lines 8 and 9) and that such

3113.D Y A
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conpounds can be prepared from conmpounds of formula (X)
(page 52, line 15, to page 53, line 5 and Schene I11),
wherein X, Y and Z are defined as X, Y and Z in the
conmpounds of fornula (1) (page 52, lines 5 and 6), and
since, as already pointed out, the definitions for X, Y
and Zin Cains 1 to 4 correspond with the four
definitions of those radicals given in the application
as filed, the Board cones to the conclusion that the
conmpounds defined in Clains 1 to 4 are directly and
unamnbi guousl y derivable fromthe application as filed.

Article 54 EPC

Si nce conpounds of formula (X 1) wherein Y and Z are
bot h hydrogen and X is 2-COOCH,, 4-bronmpo or 4-nitro are
di sclosed in references (2) (conmpound 14 in schene 11,
page 846), (5) (the first conmpound nmentioned in the
abstract) and (6) (conpound 10h as defined on page 39)
and since such conpounds wherein Y and Z are hydrogen
and X is a fluoro-, a chloro-, a trifluoronethyl, a C_,
alkyl, or a C_, al koxy are generically disclosed in
reference (4) (see the only claim and specifically

di sclosed in references (1) [conmpound 7 (2-nethoxy) in
Schenme 1] and (3) [see exanple 5 (3-chloro)], the Board
is satisfied that the subject-matter of Clains 1 to 4
is made novel vis-a-vis the disclosure of the cited
references (1) to (6) by the disclainer.

Moreover, the Board finds that in the present case a

di sclaimer is a suitable nethod of avoiding
anticipation by references (1) to (6) since the
subject-matter of Clains 1 to 4 cannot be restricted on
the basis of the original disclosure in positive terns

3113.D Y
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wi thout unduly inpairing its clarity and conci seness.
This finding is in accordance with the jurisprudence of
t he Boards of Appeal of the EPO (T 597/92, QJ EPO 1996,
135, point 3 of the Reasons).

Article 83 EPC

The Board considers that questions of sufficiency of

di scl osure are questions of fact which have to be
answered on the basis of the avail abl e evidence having
regard to the bal ance of probabilities in each

i ndi vi dual case (see eg T 409/91, QJ EPO 1994, 653,

poi nt 3.5).

In the present case, the only instruction directly
related to the preparation of the clained conpounds can
be found on page 53, lines 6 to 8, of the application
as filed (page 49, lines 54 and 55 of the published
version), indicating that:

"Conpounds of general fornulae ... (X) can be prepared
by standard nethods described in the chem cal
literature".

When assessi ng whet her or not the application discloses
the invention in a manner sufficiently clear and
conplete for it to be carried out by a person skilled
inthe art and taking into account that the skilled
person to whomthe application in suit is addressed is
necessarily a chem st with an organic synthesis
background, the question arises whether such chem st
woul d have been able to find processes for preparing

t he cl ai med conpounds by taking into consideration

met hods descri bed in standard chem cal textbooks.

3113.D
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In the decision under appeal the Exam ning D vision
found that in the standard textbooks cited during the
exam nation procedure only the preparation of
unsubstituted 1-phenyl acrylic acids or esters were
descri bed, whereas the application in suit was
concerned wth 1-phenyl acrylic acid esters bearing
substituents on the phenyl-ring. Furthernore, the
Exam ning Division held that the substituents X Y and
Z in the substituted nmethyl 1-phenyl acrylic acid
esters according to the application in suit enbrace a
vari ety of meanings whose influence on the reaction,
including reactivity towards the reagents used in the
cited nethod, would be unpredictable (see page 7, first
par agr aph of the decision under appeal).

The Appellant submtted that a skilled person would
recogni se that the nethods for preparing esters of
unsubstituted 1-phenyl acrylic acid could equally be
used for substituted derivatives and that sone
substituents, which are not inert in the reaction
medi um may be protected by commonly used techni ques.

Mor eover, in support of his argunent that, taking into
account the common general know edge, a skilled person
woul d have been able to carry out the invention with a
reasonabl e expectation of success, the Appellant filed
wth the statenent setting out the grounds of appeal an
affidavit by Prof. Anthony G M Barrett, indicating in
particular that fromthe 1968 edition of "Advanced
Organic Chem stry: Reactions, Mechani sns, and
Structure" by Jerry March, referred to as docunent

(11), a skilled person would have been directed to a

3113.D
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variety of general nethods which could have been used
to make the clainmed conpounds with very little
experinmentation. To further support this statenent,
Prof. Anthony G M Barrett indicated nine reaction
met hods which a skilled person would have taken into
consideration for preparing the clained conpounds and,
as an exanple, he cited the Wttig reaction as an

obvi ous choice, due to the structural anal ogy of the
cl ai med conpounds with the conpounds of forrmula (1),
whi ch may al so be prepared by a Wttig reaction in the
application in suit.

However, since in the present case no evidence is
avai l abl e by which the content of the affidavit of

Prof. Anthony G M Barrett could be challenged, the
Board has no reason to assune that a skilled person
woul d have been unable to prepare the cl ai ned conpounds
by only using standard net hods bel onging to the common
general know edge in this field.

Mor eover, the Exam ning Division, when objecting that
the reactivity of sone (unspecified) substituents on
t he phenyl ring would be unpredictable, has nerely
specul ated, w thout providing any substantiating

evi dence for this.

In the Board' s judgnent there is no reason to doubt
that the Appellant is correct when he asserts that it
is common practice for a skilled person, ie a chem st
with an organi ¢ synthesis background, conducting
reactions on organic structures containing substituents
which are not inert to the reaction nedium to convert

such substituents into a derivative stable to the

3113.D Y A
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medi um and, havi ng conducted the reaction, to convert
the derivative to the original substituent or to carry
out the substitution only after having conducted the
said reaction

6.6 The Board thus cones to the conclusion that the
application in suit nmeets the requirenment of Article 83
EPC.

6.7 This finding is not in contradiction with the principle
cited under point 11 of the Reasons in T 206/83 and
relied upon by the Exam ning Division (see page 8, |ast
par agr aph of the decision under appeal), nanely that a
docunent does not effectively disclose a chem cal
conpound, even though it states the structure and the
steps by which it is produced, if the skilled person is
unable to find out fromthe docunent or from common
general know edge how to obtain the required starting
materi als or internedi ates.

In that case not only the specification was silent as
to how the starting nmaterials could be obtained, but
al so evidence was adduced showi ng that they could not
be prepared by any standard nethod described in the
literature and that the skilled person would have had
no way of knowi ng how to nake them wi t hout the benefit
of an inventive contribution, which is not the case

here as is clear fromthe above consi derati ons.

Conclusion

7. The Board considers that the case should be renmtted to

the Exami ning Division for further prosecution as

3113.D Y A
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provided for in Article 111(1) EPC in order to exam ne
t he conpliance of the application and the invention to
which it relates with the other requirenents of the
EPC.

For these reasons it is decided that:

The deci sion under appeal is set aside.

The case is remtted to the first instance for further
prosecution on the basis of Clains 1 to 4, submtted

during oral proceedings.

The Regi strar: The Chair man:

E. Gorgmaier A Nuss

3113.D
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