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Summary of Facts and Subm ssi ons

2295.D

The Appellant (proprietor of the patent) |odged an
appeal agai nst the decision of the Opposition D vision
by whi ch European patent No. 285 608 was revoked in
response to an opposition which had been fil ed agai nst
the patent as a whole on the grounds that the subject
matter clainmed was not patentable under Article 100(a)
EPC (Articles 54 and 56 EPC) and Article 100(c) EPC
(Article 123(2) EPC).

The deci si on was based on the clains as anended during
the oral proceedings before the Qpposition D vision,
claim1l reading as foll ows:

"A water-in-oil enul sion conprising:

(A) a continuous oil phase;

(B) a discontinuous aqueous phase;

(C a mnor enulsifying anbunt of at |east one salt
made by reacting conmponent (C)(l) wi th conponent

(O (lI'l) under salt-formng conditions, conmponent (C) (1)
bei ng at | east one hydrocarbyl -substituted carboxylic
acid or anhydride, or ester or am de derivative of said
acid or anhydride, the hydrocarbyl substituent of

(O (l) being either a purely hydrocarbyl or a
substantial ly hydrocarbyl group having an average of
from20 to 500 carbon atons, and conponent (O (I1)
bei ng at | east one secondary or tertiary am ne,
provided that the salt conprises external salt;

and

(D) a functional anpbunt of at |east one water-sol uble,
oi | -insol uble functional additive dissolved in said
aqueous phase; said functional additive being one or
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nore oxygen-supplying salts, one or nore non-oxidi zi ng
acids, or one or nore borates, phosphates and/or

nol ybdates; with the proviso that when conmponent (D) is
anmmonium nitrate, conponent (C) is other than an
ester/salt forned by the reaction of polyisobutenyl-(MW
950) - substi tuted succinic anhydride with

di et hyl et hanol amne in a ratio of one equival ent of
anhydri de to one equival ent of am ne".

L1l I n support of the opposition the follow ng docunents
were cited:

D1: EP-A-0 155 800

D2: EP-A-0 018 085

D3: Affidavit by M Riga (LUBRI ZOL Corp.) dated
18 Cctober 1989, pages 1 and 7 to 10

D4: Affidavit by M Wade (LUBRI ZOL Corp.) dated
18 Cctober 1989, pages 1, 7 to 9 and 13

| V. The Opposition Division held in particul ar:

Regarding Article 123(2) EPC, the Qpposition D vision
considered that claiml1l net the requirenents of said

article in that both the wording "the salt conprises

external salt" and the restriction to "secondary and

tertiary am nes" were disclosed in the application as
filed.

Regardi ng the novelty issue, the Qpposition D vision

hel d that the subject matter of claim1l was novel in
view of the Exanple 14 of D1 in so far as this exanple

2295.D Y A
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di d not discl ose unanbi guously the presence of an
external salt. As far as the disclainer related to the
expl osi ve conposition disclosed by a prior comrercia
use was concerned (see affidavits by M Riga and

M Wade), the Qpposition division held that said

di scl ai mer conferred novelty on the claim1.

Regardi ng i nventive step, the Qpposition Division held
that the subject-matter of claiml1 did not involve an

i nventive step in the light of docunents D1, D3 and D4.
In this context, in particular, the follow ng issues
arising fromthe fact that claim1 covered expl osive
ermul si ons were consi dered:

In view of Exanple 14 of D1, the presence of an
external salt, which was alleged to increase the
overall conductivity of the emulsifier, did not involve
an inventive step on the ground that a conparison with
the electrical conductivity disclosed in D1 was not
possi bl e.

As regards Exanple 24 of D1, selecting a secondary or
tertiary amne did not involve an inventive step on the
ground that no effect or nerits of said selection had
been shown.

As to D3 and D4, it was within the anbit of the man
skilled in the art to nodify the disclosed expl osive
conposi tion by choosing technical equival ents known
from DL.

V. Together with the statenent of the grounds of appeal,

the Appellant submitted conparative experinental data,
and a new set of clains, which becane the second

2295.D Y A
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auxi liary request at the Oral proceedings before the
Boar d.

In respect of claiml1l of this second auxiliary request,
the Appellant submitted that the support for

di net hyl et hanol am ne as conponent (C)(Il) in the
proviso is found in original claim38 and on page 47,
lines 12 to 16 and 20 to 21. According to the
Appel l ant, the general fornmula for the tertiary hydroxy
am ne R(R)NR OH i ndivi dual i zes di net hyl et hanol am ne
because each R substituent may be a hydrocarbyl group
of one carbon and R substituent may be a dival ent

hydr ocar byl group of two carbon atons.

In reply the Respondent (Opponent) argued that in
claim1l the expression "conprises an external salt" did
not conply with Articles 123(2) and (3) EPC in that the
description nmakes no distinction between internal and
external salts for invention purposes. The only

requi renment throughout the text is a "salt" between
(O(1) and (O (Il). And still less is any support to be
found for the wording "when said enmulsion is an

expl osi ve emul si on" and "conprising an external salt"”
in this claim

Furt hernore, the Respondent argued that the neaning of
"external salt" had been extended beyond the definition
given in the application as filed in so far as the
Appel lant intended it to conprise the salts resulting
fromthe reaction between "(C) (1) conponent and free
and unreacted (C)(I11) conponent™.

The Respondent al so di sputed the novelty of the patent
in suit in view of Exanple 14 of D1 and the inventive
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step in view of docunments D1, D3 and D4.

Oral proceedings were held on 3 August 1999. The duly
summoned Respondent had announced previously that he
was not able to participate in the oral proceedings at
this date or, indeed, at any tine, but that he

mai ntai ned his earlier position on the case. The ora
proceedi ngs thus took place in the absence of the
Respondent (Rule 71(2) EPC).

At the oral proceedings, the Appellant, upon having
been made aware by the Board of another possible

obj ection under Article 54(2) EPC in view of the
docunent US-A-3 269 946 (D5) cited inter alia in the
application as filed on page 2, line 1, submtted four
new sets of clains as a nmain request, 1st, 2nd, 3rd
auxiliary request respectively, claiml of either of
those requests reading as foll ows:

Mai n request

1. A water-in-oil emrulsion which is an expl osive
emul sion or an acidizing fluid conprising:
(A) a continuous oil phase;
(B) a discontinuous aqueous phase;
(© a mnor enulsifying anount of at |east one
salt nmade by reacting conmponent (C)(l) with
conponent (C)(I1) under salt-form ng conditions,
conmponent (C) (1) being at |east one hydrocarbyl -
substituted carboxylic acid or anhydride, or ester
or am de derivative of said acid or anhydride, the
hydr ocar byl substituent of (C)(l) being either a
purely hydrocarbyl or a substantially hydrocar byl
group having an average of from 20 to 500 carbon
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atons, and conponent (C)(I1) being at |east one
secondary or tertiary amne, provided that the
salt conprises external salt, and

(D) a functional anpbunt of at |east one water-
soluble, oil-insoluble functional additive

di ssolved in said aqueous phase; said functional
addi tive being one or nore oxygen-supplying salts
or one or nore non-oxidizing acids, with the
provi so that when conponent (D) is ammobni um
nitrate, conponent (C) is other than an ester/salt
formed by the reaction of polyisobutenyl (M=950)
substituted succinic anhydride with

di ethyl ethanolamne in a ratio of one equival ent
of anhydride to one equival ent of am ne (enphasis
added by the Board).

1st auxiliary request

Conmpared with the main request, the expression
"provided that the salt conprises external salt" was
repl aced by "provided that the salt conprises externa
salt, which external salt contains conponent (C)(II)"

(enphasi s added by the Board).

2nd auxiliary request

1. A water-in-oil emrmulsion which is an expl osive
enmul sion or an acidizing fluid conprising:
(A) a continuous oil phase;
(B) a discontinuous aqueous phase;
(© a mnor emulsifying anount of at |east one
salt made by reacting conponent (C) (1) with
conmponent (C)(I1) under salt-form ng conditions,
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conponent (C) (1) being at |east one hydrocarbyl -
substituted carboxylic acid or anhydride, or ester
or am de derivative of said acid or anhydride, the
hydr ocar byl substituent of (C)(I) being either a
purely hydrocarbyl or a substantially hydrocar byl
group having an average of from 20 to 500 carbon
atons, and conponent (C)(I1) being at |east one
secondary or tertiary am ne, provided that when
said ermul sion is an expl osive enul sion the salt
conpri ses an external salt having

di net hyl et hanol am ne as conponent (C)(I1); and

(D) a functional amount of at | east one water-

sol ubl e, oil-insoluble functional additive

di ssol ved in said aqueous phase; said functional
addi tive being one or nore oxygen-supplying salts
or one or nore non-oxidi zing acids (enphasis added
by the Board).

3rd auxiliary request

A water-in-oil enul sion which is an acidizing
fluid conprising:

(A) a continuous oil phase;

(B) a discontinuous aqueous phase;

(C© a mnor emulsifying anount of at |east one
salt made by reacting conponent (C) (1) with
conmponent (C)(I1) under salt-form ng conditions,
conponent (C)(l) being at |east one hydrocar byl -
substituted carboxylic acid or anhydride, or ester
or am de derivative of said acid or anhydride, the
hydr ocar byl substituent of (C)(1) being either a
purely hydrocarbyl or a substantially hydrocar byl
group having an average of from 20 to 500 carbon
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atons, and conponent (C)(I1) being anmoni a and/ or
at | east one am ne; and

(D) a functional anpbunt of at |east one water-
soluble, oil-insoluble functional additive

di ssolved in said aqueous phase; said functional
addi tive being one or nore non-oxidizing acids
(enmphasi s added by the Board).

The Board pointed out at the oral proceedings that, in
addition to the issues under Articles 123(2), 54(2) and
56, the additional subject nmatter had to be exam ned
fully for conpliance with the requirenents of the EPC,
particularly, in the present case, in view of

Article 84 EPC. As the patent had been attacked as a
whole, it was the Board's duty to exami ne the
allowability of the 3rd auxiliary request related to
aci di zi ng enul si ons, although in the opposition
proceedi ngs the argunents of both parties and the

deci sion of the Opposition Division were only directed
to explosive enul sions. As to novelty and inventive
step of the 3rd auxiliary request, it appeared that the
docunents US- A-4140640 (D6) and US- A-4233165 (D7,) both
cited in the application as filed on page 4, were

rel evant prior art.

The Appel lant submitted the follow ng argunents in
support of the allowability of the main request, the
1st auxiliary request and the 2nd auxiliary request,
under Article 123(2) EPC and Article 84 EPC and of the
allowability of the 3rd auxiliary request under
Articles 54 and 56 EPC:

(1) Regardi ng the main request, the Appellant
submtted that the restriction of conponents
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(O (1) to "second or tertiary am ne" was
supported by the application as filed in claim 32
which read " The enulsion of claim1, wherein
conponent (C)(I1l) conprises at |east one prinmary,
secondary and/or tertiary am ne".

The Appellant submtted that the expression "one
salt made by reacting conponents (C) (1) with
conmponent (C)(I1) under salt form ng conditions,
provided that the salt conprises external salt"”
was supported by:

- the application as filed, in particular the
passage on page 51, lines 31 to 33 or
l[ine 25 ("under salt form ng conditions"),
and

- t he comon general know edge of the man
skilled in the art as regards the neani ng of
the expression "external salt".

In particular, the Appellant expl ai ned the
difference in terms of chem cal structure between
an "external salt" which in his view neant the
associ ation of free amnes in cationic formwth
carboxyl ate as the counter ion and an "internal
salt” which in his view involved the condensation
of (O(l) with the amne (C(lIl) and possibly the
formation of a salt |ink between the free
carboxylate and the nitrogen atom of the sane
condensed nol ecul e or anot her condensed nol ecul e.

He pointed out that the "internal salt” form was
exenplified by Exanple 8, while the other
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exanpl es were related to "external salts" and
acknow edged that Exanple 8 could no | onger be
regarded as part of the invention.

The Appel |l ant added that the man skilled in the
art by applying his common technical know edge
coul d understand the distinction between
"external" and "internal salt"; he would have
understood that an excess of am ne was necessary
to obtain an "external salt". Exanple 8 was the
sol e exanple where the ratio (Q(11): (O (1) was
|ower than 1. He further argued, that the term
"conprises" nmeant that sone internal salt m ght
al so be present.

Regardi ng the 1st auxiliary request, the
Appel l ant submitted that the added wordi ng "which
external salt contains conponent (O (Il1)" was a
clarification of the distinction between
"internal salt" and "external salt" (see

point (i) above).

Regardi ng the 2nd auxiliary request, the
Appel I ant argued that the dinethyl et hanol am ne as
conmponent (C)(I1) was individualized in the
application as filed which contai ned on page 47
the formula (R (R NR -OH, wherein:

- R may be a hydrocarbyl group of one to about
ei ght carbon atons (identifying therefore
nmet hyl ),

- R may be an acyclic straight or branched
al kyl ene group such as an et hyl ene.
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He pointed out that by this anendnent a positive
restriction avoiding the use of the disclainer
was achi eved.

(iv) As to the 3rd auxiliary request, the Appell ant
submtted that the clains were al so novel over
t he content of docunents D6 and D7. He further
pointed out that, in view of the closest prior
art represented by D6, the problemto be sol ved
was to find other acidizing emul sions. None of
the cited docunents, either alone or in
conbi nation, could direct the man skilled in the
art to the solution as clained in claim 1.

The Appell ant requested that the decision under appea
be set aside and that the patent be nmaintained in
amended formon the basis of one of the sets of clains
in the version of the main, first and second auxiliary
request or in the version of the clains and the
description submtted as third auxiliary request, al
as submitted at the oral proceedings.

The Respondent made no explicit request.

At the end of the oral proceedings the decision of the
Board was given orally.

Reasons for the Deci sion

1

The Appeal is adm ssible.

Mai n request

2295.D
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In the Board's judgnent, neither the addition of the
words "which is an expl osive enul sion or an aci di zi ng
fluid" and the consequential deletion of the words "or
one or nore borates, phosphates and/or nol ybdates" from
the definition of the functional additive (D) nor the
restriction of the conponent C(lIl) to "secondary or
tertiary amnes" in claiml contravenes Article 123(2)
EPC

Article 123(2) EPC requires that a European patent
application or a European patent may not be anended in
such a way that it contains subject-matter extending
beyond the content of the application as filed. The

i dea underlying this provision is that an applicant
shoul d not be allowed to inprove his position by adding
subject-matter not disclosed in the application as
filed, which would give himan unwarranted advant age
and could be detrinental to the legal security of third
parties relying on the content of the application as
filed (see G 1/93, Q) 1994, point 9 of the reasons for
t he deci sion).

The sane principle also governs the situation where the
anmendnent results in a limtation of the scope of the
clains, be it by the addition of a technical feature,

or - as in the present case - by the deletion of the
original definitions of the functional additive (D)
(i.e. those specifically required for water-in-oi
hydraulic fluids, see page 10, |ast paragraph of the
application as filed) and of the conmponent C (I1) (i.e.
ammoni a and/ or at | east one amne) stated in the
application as filed as including amonia, prinmary,
secondary and tertiary am nes, see page 45, lines 10 to
16 of the application as filed.
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In the present case, the Board considers that this
limtation does not result in novel subject-matter as
it nmerely excludes protection for a part of the
subject-matter originally disclosed.

The Board is not convinced, however, that the added
feature "conprises an external salt" can be directly
and unanbi guously derived fromthe application as
filed.

First, the technical explanations given by the

Appel lant in the course of the oral proceedi ngs cannot
be found anywhere in the application as filed nor does
any docunented common general know edge exist in the
field concerned in support of them Furthernore, there
I's an apparent discrepancy between the decl arati on of
the Appellant at the oral proceedi ngs concerning the
necessary excess of am nes and, on the one hand, the
decl aration by the Appellant (on page 2, |ast paragraph
of the statenent of grounds of appeal), where it is

all eged that not only the ratio of equival ents of
(O((lI1) to (O(l) is critical but also the higher
reaction tenperature, and on the other hand, the fact
that the application as filed presents, as appropriate,
a wide ratio of equivalents of (CQ(Il) to (C(l) from
0.5 to 3.

Furthernore, the expression "conprises external salt”
is to be understood as neaning that there nay be
conbinations in any ratio of external salt and interna
salt, which is in line with the Appellant's own
techni cal explanations (see point Xl (i) above). This
does not appear to be supported however by the
application as filed, where the presence of one salt
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form excludes the other (page 51 "it nay be an interna
salt" or "it may be an external salt").

VWhat can be inferred fromthe part of the application
referred to by the Appellant (page 51) is that the
presence of a salt is critical, particularly, in view
of the preferred enbodi nent set out page 51, lines 26
to 30. Even this preferred variant, if ever it could
have been extended to the invention as a whole, does
not nention the presence, now required, of an "externa
salt" as a critical feature.

In view of the above, the Board therefore considers
that it cannot be established beyond any reasonabl e
doubt fromthe application as filed that the salt
obt ai ned in accordance with the teaching of patent in
suit necessarily contains "external salt".

4. Furt hernore, the Board considers that an essentia
feature of the clained invention, i.e. the term
"external salt", is objectionable under Article 84 EPC

The application as filed refers to "an external salt
wherein the ionic salt group is forned with a nitrogen
atom which is not part of the sane nol ecul e" (page 51,
lines 20 to 22). As pointed out by the Respondent at
the oral proceedings before the Qpposition division,
this definition enconpasses the salts of the follow ng
chem cal structure:

2295.D Y A
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HYD-CGH-C0-0-Et-N(Me),
éHfCOOH -
HYD—?H-CO-O-E[—N{MB)Q

CH,-COOH

whi ch the Appellant nanmed "internal salt".

By contrast, the Appellant calls "external salts" the
association of the free anmines in cationic formand the
carboxyl ate counter-ions as set out bel ow

HYD—?H-CO-O-EI-N(M&}E
CH,-COO"N{Me),(H),
ar
HYD-?H-COO*N(ME)Q(H}z
CH,-COO*N(Me),(H),

The Board concludes that the nerits of these nutually
excl usi ve theories cannot be assessed by applying the
comon technical know edge of the man skilled in the
art. The burden was on the Appellant to clarify the
nmeani ng of this essential feature but nothing rel evant
was submitted. The external salt is not even nentioned
in the "conparative experinental data" submtted with
the statenent of grounds of appeal, only the presence
of "salts" for enulsifier No. 1 is indicated there.

In conclusion, the Board considers that claim1 of the

mai n request contravenes not only Article 123(2) EPC
but also Article 84 EPC

2295.D Y A



- 16 - T 1049/ 93

1st auxiliary request

For the sane reasons as above explained in points 3 and
4, the feature "conprises external", also contained in
claim1 of this request, contravenes Article 123(2) and
Article 84 EPC. Therefore, this request cannot be

al | owed either.

2nd auxiliary request

For the sane reasons as expl ai ned above in points 3 and
4, the feature "conprises external", also contained in
claim1l of this request, equally contravenes

Article 123(2) and Article 84 EPC. Therefore this
request cannot be allowed either.

3rd auxiliary request

2295.D

The subject-matter of claim1l neets the requirenents of
Articles 123(2) and (3) EPC since it is supported by
the application as filed, in that fromthe origina

t hree groups of possible functional additives (D) only
non-oxi di zing acid(s) are retained in claim1, which
means that the only enulsions left in the clains are
those originally disclosed as acidizing fluids (see
page 56, |ast paragraph of the application as filed).
Caiml, furthernore, no |onger contains a feature
directed to "external salt”, i.e. the feature on
account of which clains 1 of the main, first and second
auxiliary requests have been objected to under

Article 123(2) EPC

The renoval of any feature directed to "external salt",
al so renoved the only reason for an objection under
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Article 84 EPC. Caim1l of the present request is
therefore clear within the neaning of Article 84 EPC

The subject-matter of claiml1l is novel with respect to
docunents D6 and D7 (see point X above) in that:

- docunent D6 relates to an acidizing water-in-oi
emul si on conprising an aqueous aci di zi ng sol ution,
an oil and a conbination of at |least one G to Cy
primary amne as a cationic surfactant and a non
ionic surfactant conprising at |east one
di et hanol am de of at least one G to Cyg fatty acid.
The di stinguishing feature lies in the nature of
the enmulsifier (C) of the present request,

- docunent D7 relates to an acidizing fluid
conprising a dispersion of a water-in-oil emul sion
in an aqueous nedium said enul sion having an
acidified internal aqueous phase and an external
i quid hydrocarbon phase conprising a blend of a
liquid hydrocarbon and from about 0,5 to about 40
wei ght percent of an oil sol uble surfactant.

The surfactants include anionic, cationic and
noni oni ¢ surfactants (columm 4, lines 26 to 54).
The distinguishing feature lies again in the
nature of the emulsifier (C) of the present
request .

In view of docunent D6, taken as the closest prior art,
the problemto be solved is to find other acidizing

wat er-in-oil emul sions. The Board is convinced that the
cl ai med enul sions represent a solution to this problem
particulary in view of Exanples A to F, page 69 of the
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application as filed.

11. The question now is whether this solution was obvi ous
for a person skilled in the art. Both docunent D6 and
D7 use an enul sifier which could in no way suggest the
emul sifier (C) as defined in claiml1l of the present
request, i.e. a salt nmade by reacting conmponent (C)(I)
wi th conmponent (C)(11) (see point |IX above).

Thus, neither docunment D6 nor docunent D7 nor the

conbi nati on of docunents D6 and D7 suggest to the
person skilled in the art choosing the emulsifier (Q
as a solution to the problemto be solved. Caim1l of
the present request therefore neets the requirenents of
Article 56 EPC.

This is also true for clains 2 to 9, which are
dependent clains directed to preferred enbodi nents of
the water-in-oil enulsion according to claim1 and
whose patentability is supported by that of claiml.

12. As regards the procedural consequences of the
respondent’' s non-appearance at the oral proceedi ngs of
3 August 1999 reference is made to the follow ng:

Where a duly sumoned party has chosen not to attend
oral proceedings (see point VIII above), the decision
to maintain the patent in suit in anended formin
accordance with a request by the patent proprietor
subm tted during those oral proceedi ngs, nmay
neverthel ess be given orally pursuant to Rule 68(1)
EPC, provided it is not based on new facts or evidence
put forward for the first tine during those ora
proceedi ngs (see G 4/92, in particular conclusion 1;
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decisions T 133/92 and T 771/ 92 both summari sed in Case
Law of the Boards of Appeal of the European Patent
Ofice, 3rd edition, pages 258, 259).

The purpose underlying said proviso is to protect a
party agai nst the adverse effects of new facts and

evi dence which it could not reasonably anticipate when
deciding not to attend the oral proceedings. It is not
in conflict with this purpose and the correspondi ng
rights of the absent opponent - be he appellant or
respondent - to consider any prior art which may be an
obstacle to the nmai ntenance of the patent in suit.
Irrespective of by whomthat state of the art was put
forward (e.g. by another opponent or by the Board on
its own notion under Article 114(1) EPC), such state of
the art does not constitute new facts within the
meani ng of G 4/92, which opinion nmay not be construed
as extending or prolonging the rights of a voluntarily
absent party. It is true, that, as a party to the
proceedi ngs, the opponent has the right to be heard,

i ncluding his argunents, on (all) the grounds on which
a decision is based (Article 113(1) EPC). This
opportunity is offered to him as it is to the patent
proprietor, by summoning all the parties to a hearing
before the Board. |If he chooses not to avail hinself of
this opportunity, his right to be heard is exhausted to
the extent that it concerns facts and argunents in
support of his position.

Were it otherw se, the absent party would be in a
privileged position, in that he would, in fact, be
given a further opportunity to submt argunents (in
witing), eg even if the facts in question (normally
prior art) were put forward by another opponent who had



2295.D

- 20 - T 1049/ 93

appeared at the oral proceedings, and the patent
proprietor, in order to overcone this new objection
had restricted his clainms accordingly. This would not
be conpatible with the principle that the parties to

t he proceedi ngs should be treated equally and woul d be
contrary to the general interest in termnating the

di spute and providing | egal security, which is a
legitimate interest of both the public and the parties
who appeared at the oral proceedings. It is thus with
good reason that, were a decision is given orally in

t he absence of the opponent, "new argunents may in
principle be used to support the reasons for the

deci sion" (G 4/92, conclusion 2). As regards prior art
which is in favour of the absent opponent, the sane

must apply.

In the present case, the clains of the patent as
granted conprised three different types of water-in-oi
ermul si ons, nanely explosive, hydraulic and acidizing
fluids. The third auxiliary request - the one
eventually held to be allowable - is limted to
acidizing fluids. In these circunstances, the Board,
for the reasons set out above, was not prevented from
exam ni ng whet her the clains of that auxiliary request
nmeet the requirenents of the EPC (G 9/91, QJ EPO 1993,
408, point 19 of the decision) in view of D6 and D7,
whi ch were found to constitute the relevant prior art.
Nor was it prevented fromtaking a final decision on
these clains at the oral proceedings.

Mor eover, the non-oxidizing acids containing enulsions
(acidizing fluids) clainmed in accordance with the
Appel I ants | ast request could not have escaped the
Respondent's attention when he filed the opposition
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agai nst the patent as a whol e.

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent in amended form nanely:
cl ai ns: l1to?9
description: pages 1 to 22
submtted as third auxiliary request at the ora
proceedi ngs on 3 August 1999.

The Regi strar: The Chai r man:

E. Gborgmai er A. Nuss
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