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Summary of Facts and Submn ssions

0212.D

The European patent No. 220 759 results from European
pat ent application No. 86 201 700.1 and clains the
priority of the Italian utility nodel application IT
23205 filed on 24 Septenber 1985.

An opposition as well as a notice of intervention
according to Article 105(1) EPC were filed against this
pat ent .

Wth its decision dispatched on 13 Cctober 1993 the
Qpposition Division rejected the oppositions (according
to Article 105(2) EPC, the intervention has been
treated as an opposition).

Caiml of the patent as granted reads as foll ows:

"1. Longitudi nal wel ding equipnent in a nmachine
for packagi ng products (14) fed on a conveyor belt (13)
driven by a notor-variator (15, 17), wherein the
products (14) are wapped inside a continuous film(21)
of plastic material having overlapping | ongitudina
edges, said equi pnment conprising a welder (44) having a
circular welding surface lying in a |ongitudina
vertical plane and overlying said |ongitudinal side
edges of the film(21) and at |east one pressure belt
(25) positioned atop said products (14) w apped inside
said film(21), characterized in that said wel der (44)
is pivotally nounted on a pivot axis (43), that neans
(45-48) to inpart a reciprocatory rocking notion to
said wel der (44) about its pivot axis (43) and neans
(28-33) to drive said pressure belt (25) are
operatively connected to said notor-variator (15, 17),
and that said pivot axis (43) is shiftable by nmeans of
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alifting and | owering device (38-42) between a | owered
positi on when the packer machine is running, in which
the wel ding surface of the welder (44) contacts said
over |l appi ng | ongi tudi nal side edges of the film (21),
and a lifted position when the packer machine is
stopped, in which the welding surface of the wel der
(44) is out of contact from said overl appi ng

| ongi t udi nal side edges of the film(21)"

An appeal against this decision was | odged on

8 Decenber 1993 by the opponent (hereinafter Appell ant
) who paid the appeal fee on 3 Decenber 1993 and then
filed on 10 February 1994 a statenent setting out the
grounds of appeal. Also the intervener (hereinafter
Appel lant 11) | odged an appeal on 3 Decenber 1993, and
pai d sinul taneously the appeal fee. On 9 February 1994
the respective statenent setting out the grounds of
appeal was fil ed.

In their statenents setting out the grounds of appea
bot h Appel lants all eged that nachines of the type SITVA
C80 nade by SITMA SpA (proprietor of the patent,

herei nafter Respondent) as well as machi nes of the type
Ritmca H 30 nade by CMC. di Ponti G useppe (previous
firmname of CMC Srl, opponent) had been sold before
the priority date of the patent in suit, that these
machi nes had to be consi dered as bei ng nade avail abl e
to the public by use (prior use) and that they

prejudi ced the nmai ntenance of the patent in suit. In
respect of these allegations, witten evidence was
filed and hearing of w tnesses was requested.

Wth regard to these allegations of the Appellants, the
Respondent al so requested hearing of w tnesses. During
t he subsequent phase of the appeal proceedings further



0212.D

- 3 - T 1043/ 93

evi dence concerning these issues was filed by
Appel l ant | and by the Respondent.

Furthernmore in the statenent setting the grounds of
appeal , Appellant Il argued:

- that the clained subject-matter not only | acked
novelty with respect to the prior use of the machines
of the types SITMA C80 and RITM CA H 30 but al so
ext ended beyond the content of the application as
filed, in so far as CCaim1l of the patent as granted
did not specify a feature specified in Claim1l of the
application as filed, this feature concerning the
tenperature control of the |ongitudinal welding,

- that the subject-matter of Claim1l of the patent
as granted | acked inventive step having regard to
t he docunents US-A-3 307 324, US-A-4 546 595 and
US- A-4 004 400, and

- that, with reference to Article 100(b) EPC,
Caiml of the patent as granted did not disclose
the invention in a clear manner, particularly wth
regard to the technical problemto be sol ved.

In a comruni cation di spatched on 12 Cctober 1995, the
Board expressed its provisional opinion that Caim1 of
the patent as granted contravened Article 100(c) EPC
but that Article 100(b) EPC did not prejudice the

mai nt enance of the patent.

Wth the letter dated 11 February 1997, the Respondent
filed an auxiliary request based upon an anended
G aim1l.
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This claimreads as foll ows:

"1. Longitudinal welding equipnment in a nmachine
for packagi ng products (14) fed on a conveyor belt (13)
driven by a notor-variator (15, 17), wherein the
products (14) are wapped inside a continuous film(21)
of plastic material having overl apping | ongitudi na
edges, said equi pnment conprising a welder (44) having a
circular welding surface lying in a |ongitudina
vertical plane and overlying said |ongitudinal side
edges of the film (21) and at | east one pressure belt
(25) positioned atop said products (14) w apped inside
said film(21), characterized in that said wel der (44)
is pivotally nounted on a pivot axis (43), that neans
(45-48) to inpart a reciprocatory rocking notion to
said wel der (44) about its pivot axis (43) and neans
(28-33) to drive said pressure belt (25) are
operatively connected to said notor-variator (15, 17),
and that said pivot axis (43) is shiftable by nmeans of
alifting and | owering device (38-42) between a | owered
positi on when the packer machine is running, in which
the wel ding surface of the welder (44) contacts said
over |l appi ng | ongi tudi nal side edges of the film (21),
and a lifted position when the packer machine is
stopped, in which the welding surface of the wel der
(44) is out of contact from said overl appi ng
| ongi t udi nal side edges of the film (21), and the
wel di ng surface of the welder (44) is constituted by an
el ectrically heated bar, neans (50-56) being provided
to control the tenperature of said bar in dependence on
t he packagi ng speed.”

Wth a comuni cati on di spatched on 2 June 1999, the
parties were inforned that the Board did not consider
it to be necessary to hear all the named w tnesses.
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On 1 August 2001 the Board di spatched a deci sion
concerni ng taking evidence according to Rule 72 EPC
Wth this decision the Board deci ded that evidence had
to be taken by hearing the witnesses M L. Bardelli,

M R Gaziosi and M G Manzini, nanmed by the
Respondent and M G Marino, Ms A Negri, M M Negri,
M L. Pacini and M G Ponti, nanmed by the Appellants,
t he taki ng of evidence concerning

(1) the allegation (this allegation will be referred
to hereinafter as the "first alleged public
prior use") that a machine of the type SITMA
C80/ 305 was sold in January 1983 by "SI TMA SpA"
(hereinafter SITMA) to the firm"La Nuova
AddressRoma di Marino Guglielm & C. "
(hereinafter LNA),

(i) the allegation (this allegation will be referred
to hereinafter as the "second all eged public
prior use") that a machine of the type SITVA
C80/ 750 was sold on 16 May 1983 by SITMA to the
firm Societa Italiana Popolare per il Leasing
| TALEASE SpA (hereinafter | TALEASE) and | eased
by | TALEASE to the firmVittoria Indirizzi
Conpit Srl (hereinafter CONPIT),

(itii) the allegation (this allegation will be referred
to hereinafter as the "third all eged public
prior use") that a machine of the type RITM CA
H 30 was sold on 5 June 1985 by the firmC M C,
di Ponti G useppe (hereinafter CMC) to LNA

(i1v) and the allegation (this allegation wll be
referred to hereinafter as the "fourth all eged
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public prior use") that a machine of the type
RITM CA H 30 was sold on the 1 March 1985 by CMC
to the firmELLEPI di Pacini Leopol do
(hereinafter ELLEPI).

Summons according to Rule 72(2) EPC were issued to each
W t ness.

Wth respect to the public prior uses, the parties
referred inter alia to the foll ow ng docunents:

(1) Docunents filed by Appellant | with the Notice
of Opposition:

NO- 2 Delivering note ("Bolla di acconpagnanento")
No. 45810/ 84 (progressive No. 66), issued by CMC
on 21 May 1985 to LNA

NO 3 Copy of an invoice No. 47 issued by CMC to LNA
dated 5 June 1985

NO 4 Copy of an invoice No. 51 dated 25 January 1983
fromSITVA to LNA

NO- 5 Decl arati on of LNA, dated 31 January 1991

NO- 6 Copy of the Drawing No. 4-1136 of SITMA dated
1 April 1981 with the title "SALDATORE
OSCI LLANTE A 548"

NO 7 Qpinion ("Parere pro veritate") of M Rastelli,
Expert appointed by one of the parties of this
proceedi ngs during a judicial proceedings
bet ween SI TMA and CMC before the Civil Court of
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OoP-3

oP-4
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M1 an

Report of M Pisanty, Expert appointed by the
Cvil Court of Mlan during a judicial
proceedi ngs between SITMA, CMC and S. T.S. Srl

Docunents filed by Appellant | during the oral
proceedi ngs before the Opposition Division

Letter dated 27 January 1990 from C S. A -Centro
Servi zi Assistenza di G aziosi Roberto (herein
after CSA) to SITVA

| nvoi ce No. 288 of 13 February 1987 from SI TVA
to LNA

Delivering note ("Bolla di acconpagnanento”)
No. 7743/ 86 dated 10 February 1987, issued by
SITVA to LN A

Copy of the drawing No. 4-715 of SITMA, provided
with the date 30 May 1977 and with the title
" SALDATORE ROTANTE A 548"

Copy of the drawing No. 4-715 of SITMA, provided
wth the date of 30 May 1977, with the updating
date of 29 May(?) 1979 and with the title

" SALDATORE ROTANTE A 548"

Copy of the drawi ng No-4-1136 of SITMA provi ded
with the date of 1 April 1981 and with the title
" SALDATORE OSCI LLANTE" (this docunent
corresponds to docunent NO 6)
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(iii)

AD- 8a

AD- 8b

AD- 8d

AD- 8e

AD- 9

AD- 10

AD- 14

AD- 15
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Oiginal transparency of the drawi ng No-4-1136
of SITMA provided with the date of 1 April 1981
and with the title "SALDATORE OSCl LLANTE"

Docunents filed by the Appellants with the
statements setting out the grounds of appeal:

Copy of the invoice No. 20 issued on 1 March
1985 by CMC to SOCI ETA" | TALI ANA LEASI NG
(hereinafter SIL)

Copy of the order No. 1994 ("ordine di

acqui sto") issued by SIL on 19 February 1985
referring to a |l easing contract with ELLEPI
concerning a machine RITM CA H 30

M nutes of the nmounting of a machine RITM CA
H 30 in the prem ses of ELLEPI

Copy of a delivering note issued on 23 February
1985 by CMC to ELLEPI concerning a nmachi ne

RITM CA H 30 and referring to the invoice No. 20
of 1 March 1985

Decl aration of M Pacini (ELLEPI), dated
24 January 1994

Decl aration of LNA dated 3 February 1989, sent
to CMC

Decl aration of LNA (w thout date)

O fer (80-43/298 D32) issued by SITMA to LNA on
13 Sept enmber 1983 concerning a machine
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AD- 17

AD- 19

AD- 20a

AD- 20c

AD- 20d

AD- 22a

AD- 22b

AD- 22c

(iv)

RD- 1

RD- 6a

-9 - T 1043/ 93

SI TMA- C80/ 750

Decl aration of LNA, sent to CMC, dated
12 COctober 1988

Letter issued by LNA to CMC, dated 13 January
1988

Decl aration of M Cavargini, dated 27 January
1994 concerning a drawi ng of CMC dated
13 January 1985 (see docunent AD-20d)

Decl aration issued by LNA dated 20 COctober 1988

Drawi ng of CMC dated 13 January 1985 attached to
t he decl aration AD 20c

Decl aration of M Mario NEGRI, issued by CONPIT
(wi thout date)

Decl aration issued by CONPIT dated 8 Novenber
1993

Copy of the |l easing contract between CONPI T and
| TALEASE, dated 9 May 1983 and concerning a
machi ne SI TMA C80/ 750

Docunents filed by the Respondent:

I nvoi ce No. 011 issued by CSA to LNA, dated
9 COctober 1989

Service note ("Bolla") No. 80086 dated
18 Cctober 1985, issued by SITMA and signed by
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RD- 6b

RD- 12

RD- 14

(v)

AD- 26a

AD- 26b

AD- 27

AD- 41

AD- 45

AD- 46
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M Luci ano BARDELLI, concerning a service
i ntervention nmade on a machi ne SI TMA C750
No. 325 Serie XIX at CONPI T

Decl arati on of M BARDELLI dated 10 May 1994
concerning the note RD-6a (on the rear side of
the service note RD- 6a)

Decl arati on nade by Roberto G aziosi (CSA)
before the Cvil Court of MIlan on 22 Septenber
1987

I nvoi ce No. 948 issued by SITMA to | TALEASE,
dated 16 May 1983

Further docunents filed by Appellant |

Copy of the delivering note No. 14830/83, issued
by SITMA to CONPIT on 2 Decenber 1983 (No. 2530)

Copy of the invoice No. 2368 issued by SITMA to
CONPI'T on 13 Decenber 1983

Decl aration, dated 13 Septenber 1994, issued by
the firm NUOVA ADDRESSROVA DUE Srl (new firm
name of LNA) to CMC

Partial Photocopy of a draw ng of SITNA

Operating manual ("Mnual e di istruzione") of
t he machi ne SI TMA- C80/ 305 (fromseries XVIII)

Spare parts book ("Catal ogo parti di ricanbio")
of the machine C80/750-1, Serie XI X, N 325
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The Respondent confirmed the presence of all w tnesses
named by him nanely M Bardelli, M Gaziosi and

M Manzini, and asserted that these w tnesses w shed to
express thenselves in Italian and indicated the nanes
of two interpreters for the translation fromltalian
into English and vice versa.

The Appellants confirmed the presence of only three of
the witnesses cited by them nanely of M Marino,

M Pacini and M Ponti, and indicated the nane of an
interpreter for the translation fromltalian into
Engl i sh and vi ceversa.

The taking of evidence and oral proceedi ngs took pl ace
on 21 and 22 Novenber 2001.

The witnesses Ms Negri and M Negri, who were summobned
by the Board, did not appear at the hearing. During the
oral proceedings the Appellants filed two decl arations
in the Italian | anguage (see sheets 437 to 440 of the
appeal file), each declaration being signed by the
respective witness before a public notary in Italy.

The wi tnesses M Bardelli, M Gaziosi, M Mrino,
M Manzini, M Pacini and M Ponti were heard by the
Boar d.

During the oral proceedings the parties essentially
argued as fol |l ows:

(1) Wth regard to Article 100(c) EPC, the
Respondent argued that the feature concerning
the tenperature control of the welder was not an
essential feature.
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Wth respect to the alleged public prior uses,
the Appellants essentially argued that the
depositions of the witnesses made it clear that
packagi ng machi nes provided with an oscillating
| ongi tudi nal wel der as defined in daim1l of
either the main or the auxiliary request were
made available to the public before the priority
date of the patent in suit.

In these respects, the Respondent argued that
neither the evidence provided by the Appellants
nor the depositions of the wi tnesses proved that
t he packagi ng machi nes to which the all egations
of the Appellants referred (ie the machine
according to the alleged public prior uses) were
provided with an oscillating |ongitudinal

wel der.

The Respondent asserted that the machi nes of
SITVMA to which the first and second all eged
public prior uses referred were provided with a
rotating | ongitudinal wel der, whose circular
wel di ng surface was constituted by an
electrically heated wire. In this respect, the
Respondent admitted that machines of this type
(ie machines of the type SI TMA C80 provided with
a rotating |longitudinal welder) had been
produced by SI TMA and sold respectively to LNA
and to CONPIT before the date of priority of the
patent in suit and that the subject-matter of
Claim1l according to the main request differed
froma machine of this type in that the clainmed
machi ne included neans to inpart a reciprocatory
rocking notion to the |ongitudinal welder, said

means bei ng operatively connected to the notor-
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vari at or.

(iv) Wth respect to inventive step the Appellants
essentially argued that the use of an
oscillating welder instead of a rotating one did
not inply any inventive skill.

The Appellants requested that the inpugned decision be
set aside and that the patent be revoked. Moreover,
they requested the reinbursenent of the appeal fee in
the case of revocation of the patent.

Auxiliarily, the Appellants requested that the case be
remtted to the first instance for further prosecution.

The Respondent requested that the appeals be di sm ssed
(mai n request).

Auxiliarily, the Respondent requested that the decision
under appeal be set aside and the patent be nmintai ned
on the basis of the follow ng docunents:

- claims 1 to 5 as well as colums 1 to 4 of the
description filed as auxiliary request with

letter dated 11 February 1997; and

- Figures 1 to 4 as granted.
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Reasons for the decision

1

2.2

3.1

3.2

0212.D

The appeal s are adm ssi bl e

Concerning the clainmed subject-matter

Claim1l of the patent as granted as well as of the
auxiliary request are directed to a "longitudina
wel di ng equi pnment in a machi ne for packagi ng
products...". This expression has to be understood as
defining a machi ne for packagi ng products which is
provided with a | ongitudi nal wel ding equi pnent. During
the oral proceedings on 21/22 Novenber 2001, the
Respondent agreed with this interpretation.

According to Caiml (of either the main or the
auxiliary request), the longitudinal welding equipnment
conprises a welder pivotally nounted on a pivot axis
and neans for inparting a reciprocatory rocking notion
to the welder about its pivot axis. During one of two
phases of its rocking or oscillating notion, the wel der
has to be in contact with the packaging filmin order
to produce the |longitudi nal seal of the package. A

wel der of this type has been referred to by the parties
as an "oscillating |ongitudinal welder".

Concerning the term nol ogy

The term"oscillating | ongitudinal welder" wll be used
hereinafter as referring to a | ongitudinal wel der as
defined in Claim1 of the patent as granted (see

section 2.2 above).

The term"rotating | ongitudinal welder" wll be used
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hereinafter as defining a |ongitudi nal welder having a
circular welding surface lying in a |ongitudina
vertical plane, the wel der being nounted on an axis and
bei ng provided with nmeans for inparting a continuous
rotating notion to said axis, the |ongitudinal sealing
bei ng produced during the continuous rotating notion
when the wel ding surface is in contact with the
packaging film

It has to be noted that both the oscillating and the
rotating |ongitudinal welder are normally provided with
a mechani sm provi di ng the up and down novenent of the
wel der which has to be carried out for instance at
start up and shut down. This up and down novenent can
be either a linear vertical novenent or a rocking (or
oscillating) novenent about a further axis, this
further rocking or oscillating novenent being different
fromthe rocking or oscillating novenent providing the
seal ing function.

The al |l eged public prior uses

The first alleged public prior use

The parties agreed that a nmachine SI TMA C80/ 305 of the
Series XVIII1, No. 315 was sold by SITMA to LNA in 1983
as resulting fromdocunent NO-4. The parties also
agreed that this machine corresponds to the machi ne
referred to in docunent NO 12 as "SI TMA 525, n. 158,
serie VIIl, 'Costruzione 82'" (see docunent NO 12, Nota
3, page 1, 3rd paragraph) which was inspected on 8 June
1990 by M Pisanty in Ronma at the firmLNA (see NO 12,
page 5, 4th paragraph).

It can be understood from docunent NO 12 (see pages 31
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and 32 and the diagrammati c drawi ng dated 8 June 1990

i nserted between pages 31 and 32, in conbination with
the first paragraph on page 41) that this machi ne SI TVA
525, ie SITMA C80/305, on 8 June 1990 was equi pped with
a longitudi nal oscillating welder.

Docunment NO- 4, however, refers in general terns to a
| ongi tudi nal wel der identified as "Sal datore Mdd. 548,
N. 238, Serie X'.

In relation to this alleged public prior use M Mari no,
M Manzini and M G aziosi were heard as w tnesses
during the taking of evidence on 21 and 22 Novenber
2001.

The Appellants alleged during the witten phase of the
proceedi ngs that the machine SI TMA C80- 305 was al ready
equi pped with an oscillating |ongitudi nal wel der when
it was sold to LNA in 1983. In support of this

al l egation, the Appellants referred inter alia to
docunents NO-4, NO5, AD- 10, AD-17, AD-19, AD 27, AD-41
and AD-45 and naned M Marino as a W tness.

(a) Docunents NO- 5, AD 10, AD- 17, AD 19 and AD 27
are declarations or letters issued by LNA,
attributed to M Marino, which refer to a
machi ne of the type SITMA C80 installed at LNA
in Rone. In particular, docunents NO5, AD 17
and AD-19 refer to the machine SITMA C80 as
being provided with a |longitudinal oscillating
wel der.

(a') During the taking of evidence on 21 Novenber
2001 M Marino confirnmed that these docunents
had been signed by him M Marino stated that
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t he machi ne SI TMA C80/ 305 was al ready equi pped
with a longitudinal oscillating welder when it
was delivered to LNA and that no nodification
concerning this welder had been carried out (see
M nutes of the taking of evidence of 21 to

22 Novenber 2001 (hereinafter Mnutes/ TE), first
hearing of M Marino: page 2 (appeal file sheet
No. 464), 8th paragraph; page 7 (appeal file
sheet No. 469), 2nd paragraph).

During the witten phase of the proceedings the
Respondent asserted that the machi ne C80/ 305 was

equi pped not with an oscillating but with a rotating

| ongi tudi nal wel der when it was sold to LNA and t hat
the longitudinal oscillating welder referred to in
docunment NO- 12 had been nmounted only after the priority
date of the patent in suit. In support of this

al | egation, the Respondent referred inter alia to
docunents OP-4, OP-5, OP-6, OP-7, RD-1, RD-12 and naned
M Manzini and M Gaziosi as w tnesses.

(a) Docunents OP-4 to OP-6 are copies of
constructional drawings of the firmSITMA, while
docunent OP-7 is a transparency corresponding to
docunent OP-6, all these draw ngs concerning
| ongi tudi nal wel ders. Docunents OP-4 (dated
30 May 1977) and OP-5 (dated 30 May 1977,
updated 29 May(?) 1979) clearly concern a
rotating | ongitudinal welder, while docunents
OP-6 and OP-7 (both dated 1 April 1981) concern
an oscillating one. Wth regard to these
docunents, the Respondent alleged that SITMVA
started the manufacturing of oscillating welders
only in Cctober 1985 and that therefore the
machi ne sold to LNA in 1983 coul d not have been
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equi pped with an oscillating wel der. The
Respondent al so all eged that the oscillating

wel der as shown in docunents OP-6 and OP-7 had
been designed |l ater than the indicated date by
nodi fyi ng exi sting transparencies concerning a
wel der of the type shown in docunents OP-4 or
OP-5 and that document OP-7 was an old
transparency having a date of 1 April 1981 but
nodi fied | ater without indication of the date of
the nodification.

During the taking of evidence M Manzi ni
confirmed these allegations (see M nutes/TE,
first hearing of M Manzini: page 1 (appeal file
sheet No. 446), |ast paragraph; page 6 (appeal
file sheet No. 451), 2nd paragraph).

It can be derived fromthe transparency OP-7 -
due to the presence of erasures - that
nodi fi cations of a previous drawi ng were carried
out. However, no erasures can be seen in the
portions of the transparency in which the

| ongi tudinal welder is represented (particul ar
in the upper part which represents the hal f-noon
shaped support of the oscillating welder). In
this respect M Manzini, during the taking of

evi dence, explained that the nodifications
concerning the upper part of the drawi ng were
carried out on a different transparency which
could not be found in the files of SITMA (see

M nutes/ TE, first hearing of M Manzini: page 10
(appeal file sheet No. 455), |ast paragraph to
page 11 (appeal file sheet No. 456), first
paragraph). The Board considers this expl anation
as being credible, having also regard to the
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fact that this docunent was submtted by the
Respondent itself.

Docunment RD-1 is an invoice issued on 9 Cctober
1989 by the firma CSA, whose owner was the
witness M Gaziosi and which refers to an
intervention nmade by CSA at LNA in Rom the

i ntervention consisting in replacing and
repairing a |longitudinal welder identified by
the reference nunber 548. Docunent RD-12 is the
copy of the deposition made by M G azi osi
before the Gvil Court of Mlan referring to the
intervention made by himat LNA in Romin 1989,
in which it is stated that the intervention
consisted in replacing a rotating | ongitudinal
wel der by an oscillating one. Wth regard to

t hese docunents the Respondent alleged that the
machi ne SI TMA C80/305 sold by SITMA to LNA in
1983 was originally provided with a rotating

| ongi tudi nal wel der and that therefore the
oscillating | ongitudinal welder installed on the
machi ne SI TMA inspected by M Pisanty in 1990
(see docunent NO 12) had been nounted on that
machi ne only in 1989.

During the taking of evidence M G aziosi
confirnmed these allegations (see M nutes/TE,
hearing of M G aziosi, page 3 (appeal file
sheet 493), 2nd paragraph).

Havi ng regard to the comments in sections 4.1.2 and

4.1.3 above, the statenment of M Marino according to
whi ch the nmachine sold by SITMA to LNA in 1983 was
al ready provided with an oscillating welder when it was

delivered to LNA (ie the statenent that the nmachi ne
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described by M Pisanty in docunment NO 12 was the
origi nal one, w thout any changes havi ng been

i ntroduced in the original welder existing on the
machine) is inconsistent with the statenents of

M Graziosi and M Manzini in so far as M Manzini
stated that SITMA did not produce oscillating welders
bef ore Cctober 1985 and M Graziosi stated that he
found a rotary wel der nounted on this machine in

Oct ober 1989 and, thus, confirnmed his declaration nmade
before the Court of MIlan (docunent RD 12).

During the oral proceedi ngs the Respondent highlighted
the statenent of M Marino "I'mnot a technician" (see
M nutes/ TE, first hearing of M Marino, page 7 (appea
file sheet 469), 6th paragraph) and argued that the
deposition of M Marino was not based upon information
that he derived directly fromthe machi ne but upon

i nformation given to himby the people working on the
machi ne. Mreover, the Respondent argued that the
Appel I ants had not proved their allegation that the
machi ne was provided with an oscillating wel der.

The Appellants during the oral proceedings essentially
argued as fol |l ows:

(1) The report of M Pisanty (ie docunent NO 12),
whi ch descri bes the machine SI TMA C80/ 305
installed at LNA (and inspected on 8 June 1990)
as being provided with an oscillating
| ongi tudi nal wel der, was based upon the previous
opinion of M Rastelli (ie docunment NO 7) and
refers to this opinion (see NO 12, page 6).
Docunment NO- 7, particularly the passage on
page 27, 2nd and 3rd paragraph (from "Questo
di spositivo saldatore ..." to "... in rotazione
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insiene ai citati rulli"), also describes the
machi ne C380/305 sold by SITMA to LNA in 1983

i nspected by M Rastelli on 23 Decenber 1988 as
being provided with an oscillating I ongitudinal
wel der. Therefore, the statenent of M G aziosi
that this machine was provided in 1989 with a
rotary welder is inconsistent with docunent

NO- 7.

(1) Docunment NO-4 refers to the |ongitudi nal wel der
as a "Saldatore Mod 548" of the series X. The
spare part book, ie docunent AD-46, relates - in

the section "Apparato B, Sal datore |ongitudinale
SITMA A 548" (sheets B-1 to B-9) - to spare
parts which can be attributed to an oscillating
| ongi tudi nal wel der and characterises these
spare parts with the sign "I X +" (this would
mean that they are spare parts suitable for

wel ders fromthe series | X onwards). Thus, it
can be derived from docunent AD-46 that the

wel der of the series X nounted on the nmachine
SI TMA C80/ 305 sold to LNA in 1983 was an
oscillating | ongitudinal welder.

(iii) According to the deposition of M Marino the
drawi ng of SITMA correspondi ng to docunent AD 41
and showi ng an electrical plant was delivered
together with the machine according to docunent
NO-4 in 1983. This drawing indicates that the
machine is provided with neans for controlling
the tenperature of the electrical wre of the
| ongi tudi nal welder and is very simlar to the
Figure 3 of the patent as granted.

4.1.7 The Board cannot accept the argunents of the Appellants

0212.D Y A
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(see section 4.1.6 above, itens (i) to (iii)) for the

foll ow ng reasons:

(i)

Docunment NO-7 is an opinion of an expert

appoi nted by one of the firns which is an
appealing party in this proceedi ngs and which
was a party in a judicial proceedi ngs before the
Court of MIlan. Therefore, document NO- 7 is not
an O ficial Report.

Furt hernore, docunment NO-7 - although it is
referred to in docunent NO 12 (see page 6) - is
not identical with docunent NO-12. It is true

t hat docunment NO- 12 (see Nota 3, page 3, |ast
paragraph to page 4, first paragraph) contains a
passage identical with the passage on page 27
(2nd and 3rd paragraph) of docunment No-7.
However, it cannot be derived unequivocally from
this passage, which is common to both docunents,
that the | ongitudinal welder is an oscillating
one. In particular, the fact that the first
sentence of the second paragraph on page 27 of
docunent NO 7 refers to a "rocking support axis
of the longitudinal welder” (ie to a "perno di
supporto oscillante") does not inply the

di scl osure of an oscillating novenent of the

wel der in the neaning of section 2.2 above,
because it clearly refers to the rocking
nmovenent providing the up and down novenent of
the wel der (see section 3.3 above). Mboreover,

al t hough the second sentence of the third

par agr aph on page 27 of docunent NO- 7 refers to
"a rocker nmechanism linked to an eccentric
poi nt of a crank-pinion assenbly brought into

rotation together with the said rollers (ieto
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a "meccanisno a bilancere [sic], collegato
eccentrico ad un gruppo pignone-nmanovella che e
azionato in rotazione insiene ai citati rulli™),
this sentence - wthout any drawi ng show ng the
spatial relationship of the el enents of
mechani sm - cannot be interpreted as

unequi vocal ly defining an oscillating notion of
the welder in the nmeaning of section 2.2 above.

Besi des, docunent NO- 12 contains not only a
passage (see Nota 3) which is identical with the
above nentioned passage in docunment NO 7 but

al so a drawing and a further passage whi ch nake
it clear that the machine on 8 June 1990 was
provided with an oscillating welder (see the

di agrammatic drawi ng dated 8 June 1990 inserted
bet ween pages 31 and 32 and page 41, first
paragraph). Wat is disclosed in docunent NO 12
is that on 8 June 1990 there was an oscillating

| ongi tudi nal wel der.

The fact that pages B-1 to B-9 of docunent AD 46
refer to spare parts for a welder A 548 for the
series | X does not inply that all welders

devel oped after the series | X were of the
oscillating type. Firstly, it has to be noted

t hat docunment A-46 does not relate to the
machi ne SI TMA C80/ 305 sold by SITMA to LNA but
to the machine SITMA C80/750-1, Series XX,

No. 325, which is the SITMA nachine | eased to
CONPI T by I TALEASE in 1983 (ie the machine
according to the second all eged public prior
use). Secondly, it is not unequivocally clear
that the isolated spare parts represented in
pages B-1 to B-9 of document AD-46 relate to an
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oscillating welder.

(1ii) Even if it were to be accepted that docunent
AD- 41 discloses a tenperature control of the
wel der, this would not inply that the machine
sold by SITVA to LNA was provided with an
oscillating | ongitudinal welder.

Havi ng regard to comments in section 4.1.4 above, wth
respect to the issue of whether the nmachine sold by
SITMA to LNA was provided with an oscillating

| ongi tudi nal wel der there is a conflict not only
between the all egations of the Appellants and those of
t he Respondent but al so between the depositions of the
wi tness Marino and those of the wtnesses G aziosi and
Manzini. In the present case, having also regard to the
whol e content of the depositions of these wi tnesses (as
far as they concern this alleged public prior use) and
the further evidence concerning the first all eged
public prior use, the Board is not satisfied that the
al | egations of the Appellants (that the above-nentioned
machi ne was provided with an oscillating | ongitudinal
wel der before the priority date) are supported by
sufficient proof.

Since the burden of proof to provide evidence of the

al l eged prior use rests on the Appellants, the Board
decides that the first alleged public prior use
(according to which an oscillating I ongitudinal wel der
was nounted on the machine SITMA C80/305 sold to LNA in
1983) cannot be considered as belonging to the prior
art according to Article 54(2) EPC

The second al l eged public prior use
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The parties agreed that a machine SI TMA C80/ 750 of the
Series XI X, No. 325 was sold by SITMA to | TALEASE on
16 May 1983 (as resulting from docunent RD-14) and

| eased by | TALEASE to CONPIT (as resulting from
docunment AD-22c). According to docunment AD-22c, this
machi ne was provided with a | ongitudi nal wel der Model
548 of the series Xl, No. 243.

In relation to this alleged public prior use M Manzi ni
and M Bardelli were heard as w tnesses during the
taki ng of evidence on 21 and 22 Novenber 2001.

The Appellants, during the witten phase of the
proceedi ngs, asserted that this machi ne was al ready
equi pped with an oscillating |ongitudi nal wel der when
it was delivered to CONPIT in 1983. The Appellants
referred inter alia to docunents AD-22a, AD 22b, AD 26a
and AD-26b, and nanmed Ms Negri and M Negri as

Wi t nesses.

(a) Docunment AD-22a is a declaration in which
M Mario Negri (CONPIT) refers to a
SI TMA- machi ne C80/ 750 of the Series Xl X, No. 325
manufactured in 1983 and to a | ongitudi nal
oscillating welder and states not only that the
wel der was nounted on the machine at the tinme of
its delivery but also that it had never been
nodi fied since its delivery. Document AD-22b is
a declaration issued by CONPIT and attri buted by
the Appellants to Ms Angela Negri (CONPIT), in
which it is stated that a SI TMA-nmachi ne C80/ 750
of the Series XI X, No. 325 manufactured in 1983
isinstalled at CONPIT and is provided with a
| ongi tudi nal oscillating wel der. Docunents
AD- 26a and AD-26b relate to the selling and
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delivering of spare parts from SITVMA to CONPIT,
particularly of wires for a "bascul ati ng" wel der
("fili per saldatore basculante"). During the
witten phase of the proceedings the Appellants
argued that the word "bascul ati ng" shoul d be
interpreted as a synonym of "oscillating".

Wth respect to these allegations, Ms Negri and
M Negri were sumoned by the Board. However,
they did not appear at the taking of evidence.
During the oral proceedings the Appellants
justifed their absence by referring to their

age.

During the oral proceedings the Appellants filed
two declarations ("dichiarazione sostitutiva di
atto notorio"), signed respectively by Ms Negri
and M Negri before a public notary in Italy on
16 Novenber 2001, and justified the late filing
of these declarations by referring to the
absence of the sumobned w t nesses.

The declarations filed during the oral
proceedi ngs are disregarded for the follow ng
reasons:

Firstly, they were filed only during the oral
proceedings, ie at a very |late stage of the
appeal proceedings. In this respect, the Board
cannot accept the justifications given by the
Appel l ants, since the age of the w tnesses nust
have been known to the Appellants when the

Wi t nesses were sunmoned. Moreover, the w tnesses
did not request to be heard by the conpetent
court of their country of residence
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(Rule 72(2)(c) EPC), although they were inforned
of this possibility in the sumons to give
evi dence (see section 3 on page 1).

Secondly, these declarations are not witten in
an O ficial |anguage of the EPO and no
transl ati on has been fil ed.

Thirdly, the information content of these
declarations - as the Appellants thensel ves
affirmed during the oral proceedings - does not
extend beyond the content of the previous

decl arations AD-22a and AD- 22b

During the witten phase of the proceedi ngs, the
Respondent asserted that the machine SITMA C80-750 was
not equi pped with an oscillating but with a rotating

| ongi tudi nal wel der when it was delivered to CONPIT. In
support of this allegation, the Respondent referred
inter alia to docunents RD-6a, RD-6b and RD 14 and
named M Manzini and M Bardelli as w tnesses.

(a) Docunent RD-14 is the invoice issued by SITMA to
| TALEASE concerning the machi ne C80/ 750 and
refers to a | ongitudinal wel der, Mdel 548,
Nunmber 243 of the Series Xl. In this respect,
t he Respondent had argued that al so the wel der
548 of the Series XI was a rotating wel der.

(a') M Manzini, during the taking of evidence,
stated that the welder of the Series Xl
delivered to CONPIT in 1983 and that delivered
to LNA (ie of the Series X) were of the sane
type with regard to the welding unit (see
M nut es/ TE, 1st hearing of M Manzini, page 4
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(appeal file sheet 449), 3rd paragraph).
Furthernmore, M Manzini confirnmed the allegation
of the Respondent that SITMA started the
production of |ongitudinal oscillating welders
only in Cctober 1985 (see M nutes/TE, second
hearing of M Manzini, page 1 (file sheet 459),
1st paragraph).

Docunent RD-6a is a note of SITMA concerning a
service intervention nmade by M Bardelli,

enpl oyee of SITMA, on 18 COctober 1985 on the
machi ne C80/ 750 (Series XIX) No. 325 installed
at CONPI T. Docunment RD-6b is a declaration of
M Bardelli in which it is stated that a wel der
548 has been replaced by a new type welder. In
this respect, the Respondent had argued that the
original welder of the machine SITMA C80-750
installed at CONPIT was replaced by a

| ongi tudinal oscillating welder on 18 Cct ober
1985, ie after the priority date of the patent
in suit.

During the taking of evidence, M Bardell
confirnmed this allegation of the Respondent in
so far as he stated that the assistance office
of SITMA gave himthe order to replace the
existing welder with an oscillating one (see

M nutes/ TE, Hearing of M Bardelli, page 2
(appeal file sheet 480), 3rd and 4th
par agr aphs) .

Havi ng regard to the coments in sections 4.2.2 and

4.2.3 there is a contradiction not only between the

al l egations of the Appellants and those of the

Respondent but al so between the declarations issued by
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CONPI T (docunments AD-22a and AD-22b) and the
declaration of M Bardelli (docunent RD- 6b).

During the oral proceedings the Appellants argued as

foll ows:

(i)

(i)

I n docunents AD-26a and AD-26b, which refer
inter alia to the delivery (in Decenber 1983) of
wres for the welder ("Fili per saldatore

bascul ante"), the wires are defined by the code
0548193. On page B-6 of the spare parts book
AD-46 a wire ("filo saldatore”) having a
semcircular rigid shape, ie suitable for the
hal f - nroon shaped support of an oscillating

wel der, is represented and is indicated by the
sane code. Since page B-6 of docunent AD- 46
concerns an oscillating | ongitudinal welder, it
is clear that the wires delivered in Decenber
1983 by SITVA to CONPIT were suitable for an
oscillating welder. Therefore, the SITMA nachi ne
installed at CONPIT was provided al ready in 1983
with an oscillating | ongitudinal welder.

Docunment OP-2 refers to a "bascul ating wel der™
("sal datore basculante"). On the basis of this
docunent, which was submtted by the Respondent
during the oral proceedings before the
Qpposition Division (see Mnutes of the oral
proceedi ngs, page 3, 3rd paragraph), the
Respondent al |l eged during said oral proceedi ngs
that an oscillating wel der was nmounted on the
machi ne C80/305 only at the date of docunent
OP-2, iein 1987. It is clear fromthe m nutes
of the oral proceedings before the Opposition
Di vision that the Respondent considered the term
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"bascul ati ng" as nmeaning "oscillating".

Moreover, it is clear frompage 17 (lines 2 to
4, 12 and 13) of a further report of M Pisanty
(submtted as encl osure C96 of the Appellants’
letter dated 12 March 1996) that the terns
"oscillating" and "bascul ati ng" are synonyns
because this further report refers to a
"oscillating-bascul ating notion" of the welding
bar. Therefore, the reference to a "bascul ating
wel der" in docunents AD-26a and AD-26b indicates
that an oscillating welder was already installed
on the machine C80/750 of CONPIT in Decenber
1983.

Wth regard to item (i) in section 4.2.5 above, the
Respondent all eged during the oral proceedings that the
el ectrical wires (as spare parts) for a rotating wel der
and for an oscillating wel der were the sane and t hat
the wire can be deforned in order to adapt it to the
shape of the support and cut in order to adjust its

| ength. The Respondent also asserted that it was

advant ageous to keep the sane part for both welders. In
this respect, the Appellants alleged that the wires
cannot be cut because of their rigidity and of the
presence of connecting ends for ensuring the electrica
cont act s.

Furthernore, it was enphasized that M Bardelli updated
the operating manual AD-46 after nodifications of the
machi ne i nvol ved were nmade, so that possible

i ndications to spare parts for an oscillating wel der
were made avail able solely after M Bardelli's
intervention, ie after 15 to 17 Cctober 1985.

The Board finds that the allegations of the Respondent
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are nore convincing, particularly since it seens
reasonabl e that a new devel opnent was nmade available to
the public as soon as possible (ie on 15/17 QCctober
1985) after the filing of the patent application (ie
24 Septenber 1985) and free of charge in order to
display it to other custoners. Moreover, these

al |l egations are supported by the deposition of

M Manzini who stated that the wire for the rotating
wel der is longer than that for the oscillating one and
that at the tine of the assenbly a part of it is cut
off (see M nutes/TE, second hearing of M Manzini,
page 4 (appeal file sheet 462). Therefore, the Board
cannot accept the Appellants' argunents referred to in
section 4.2.5(i) above.

4.2.7 Wth regard to item(ii) in section 4.2.5 above, the
Respondent argued that the invoice AD 26b was not
drafted by a technician but by an enpl oyee of the
comerci al departnent of SITMA. Therefore, a precise
techni cal neani ng cannot be attributed to the term
"bascul ating” in this invoice.

In these respects, the Board considers that it is in
principle possible to use the word "bascul ating” to
define an oscillating notion. However, w thout a clear

i ndication of the axis of the notion, the word

"bascul ating” - when it refers to a | ongitudinal wel der
- cannot unequi vocally inply that the wel der axis has
an oscillating notion when it is performng the

| ongi tudi nal seal, because it could also define the
novenent of the welder which has to be carried out when
starting or shutting down.

Moreover, the fact that the neaning of "oscillating"
may be given to the term "bascul ating”, when it is used

0212.D Y A
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i n other docunents, does not inply that the sane
nmeani ng has to be given to this termwhen it is used in
docunents AD-26a and AD- 26Db.

Therefore, the Board cannot accept the Appellants’
argunents referred to in section 4.2.5(ii) above.

Havi ng regard to the above comments, with respect to
the conflict between the allegations of the parties in
relation to the issue of whether or not the nachine
delivered by SITVMA to CONPIT was provided with an
oscillating |ongitudinal welder, the Board finds that
the allegations of the Appellants are | ess convincing
then those of the Respondent.

Moreover, the allegations of the Respondent have been
confirmed by the depositions of the w tnesses

M Manzini and M Bardelli, while in respect of the
al | egations of the Appellants the hearing of the

wi tnesses Ms Negri and M Negri did not take place.

It follows that the Board finds that it has not been
proved that an oscillating |ongitudinal wel der was
nmount ed on the machine SI TMA C80/ 705 delivered to
CONPIT in 1983. Thus, the second alleged public prior
use cannot be considered as belonging to the prior art
according to Article 54(2) EPC.

The third alleged public prior use
It can be derived fromdocunents NO-2 and NO 3 that a
machine RITM CA H 30 was sold by CMC to LNA and

delivered on 21 May 1985.

In relation to this alleged public prior use M Marino
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and M Ponti were heard as wi tnesses during the taking
of evidence on 21 and 22 Novenber 2001.

During the witten phase of the proceedings, the
Appel l ants asserted that this nachine RITM CA H 30 was
al ready equi pped with an oscillating |ongitudina

wel der when it was sold and delivered to LNA in 1985.
The Appellants referred inter alia to docunents NO 2,
NO- 3, AD-17, AD-19, AD 20c and AD- 20d, which are the
nost rel evant docunents cited in support of this

al l egation. The Appellants designated inter alia

M Marino and M Ponti as w tnesses.

(a) Docunent NO-3 is a copy of the invoice relating
to the machine RITM CA H 30, while docunment NO 2
is the delivering note of that nmachine. Both
docunents refer to a "rotating | ongitudinal
wel der”. Wth regard to the term"rotating", the
Appel l ants argued that this termwas used to
refer to oscillating welders because any
oscillating novenent inplies a rotation about an
axi s.

(a') During the taking of evidence M Ponti, who was
the former owner of the firm"CMC di Ponti
G useppe" and is now nmanager of "CMC Srl",
confirnmed that the word rotating was wongly
used to define an oscillating notion and stated
that the machine RITM CA H 30 was actual ly
delivered to LNA with an oscillating
| ongi tudi nal wel der (see M nutes/ TE, hearing of
M Ponti, page 2 (appeal file sheet 502), 3rd
par agraph). M Ponti also stated that the
machi ne delivered to LNA was one of the first
machi nes of type RITM CA H 30 assenbled by CMC
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(see page 6 (appeal file sheet 506), 2nd
paragraph) and that no manual s or cat al ogues
concerni ng the machi ne were provi ded (see page 5
(appeal file sheet 505), 3rd paragraph).
Moreover, M Ponti stated that no substanti al
nodi fication on the machine installed at LNA
and particularly no nodification concerning the
transversal welding system was nade in the
first period of time after the delivering.

Docunments AD- 17, AD- 19 and AD- 20c are

decl arations or letters issued by LNA and
attributed to M Marino and which refer to a
machi ne of the type RITM CA H 30 installed at
LNA in Rone. In particular: In docunent AD- 19,
which is dated 13 January 1988, it is stated
that the machine CMC in possession of LNA is
provided with an oscillating |ongitudinal

wel der. I n docunent AD-17, which is dated

12 Cctober 1988 and refers to a machi ne bought
by LNA with the invoice corresponding to
docunment NO-3, it is stated that this machine
was provided with "a |ongitudi nal wel der
oscillating with a to-and-fro notion driven by a
crank-lever simlar to the one shown in the
drawi ng No-4-1136 dated 1 April 1981 Mod. A-548
[ie docunent OP-6]". Docunment AD-20d is a
drawi ng of CMC dated 13 January 1985 show ng a
| ongi tudi nal welder. It can be understood from
this drawing that the wel der represented there
is of the oscillating type. In the declaration
AD- 20c, which is dated 20 Cctober 1988,
reference is made to the drawi ng AD-20d and it
is stated that this drawi ng corresponds to the
| ongi tudi nal wel der nmounted on the machi ne
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RITM CA H 30 delivered by CMC.

During the taking of evidence, M Mrino stated
that the machine RITM CA H 30 installed at LNA
was provided with an oscillating |ongitudinal
wel der (see M nutes/ TE, second hearing of

M  Marino, for instance page 3 (appeal file
sheet No. 474), |ast paragraph to page 4 (appeal
file sheet 475), first paragraph). Moreover,

M Marino stated that no manual s were provi ded
because the machi ne was one of the first

machi nes or even a prototype produced by CMC
(see second hearing, page 1 (appeal file sheet
472), last paragraph; page 2 (appeal file sheet
No. 473), first paragraph; and page 3 (appeal
file sheet 474), 3rd paragraph) and that
nodi fi cations of the transversal welder were
carried out (see second hearing, page 2, 3rd
paragraph in conjunction with the comments of
M Marino (see second hearing, page 4 (file
sheet 475), 3rd and 4th paragraphs).

To the question of when he saw the draw ng
AD-20d for the first time, M Marino answered:
"When the machi ne was delivered". However, when
he was rem nded that he had said before that the
machi ne had been delivered w thout any docunent,
he answered "After 15 years it is rather
difficult to remenber all the details" (see

M nut es/ TE, second hearing, page 6 (appeal file
sheet No. 477), 2nd paragraph).

Asked by the Board why - in order to describe
the I ongi tudinal welder installed on the nachine
RITM CA H 30 - he nade reference in the
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decl aration AD-20c to a CMC-drawing (ie to
docunent AD-20d), whereas in the declaration
AD- 19, which was nade ei ght days before the
decl aration AD 20c, he made reference to a
SITMA-drawing (ie to docunent OP-6), M Marino
answered "I'munable to renenber that. Too nuch
ti me has gone by" (see Mnutes/ TE, second
hearing, page 6 (appeal file sheet 477), |ast
par agr aph) .

(b""") Wen he was asked by the Board to descri be
exactly the shape of the support for the
electrical wires of the welder nounted on the
machine RITM CA H 30, M Marino stated that the
support had a hal f-noon shape (see M nutes/TE,
second hearing, page 2, 5th and 6th paragraphs).

4.3.3 Wth respect to this public prior use the Appellants,
during the oral proceedings, only pointed out that
M Ponti stated during the taking of evidence that the
machine RITM CA H 30 was provided with an oscillating
| ongi t udi nal wel der.

4.3.4 Wth respect to this prior use the follow ng has to be
not ed:

(1) Nei t her catal ogues nor manual s concerning the
specific machine RITM CA H 30 sold by CMC to LNA
and dated before the priority date of the patent
in suit are avail abl e.

The nost relevant witten information sources
contai ning a description of a machine of the
type RRTM CA H 30 are the CMC-draw ng AD-20d and
the official Report of M Pisanty, ie docunent

0212.D Y A
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NO 12. Docunent AD-20d (which is an interna
docunent of CMC) concerns a | ongitudinal wel der
for machi nes of the type RITM CA H 30 and,
according to a declaration of M Cavargini (see
docunent AD-20a), was drafted on 13 January
1985. Docunment NO- 12 (which is dated after the
priority date of the patent in suit) describes a
machi ne of the type RITM CA H 30 inspected by
M Pisanty in Madonna dell'A no (Cuneo, Italy)
on 24 May 1990 (see Nota 2). However, none of
docunents AD-20a, AD-20d and NO 12 can be
directly connected with the specific machine
RITM CA H 30 delivered to LNA in May 1985. In
this respect, it has to be considered that

M  Marino, although he referred to the draw ng
AD-20d in a previous declaration, gave no
preci se answer to the questions concerning the
drawi ng AD-20d (see section 4.3.2(b'") above).

Each wi tness, in the decision concerning taking
of evidence dated 20 July 2001 whi ch was
attached to the Summons to give evidence
pursuant to Article 117(3)(a) and Rule 72(2) EPC
di spat ched on 10 Septenber 2001, was requested
to bring with himany witten docunents which
have a connection with the topics of the taking
of evidence (see section 5 of the above
ment i oned deci sion). However neither M Marino
nor M Ponti brought any docunents to the taking
of evidence.

Therefore, in the present case, the information
concerning the description of the machine relies
excl usi vely upon the depositions of the

W t nesses, whi ch cannot be based upon any
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witten record.

(1) M Ponti is now a manager of CMC but he was in
1985 the adm nistrator of this firm

(iii) The deposition of M Marino contains not only
uncl ear answers relating to the draw ng AD- 20d
(see section 4.3.2(b"") above) but also an
i nconsi stency relating to the shape of the
support for the electrical wire of the welder in
so far as he stated that the support of the
| ongi tudi nal wel der had a hal f-nmoon shape while
the drawi ng AD-20d shows a di sc-shaped support
(see section 4.3.2(b""") above).

(iv) The deposition of M Marino also conflicts with
that of M Ponti in so far as these depositions
refer to the transverse wel der (see
section 4.3.2(b') above).

(v) The declaration that the invol ved nmachi ne
RITM CA H 30 was one of the first machines (or
even a prototype) produced by CMC with an
oscillating | ongitudinal welder is weakened by
the fact that about three nonths before the firm
ELLEPI apparently had al ready bought such a
machi ne (see fourth alleged public prior use).

Therefore, the Board finds that it is not proved that
an oscillating | ongitudinal welder was nounted on the
machine RITM CA H 30 delivered to LNA in 1985. Thus,
the third alleged public prior use cannot be consi dered
as belonging to the prior art according to

Article 54(2) EPC
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The fourth alleged public prior use

It can be derived from docunents AD-8a, AD- 8b, AD 8d
and AD-8e that a machine RITM CA H 30 was sold on

1 March 1985 (invoice date) by the firm CMC di Ponti

G useppe to SIL, leased by SIL to ELLEPI and delivered
to ELLEPI on 23 February 1985.

In relation to this alleged public prior use M Pacini
and M Ponti were heard as w tnesses during the taking
of evidence on 21 and 22 Novenber 2001.

During the witten phase of the proceedings, the
Appel l ants all eged that also this machine RITM CA H 30
was al ready equi pped with an oscillating | ongitudina
wel der when it was delivered to ELLEPI in 1985. The
Appel l ants referred not only to docunents AD 8a, AD- 8b,
AD- 8d and AD-8e but also to docunment AD-9, these
docunents being the nost rel evant docunents cited in
support of this allegation, and cited M Pacini and

M Ponti as w tnesses.

(a) Docunent AD-8a refers to a machine RITM CA H 30
and indicates that the machine is provided with
a longitudinal rotating welder. Docunent AD-8b

also refers to a longitudinal rotating wel der.

(a') M Ponti during the taking of evidence expl ai ned
that the term"rotating"” has to be understood as
meani ng "oscillating”, as already nentioned in
section 4.3.2(a') above.

(b) Docunent AD-9 is a declaration, dated 24 January
1994, signed by M Pacini (owner of ELLEPI),
referring to docunent AD-8a and stating that
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ELLEPI bought in 1985 the CMC machi ne nmenti oned
i n docunent AD-8a and that this machi ne was
provided with an oscillating |ongitudinal

wel der.

During the taking of evidence M Paci ni
confirmed this.

M Pacini also stated that the machine R TM CA
H 30 bought in 1985 was traded in in 1990 and
replaced by a new RITM CA H 30. For the first
machi ne there was an instruction manual, this
manual was given back with the nmachi ne when it
was traded in in 1990 (see M nutes/ TE, hearing
of M Pacini, page 4 (appeal file sheet

No. 487), 5th and 7th paragraphs; page 5 (appeal
file sheet No. 488), 1st to 3rd paragraph).

M Pacini also stated that he had anot her

wr appi ng machi ne using a rotating | ongitudinal
wel der which for technical reasons was never
used (see page 2 (appeal file sheet 485), | ast
par agr aph), that he had know edge of a probl em
arising with the rotating wel der and that, when
he ordered the first machine RITM CA H 30, he
had been infornmed that the oscillating

| ongi tudi nal wel der sol ved that problem

Havi ng regard to the comments in sections 4.4.2(b"")

and 4.3.2(a') above there is a conflict between the

depositions of M Pacini and M Ponti with respect to

t he exi stence of an instruction manual for the nmachi ne
R TM CA H 30.

During the oral proceedings the Appellants with regard
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to the use of the term™"rotating"” referred to the

deposi ti
section

on of M Ponti and argued anal ogously as in
4.3.2(a) above.

Wth regard to the conflict concerning the instruction

manual (see section 4.4.3 above), the Appellants

essentially argued that M Pacini is a technician while

M Ponti

IS a manager

Wth respect to this prior use the follow ng has to be

not ed:

(i)

(i)

(iii)

Also for this alleged public prior use the

i nformati on concerning the description of this
machine RITM CA H 30 relies exclusively upon the
depositions of the witnesses (see comments in
section 4.3.4(i) above).

The inconsi stenci es between the depositions of
M Pacini and M Ponti concerning the

i nstruction manual of the machine RITM CA H 30
give rise to doubts on the capacity of these

W tnesses to precisely renenber the facts. The
argunment of the Appellants referred to in
section 4.4.4 above is not relevant because the
i ssue of whether an instruction manual was
prepared for a machi ne has no techni cal
character.

The statenent of M Pacini referred to in
section 4.4.2(b""") is inconsistent with
docunent AD-8b, the order of the machine R TM CA
H 30 signed by M Pacini.

Nanely, it is not convincing that M Pacini,
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know ng that a probl em concerning rotating
| ongi tudi nal wel ders had been sol ved by
devel oping an oscillating |ongitudinal welder,

signed an order for a machine allegedly provided
with an "oscillating" welder in which the wel der
is called "rotating wel der".

Therefore, the Board finds that it is not proved that
an oscillating | ongitudinal welder was nounted on the
machine RITM CA H 30 delivered to ELLEPI in 1985. Thus,
even the fourth alleged public prior use cannot be
consi dered as belonging to the prior art according to
Article 54(2) EPC

Further evidence submtted by the Appellants and
concerni ng machi nes of the types SITMA C80 and RITM CA
H 30

During the witten phase of the proceedings the
Appel l ants submtted further evidence concerning
machi nes of the above nentioned types and, in respect
of this evidence, had cited further w tnesses (see
section |1l above). The Board found that this further
evi dence was | ess rel evant than the evidence referred
to in sections 4.1 to 4.4 above and expressed in a
communi cation its prelimnary opinion that it was not
necessary to hear the further w tnesses (see section VI
above). Since the Appellants did not submt any
argunent in reply to this prelimnary opinion, the
Board sees no reason to deviate fromit.

Docunent AD-15 is an offer issued by SITMA to LNA dated
13 Septenber 1983 and concerning a nmachi ne SI TVA
C80/ 750.
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In this respect, the Appellants pointed to the

par agraph describing the |ongitudi nal welder 548/ A, in
particular to the sentence according to which "the

wel ding sector is driven with alternate notion on the
sanme axis of the upper presser rollers and is connected
with themas far as the height adjustnents is
concerned"” (sheet No. 8 of AD 15), and argued that this
sentence di sclosed an oscillating | ongitudi nal wel der.

The Board finds that this sentence does not disclose in
a clear and unequi vocal way an oscillating wel der,
particularly since a rotating welder is nentioned in

t he paragraph headed "80/ 305 AVWOLA TRI CE AUTOVATI CA")
(sheets No. 6 and 7 of AD-15). Furthernore, the
reference to "the sane axis of the upper presser
roller” does not permt the Board to clearly establish
that the alternate notion is an oscillating notion in

t he nmeani ng of section 2.2 above.

Therefore, the evidence submtted by the Appellants
does not prove that packagi ng machi nes either of the
type SITMA C80 or of the type RRITM CA H 30 were nade
avail able to the public in a version provided with an
oscillating | ongitudinal welder as defined in

section 2.2 above.

Article 100(b) EPC

Appel lant 1l argued that Claim1 of the patent as
grant ed does not disclose the invention in a manner
sufficiently clear for the skilled person to carry out
the invention and requested that the patent be revoked
for this reason

The Board in the comruni cati on dated 12 Cctober 1995
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expressed its provisional opinion that the patent

di scl oses the invention in a manner sufficiently clear
and conplete for it to be carried out by a skilled

per son.

Si nce none of the Appellants submtted further
argunents in reply to this provisional opinion, the
Board, after reconsideration of the objection, sees no
reason to nodify its provisional opinion in this
respect.

Therefore, the ground for opposition according to
Article 100(b) EPC does not prejudice the maintenance
of the patent on the basis of either the main or the
auxi | iary request of the Respondent.

The mai n request of the Respondent

Caim1l of the application as filed contains the
feature "said wel ding neans being equi pped with
tenperature neans for tenperature controlling
operatively connected to the packagi ng speed" whereas
Claim1 of the patent as granted no | onger specifies
this feature.

The Board in the communication dated 12 Oct ober 1995
expressed its provisional opinion that in the
application as originally filed there was no basis for
the om ssion of this feature. In particular, the Board
consi dered that the description of the application as
filed did not indicate that the omtted feature had no
essential character but indicated that "a nearly

conti nuously operating hot-bar |ongitudinal welding
nmeans 44 requires necessarily a suitable control of the
wel di ng tenperature” (see page 5, lines 18 to 22).
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In this respect, during the oral proceedings the
Respondent argued that the omtted feature is not an
essential feature since the packagi ng machi ne can al so
wor k at a constant speed.

The Board cannot accept this argunent for the follow ng
reasons:

(1) Claim1l of the patent as granted and Caim1 of
the application as filed specify the features
that the conveyor belt on which the product are
fed is "driven by a notor-variator (15, 17)" and
that the nmeans to inpart a reciprocatory notion
to the longitudinal welder "are operatively
connected to said notor-variator". It is clear
not only that the notor variator is suitable for
varyi ng speed of the feeding conveyor when there
is a need to vary the speed but also that, when
t he packagi ng speed is varied, the tinme for
perform ng the |ongitudinal seal changes. Thus,
it is also clear that a change (particularly an
i ncrease) in the packagi ng speed woul d affect
the quality of the longitudinal seal of the
package if no counter-nmeasure were undertaken
The only counter-neasure disclosed in the
application as filed is the tenperature control
of the |ongitudinal welder. Therefore, the
suppression of the above nentioned feature would
result in producing an inbalance in the
functioni ng of the machi ne.

(i) The presence of a notor-variator and of neans
for controlling the tenperature of the wel der
does not necessarily inply either a continuous
change in the packagi ng speed or a conti nuous
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variation of the welding tenperature but only
the possibility to change the speed and to adapt
the wel di ng tenperature correspondingly. This
nmeans that the notor-variator can be set so that
t he machi ne can work at a constant speed over a
certain period of tinme without there being any
need to change the tenperature of the wel der
over this period of tine. However, the neans for
controlling the tenperature of the welder are
present in order to adjust the welding
tenperature in dependance on the packagi ng speed
when there is a need to vary the packagi ng
speed.

Therefore, the main request of the Respondent which is
based upon Claim 1l of the patent as granted has to be
rej ected because it contravenes Article 100(c) EPC

Amendnents (auxiliary request)

No objection with regard to Article 123(2) EPC was
raised with respect to the auxiliary request.

Caiml of this request differs fromCaim1l of the
patent as granted in that the feature that "the wel ding
surface of the welder (44) is constituted by an

el ectrically heated bar, neans (50-56) being provided
to control the tenperature of said bar in dependance on
t he packagi ng speed” has been added.

The added feature, which was specified in Caim?2 of
the patent as granted, can be derived froma passage in
Caiml of the application as filed (lines 12 to 14) in
conjunction with a passage of the description (page 4,
line 23 to page 5, line 1, see particularly page 4,
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lines 27 to 30).

The further anmendnents consist in the re-nunbering of
t he dependent clains and in the adaptation of the
description to the anended C aim 1.

The Board is satisfied that the amendnents do not
contravene Article 123(2) and (3) EPC.

Novel ty (auxiliary request)

The subject-matter of Aaiml is novel (Article 54
EPC). Novelty was not disputed.

I nventive step (auxiliary request)

During the witten phase of the proceedi ngs Appel | ant
Il argued that the clainmed subject-matter | acks

i nventive step in view of docunents US-A-3 307 324,
US- A-4 546 595 and US- A-4 004 400.

The Board with the conmunication dispatched on 2 June
1999 drew the attention of the parties to the fact that
docunent US-A-4 546 595 was published on 15 Cct ober
1985, ie after the clained priority date of the patent
in suit. Mreover, the Board expressed the provisiona
opinion that the patent in suit was entitled to the
clainmed priority date and that the above nentioned
docunents did not justify the revocation of the patent.
This applies of course even nore to a patent based on
the auxiliary request.

The Appell ants neither expressed coments in reply to
the opinion of the Board in these respects nor referred
to the above nentioned docunents during the ora
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proceedi ngs.

Thus, the Board, after reconsideration of the
obj ections, sees no reason to deviate fromits
prelimnary opinion

The cl osest prior art is a machine of the type SITVMA C
80 provided with a rotating |ongitudinal wel der (see
section Xl (iii) above).

It has to be noted that docunent AD-45 refers to a

| ongi t udi nal wel der provided wth neans for adjusting
the tenperature of the welder in so far as page 20
refers to a potentioneter 11 as shown in Figure 1
(page 5) for varying the tenperature of the wel der.
Thus, it can be assunmed that the machine according to
the closest prior art was provided with neans for
manual |y controlling the tenperature of the wel ding
surface of the |ongitudinal wel der.

The machi ne according to the prior art suffers fromthe
di sadvantage that the |ongitudinal seal of the package
may present non-seal ed portions because the

el ectrically heated bar forming the circular wel ding
surface of the welder is not arranged al ong the whole
circular surface of the welder due to the presence of a
gap between the connecting ends of the electrical wre.

Havi ng regard to the comments in section 9.2 above, the
subject-matter of Claim1l of the auxiliary request not
only differs fromthe closest prior in that

(a) the machi ne includes neans to inpart a
reci procatory rocking notion to the |ongitudinal

wel der, said neans being operatively connected
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to the notor-vari ator

but it can al so be assuned that it differs therefrom
also in that

(b) means (50-56) are provided to control the
tenperature of heated bar constituting the
wel di ng surface of the welder in dependance on
t he packagi ng speed.

The Board is satisfied that feature (a) permts the
elimnation of the drawback referred in section 9.2.1
above. Furthernore, it is clear that feature (b) allows
an automatic adjustnent of the welding tenperature

i nproving the quality of the seal

The problemto be solved is therefore to provide a
packagi ng machi ne capabl e of inproving the quality and
the reliability of the |ongitudinal seal of the
package. Both features (a) and (b) co-operate to solve
this problem

No docunent is avail able which either describes an
oscillating welder or indicates the advantages obtai ned
by the use of a welder of this type. Thus, the skilled
person would not find in the available prior art any

I ndi cation suggesting to himto replace the rotating
wel der by an oscillating one in a machine according to
the prior art.

It has however to be exam ned whether the skilled
person would arrive at the clained subject-matter on

the basis of its general know edge and of its skill.

In this respect, the Appellants argued during the ora
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proceedi ngs that the drawbacks of rotating |ongitudina
wel ders (see section 9.2.1 above) were well known, that
the use of an oscillating welder was the only possible
solution for elimnating these drawbacks and that,
therefore, it would have been obvious for the skilled
person to arrive at the clained subject-matter

The Board is not convinced that the use of an
oscillating welder is the only possible solution. As

t he Respondent pointed out during the oral proceedings,
it is possible to avoid the drawback referred to in
section 9.2.1 above by perform ng the |ongitudinal sea
by nmeans of a fixed electrically heated wel der or by
usi ng glue. Moreover, the skilled person trying to
solve this problemcould work on the position of the
connecting ends of the heated bar relative to each
other in order to mnimze the gap existing between the
ends. Therefore, the skilled person when confronted
with the problemof elimnating the drawback of the
closest prior art is not in a "one way street"”
situation | eading himconpulsorily to the cl ai ned

sol uti on.

Therefore, the Board finds that the subject-matter of
t he i ndependent Claim1l is not obvious to a person
skilled in the art, so that the subject-matter of the
i ndependent Claim 1l of the auxiliary request is

consi dered as involving an inventive step as required
by Article 56 EPC.

The Appellants' request for remttal
Wth respect to their request to remt the case to the

first instance for further prosecution, no argunents
were submitted by the Appellants.
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Furthernore, the Board does not see any reason to remt
the case to the first instance. Thus, this request
cannot be al |l owed.

11. The patent can therefore be maintained on the basis of
the auxiliary request of the Respondent.

12. The request for reinbursenent of the appeal fees
According to Rule 67 EPC the rei nbursenent of the
appeal fees shall be ordered where at |east "the Board
of Appeal deens the Appeal to be all owable". Since

already this condition is not net in the present case,
this request of the Appellants cannot be all owed.

Or der

For these reasons it is decided that:

1. The deci si on under appeal is set aside;

2. The case is remtted to the first instance with the
order to maintain the patent in the follow ng version

- clains 1 to 5 as well as colums 1 to 4 of the
description filed as auxiliary request with

| etter dated 11 February 1997; and

- Figures 1 to 4 as granted.

The Regi strar: The Chai r man:

0212.D
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G Magouliotis C. Andries
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