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Headnote:
The following guestions are referred to the Enlarged Board of
Appeal:

I. During oral proceedings before the EPO under Article 1is
EPC, and in the context of opposition or opposition appeal
proceedings, having regard to the provisions of Article 133
EPC, may a person who is nct gualified in accordance with
Article 134 EPC to represent parties to proceedings before the
EPO, but who is accompanied by a person who is both gqualified
and authorised to represent a party to the proceadings, make
oral submissions on behalf of that parcty on legal issues which
arise in the case?

ITI. During oral proceedings before the EPO under Article 115
EPC, and in the context of opposition or opposition appeal
proceedings, having regard to the provisions of Articles 117
and 133 EPC, may a person who is not gualified in accordance
with Article 134 EPC to represant parties to proceedings before
the EPO, but who is accompanied by a person who is both
gqualified and authorised to represent a party to the
proceedings, make oral submissiors on behalf of that parcy on
CLechnical issues which arise in the case, otherwise than by
giving evidence orally in acccrdance with the provisions of
Article 117(3) EPC?

o}

III. In relation to sach of guestions (1) and (2) above taker
separately: o

on kehalf of the parcy as a matter of right, or can they o
be made with the permission of and under the discretion of
EPO?

(a) If the answer is "ves", can such oral submissions be mads
nly

(b) If such oral submissions can only be ma
discretion of the EFO, what criteria should
exercising such discretion?

Ih

(c) Do special criteria apply to gqualified patent lawyers o
countries which are no:= Contracting States to the EPC?
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Summaxry of Facts and Submissions

2214.D

European patent No. 0 169 649 was opposed under Arcticle
100(a) EPC on the grounds of lack of novelty and
inventive step, and under Article 100(b) EPC. Its
subject-matter is concerned with an apparatus and a

method fcr reducing theft in a store.

During the proceedings before the Opposition Division,
oral procesedings were held on 20 July 1993. The minucsas
of the oral proceedings state that Mr Skone James,
accompanied by Ms Paynef were present for the Proprietor
(Mr Skone James being an authorised professional
representétive), and that Mr Hafner, accompanied by

Mr Blecker and Mr Engdahl, were present for the Coponent
(Mr Hafner'being an authorised professional

represencatcive) .

The minutés also state that after the oral procesdincs
were openéd, Mr Hafner "reguested revocation of the
patent kboth as granted and also as amended by the
Patentee's auxiliary reqguest", and "asked that

Mr Herbert Blecker from New York US, who is z2n ex

(e}
A

e

Ly

shop security, presents the technical aspects of th

m

case". Mr Blecker's business card is artached to =n

1Y

minutes, and indicates that Mr Blecker is a member

(0]

(U]

firm Rokin,. Blecker, Daley and Driscoll, of Madiscn

Avenue, New York.

-

It appears from the minutes that thershsfter, esssnciz
the entire case of the Opponent was p:esented by

Mr Blecker, wnile that of the Proprietor was present=2
by Mr Skone James. Just before the adjournmenc for
deliberation by the Opposition Division, the miruc-zs
record that Mr Hafner confirmed the Opponent's reguss-

for rewvocation.

-~
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At the end of the oral broceedings, the decision was
anncuncsd that the patent was revoked on the grouné of
lack of inventive s:tep.

A written decision was issued on 2 August 1993, setting
out the reasons why Claim 1 as granted, and Claim 1 of
the auxiliary request, were considsered not to involwve an

inventive step.

On 3 August 1993, according to a note in the file
recording a telephone consultation between Mr Skone
James and an examiner who had not been a member of the
Opposition 'Division, Mr Skone James guestioned the
presence of Mr Blecker as well as his performance during
the oral proceedings held on 20 July 1923, According to
this note, the examiner informed Mr Skone James, on the
basis of the Guidelines and a conversation with thse

chairman of the Ovppcsitcicn Division, theac:

The expert can in theory oresent some or all of the
technical aspects.

The ratent mactsers =.g. sntering the plzas, ... shculd
be done by the Eurogean zstoyrnsy.

Whether the "exgert" is a2 patentc attorney does nct
mactter, e has o confine his part to technical mact-ers
anc does not present the "patan=® aspeccts.

The decizicn stands. IZ =z partv feels aggrisved then his
only reacourse is a1 appsale.



IV.

The Proprietor duly filed an avpeal. The Notice of
Appeal reqguested cancellation of the decision to reject
Claims 1 toc 12 as granted. The Statement of Grounds of

Appeal contains submissions essentially as follows: -

(1) There was a substantial procedural violation at the
oral proceedings before the Opposition Division
which were held on 20 Julv 1993, for the following

reasons:

(@) Dr Hafner and Mr Blecker represented the
Opponient at thé oral proceedings. The Opponent
has its place of residence and business in the
UUsa and has no principal place of business
within the Contracting States. Mr Blecker is a
United States patent attorney, and is not a
European patent attorney. Mr Blecker was not
eligible to speak as representative of the
bpponent havihg regard to the provisions of
‘Articles 133 and 134 =2C. In particular,

Article 133(2) EPC states that "natural or

legal persons not having either a residence or

their principal place of business witchin che
territoryv of one of the Contracting Scates
must be represented by a professional
representative and actc through him in all

proceedings ..." undex the EPC. Article 134(1)

EPC states that "Professional representation

of natural or legal persons ... may only be

undertaken by professional rapresentatives.

Article 134(7) EPC states that "Professional

representation ... may also be undertaken, in

the same way as by a professional
represaentative, by any legal practitioner
qualified in one of the Contracting States

." erc. Mr Blecker Zulfils neither of these

Zondircions
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(2)

Decision T 80/84 (0J EPO 1985, 269) is

directly relevant to the present case.

Furthermeore, Mr Blecker is not in fact an
"expert in shop security". The decision of the
Opposition Division was reached on the basis
cf statements and arguments made Ly

Mr Blecker, but since he is neither an
authorised representative nor a technical

expert, no reliance can be placed on what h

{8

said.

(b) If, contrary to the above, Mr Blecker can be
éonsidered to be a technical expert, the
reguirements of Rule 72 EPC concerning the
taking of oral evidence of experts were ncc
carried cut. No notification was given oy cthe
Opponent to the Proprietor that an expert

would give evidence.

Furthermors, Mr Blecker did not simply givs 2
technical assessment of the cited documentcs,
but effectively presented the entire case =%

the Opponent.

In view of the above substantial procedural
violations which occurred before the Opposicion
Division, if the patent cannot be maintained in
accordance with the Proprietor's current main
request, the case should be remittfed to the
Opposition Division for a re-hearing before a newliv
composad COpposition Division, the previous decisicr

being annulled.
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In any event, the ccsts incurred by the Proprietor
in the oral proceedings held on 20 July 1993 s
be paid by the Opponent, and the appeal fee skould
be refunded.

reply, the Opponent contended inter alia that there

had been no substantial procedural violation at the oral

roceedings, for the following reasons:-

(1)

(2)

The Opposition Division was asked for and gave
permission for Mr Blecker to speak. The Proprietor
did not object.

Mr Blecker is a Uniced States patent attorney, and
has acrted for the Opponent for more than 20 vears,
and is therefore very familiar with thefrc deterrent
systems. He was introduced to the Opgosircion

Division in such capacity.

Decision T 80/84 is not applicakle To the present
case. In particular, in the present case the
Opposition Division allowed Mr Blecksr toO sceak,

and the Proprietor did no=z objecrt.

In a reply filed on 15 September 1994, =he Prcpristor

stated inter alia as follows:

(1)

The Proprietor was given no opoo

If the Cppesition Diwvision shculd hawve Siren such

an opportcunity ¢ r
o}

procedural vi

The

'

roprietor has no racocllecc
was introduced to the Opposition Divisizsn 23 =-he
T

Opponent's United Statess partant

$
)
1
)
1

minutes shoz, he was incrcod;

¥
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Furthermore, “"whether or not there has been a
substantial procedural violation depends upon a
Lroper interpretation of Articles 133, 134 and 117
EPC". In addition to Decision T 80/24 previously
referred to, Decisions T 598/91 dated 3 June 1993,
T 227/92 dated 1 July 1993, and T 451,89 dated

1 April 1993 are also relevant. There is a
divergence of view as to the proper practice, as
exemplified by Decision T 80/84 which adopted a
relatively strict approach and Decision T 598/91
which adopted a very liberal approacn. Other
decisions adopted some form of intermediate

approach.

(a) Mr Blecker is not entitled to act as a

representative because he does ro

T
the reguirements of Article 134 =cC

{(b) Mr Blecker was al not

0]
(6]

T entizled to give
evidence under the relevant provisions of

e
Article 117 EPC, because he was neicher 2

()]

party, a witness of fact, ncr an gxzert in oh

relevant art.

Mr Blecker's conctribution ar tne oral nearing
should be struck out and rthz case remizIad Zor r=-

hearing.

If it is decided that there is z discrs-ion to
somebody like Mr Blecker, such discrzc:
exercised to lance the intersscs o7
and,the intention of che ZPC, zand she:

n v

exercised i



(a) The effect would be to give full rights of
audience to a non-gualified attorney to act as
an attorney and not as an expert. It is

. belisved that such a right does not exist in

any other countcry in the world.

(b) The Opponent misrepresented the status and/or

expertise of Mr Rlecker.

(c) The Proprietor was not given an opportunitv to
object tc Mr Blecker presenting the Opponent's
case.

Finaliy, the Propriestor requested that if the Board

Oof Appezal cannot ressclve this matter, a question

should be referred to the Enlarged Board of Appeal

as follows:

“Is it in accordance with Articles 133 and 134
EPC that a person notc meeting the reguirements o<
A

\2rcicle 134 EPC be vermitted to present legal

oo
i
0
0
®
(]
£

ngs befors an Cpposition Division or in

written documents?"

VII. In reply the Opponent asserted that there had been no
procedural violation, inter alia because Mr Blecker's
position and experience had been known by everyone at
the hearing, and the Prcprietor could have objected at

any time during the hearing if he had wished to.

<
-
-
H
O
3
'_l
g
[

ne 1985 the Proprietor filed copies of the
observations which he had fcrwarded to the Enlarged
Board of Appeal in case G 2/94, as a third party
statament in that case, and stated the belief that the
igsues rzised in case G 2/94 are directly relevant to

the issuss in the pressnt case. The Proprietor requested

o
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case be deferrsd

cr

that further action in the pre
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S
ending issue o the decision of the Enlarqged Boara i
D

-
1

case G z2,/94.

Reasons for the Decision

(=

In Decision J 11/94 (to be published in 0OJ EPO), this

uestion arose whether, during oral proceedings before

Q

the Legal Board of Appeal under Article 116 EPC, a
former member of the Boards of Appeal, accompanying ths
professional representative of a party but not himself
being ﬁuall ied to represaent parties under Article 134
EPC - i.e. an "accompanying ungualified person', may
make oral.éubmissions on behalf of the party to the
appeal proceedings concerning the legal issues 3in the
case. The written decision refers to the differsnt -7iews
on this guestion which were expressed in Deci

s s
T 80/84 {(OJ EPO 1985, 2892) and T 598451 (OJ EFD 19%<,
e

@1l2), and also refers to what was stated in D cisicn

T 3843/%1 (OJ EPO 1954, 818). In its decision, thne Leozl
2oard oi Appeal referred the follew /ing qQuestions to rthe
Znlarged Board of Appeal:-

"(1) Mayv a Board of Appezl exercise discretion in

deciding whether or not a person not entitled unde
Article 134(1) and (7) EPC to raspresent parties o
prcceedings before the EPO may make submissiors

5
1 proceedings in addition to the pleading

during ora
by the profsssionzl representative?
(2) If the answer Lo question 1 is "yes":

(a) What criteria must the Board obser—ve when
h

gxercising th

[N
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(b) Do special criceria apply to former Board of
Appeal members?"

. The case is pending as G 2/94.

Clearly guestion (1) above is similar in content to the
question which was proposed for referral to the Enlarged
Board oi Appeal by the Proprietor in the present case -

see paragraph VI above.

In fact, although Decision J 11/94 is concerned with &
case in which only legal issues arise, question (1)
above is broad enough to cover a case, such as the
present, where an "accompanying unqualified person"
makes oral submissions on both legal and technical
issues which arise in the case. Thus guestion (1) above

is alsoc applicable to the present case.

In the preéent appeal proceedings, the grounds of lack
of novelty and lack of inventive step are raised againsc
the patent in suit. Bcth legal and technical issues

arise in the context cf these grcunds of opvosition. The

(o))

(1]

qguestion which is s=t cut in paragraph VI above zan

i
(o}
(0]

th

which was propcsed for reierral tc the Enlarged 3oar
Appeal is only concerrnzsd with "legal submissions®".
However, the submissicns which have been made in the
present case on behalf of the Proprietor, and which are
ns

summarised in parzgraoc IV and VI above, do not only

o)
i
[
)
o}

puf in guestion whsat: "accompanying ungualified
person '"can make lagal submissions during oral
proceedings before tne EPO, but also put in guescion
whether such a perscn can make oral technical
submissions during such proceedings. In this context,

refersencs has beesn mads to the reguirements of
o) 7

Articis EPC concerning the "taking of evidence* in
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Implicit in the submissions of th

M

Prorrietor which ars

o2

summarised in paragraph VI above is the idea that an

being qualified

cr

‘accompanyving unqualified person” (no
LO act as a representative) is only entitled to give
oral evidence in accordance with Article 117 EPC if he
is a party, a witness of fact or an expert, and if ne is
none of these things he is not entitled to make oral

submissions eithszr on legal or on technical matters.

Thus in the present case ths question specifically

h

arises as to whether, and if so in wha- circumstances,
during opposition or opposition appeal proceedings an
"accompanying uncgualified rerson" mey make oral
submissioné on technical matters, ocher than in
accordance witlhi ths provisions of Article 117 EPC. This

guestion thus coes beyond the
C

ci
J 11/94, where the cass 1s concerned with ex parte
proceedings involving caly lesgal issuss.
A further question is raised by the Prcoprietcr in the

esent case as to whether, having regard in particzular

'(J

to the provisions of Arcic
who is not qualified in acccordan
but is a quali n
not a Contracting State t©oc the EPC may present
all of a varty's case as if he wa i
Article 134 EPC.

Since, as set out in paragrarh VIIZ akcve, the
Proprietor in the present case has presentced a "rrirs
party statement" to the Enlarged Board of Appeal in czss
G 2/%4, pursuant to Article 11 (b) cf the

Procedure of the =Znlarged Eoard of 2Aprea
sensible that questions of law as se: out below should

be referred to the Enlarged Board of Appeal in che
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context of the present case, in order that both parties
to the present case will have an opportunity to present

their comments directly to the Enlarged Board.

In the Board's view, it is desirable that whenever
possible, important questions of law should be
considered by the Enlarged Board of Appeal in the
context of proceedings involving parties having opposing
interests in relation to the questions of law, so that
the Enlarged Board can hear arguments in favour of both

sides of the guestions before deciding them.

For these reasons it is decided that:

The following important questions of law shall be referred to

the Enlarged Board of Appeal under Article 112(1) (a) EPC:-

2214.D

During oral proceedings before the EPO under Article 116
EPC, and in the context of opposition or opposition
appeal proceedings, having regard to the provisions of
Article 133 EPC, may a person who is not qualified in
accordance with Article 134 EPC to represent parties to
proceedings before the EPO, but who is accompanied by a
person who 1is both gualified and authorised to represent
a party to the proceedings, make oral submissions on
behalf of that party on legal issues which arise in the

)

case?

During oral proceedings before the EPO under Article 115
EPC, and in the context of opposition or opposition
apoeal proceedings, having regafd to the provisions otf
Arcicles 117 and 133 EPC, may a person who is not

gqualified -in accordance with Article 134 EPC to
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represent parties to proceedings before the EPQO, but who
is accompaniad by a person who is both qualified and
authorisaed to represent a party to the proceedings, make
oral submissions on behalf of that party on technical
issues which arise in the case, otherwise than by giving
evidence aorally in accordance with the provisions of
Article 117(3) EPC?

In relation to each of guestions (1) and (2) above taken
separately:

(a) If the answer is "yes", can such oral submissions
be made on behalf of the party as a matter of
right, or can they only be made with the permission

of and under the discrsticn of thes EPO?

(b) If such orzl submissions can only be made under the
ion of the EPC, wha: criteria should be

crnsidared when exercising such discretion?

(c) Do special criteria apply to qualified vatent
lawyvers of countriss which are not Contracting
Stact=28 to the EPC?

gistrar: The Chairman:

Riackexl G. D! Paterson



