BESCHWERDEKAMMERN
DES EUROPAISCHEN
PATENTAMTS

BOARDS OF APPEAL OF
THE EUROPEAN PATENT
OFFICE

Internal distribution code:
(A) [X] Publication in QJ

(B) [ ] To Chairnmen and Menbers
(O [ ] To Chairnen

DECISION

of 17 August 1994

Case Number: T 0952/92 -
Application Number: 84201332. 8
Publication Number: 0138252

IPC: 1T 1/ 204

Language of the proceedings: EN

Title of iInvention:

CHAMBRES DE RECOURS
DE L"OFFICE EUROPEEN
DES BREVETS

3.4.1

A mxture for use in the LSC (liquid scintillation counting)

anal ysi s techni que

Patentee:
Packard | nstrunent B. V.

Opponent:
FI SONS pl c

Headword:
Pri or use/ PACKARD

Relevant legal provisions:
EPC Art. 54(1) and (2), 56

Keyword:
"Prior use (yes)"

"Anal ysability of a prior sold product (yes)"

"I nventive step (yes)"

Decisions cited:

G 0001/92, T 0093/89, T 0461/88, T 0206/83, T 0406/ 86

EPA Form 3030 10.93



Headnote:

| . What ever the neans of disclosure (witten description, oral
description, use by sale, etc), availability in the sense of
Article 54(2) EPC involves two separate stages: availability
of the means of disclosure, and availability of information
whi ch is accessible and derivable from such neans.

1. Information as to the conposition or internal structure of
a prior sold product is made available to the public and
beconmes part of the state of the art in the sense of

Article 54(2) EPC if direct and unanbi guous access to such
information is possible by neans of known anal yti cal

t echni ques which were available for use by a skilled person
before the relevant filing date.

I11. The likelihood or otherwi se of a skilled person anal ysi ng
such a prior sold product, and the degree of burden (i.e. the
amount of work and time involved in carrying out such an
analysis), is in principle irrelevant to the determ nation of
what constitutes the state of the art.

| V. The novelty of a claimed invention is destroyed by the
prior disclosure (by any neans) of an enbodi nent which falls
within the claim The possibility of a conplete analysis of a
prior sold product is not necessary. The novelty of a claimis
destroyed if an analysis of a prior sold product is such as to
informthe skilled person of an enbodi ment of the product
which falls within the claim

V. The wording of a translation published in the Oficial
Journal of the EPO of the official text of an opinion issued
by the Enl arged Board of Appeal pursuant to Article 22(1)(b)
EPC is legally irrelevant to the interpretation of such

of ficial text.
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Summary of Facts and Submissions

Eur opean patent No. 0 138 252 is based on an
application claimng priority from Septenber 1983. It
relates to a liquid mxture for use in the Liquid
Scintillation Counting (LSC) anal ysis techni que, and
has 5 cl ai ns.

The only i ndependent claimhas the foll ow ng wording:

"A liquid, honbgeneous m xture for use in the Liquid
Scintillation Counting analysis technique, conprising a
scintillation liquid, a scintillator and a surfactant,
characterized in that said m xture al so includes one or
nore nono- and/or di-esters of phosphoric acid, which
phosphoric acid esters have been neutralized with an

al kaline material having a pKa of at least 5 to a pH,

at which the neutralization product conprises a nono-
and/ or di phosphate salt."

The patent was opposed on the grounds of |ack of
novelty and | ack of inventive step. In support of these
grounds the Opponent relied inter alia on the fact that
a product (hereinafter referred to as "Supersol ve") had
been sold in the United Kingdom since 1980, and had a
conposition in accordance with Cainms 1, 2, 4 and 5 of
the patent. It was contended that the conposition of

t he product had been nmade available to the public
before the filing date of the patent, and was therefore
part of the state of the art for the purpose of

Article 54 EPC. In support of this contention the
Opponent relied in the Notice of Qpposition upon the
foll ow ng evidence:
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Dl1: Excerpt froma catal ogue issued in 1982 by
Koch-Li ght Laboratories Limted (referring to
Super sol ve)

D2: Catal ogue description of GAFAC PE 510 (a
constituent of Supersolve)

D3: Data sheets relating to GAFAC PE 510

A Declaration by M R V. Huggett

The Opponent also relied inter alia upon the follow ng
prior published docunents:

D4: Liquid Scintillation Counting, volunme 3 (1974),
pages 220-234

D6: Liquid Scintillation Counting, volunme 1 (1971)
pages 1 to 14

D9: US-A-3 999 070

In response to the opposition, the patent Proprietor
contended that the conposition of Supersolve was not
part of the state of the art at the priority date of
the patent, and that the opposition should be rejected.
A Declaration by Dr E. Ch. Th. Gevers was filed in
support of the patent Proprietor's contention that the
conposition of Supersolve is too conplex to allow a
skilled person to analyze it w thout undue
experinmentati on,

In response to a conmuni cation issued by the Qpposition
Division and to the Declaration by Dr Cevers, the
Qpponent filed a letter witten by Dr Krener, and a
Declaration by Dr G E. Tayl or.
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The Opposition Division rejected the opposition
pursuant to Article 102(2) EPC.

In its decision the OQpposition Division considered that
Supersol ve could in principle have been anal yzed before
the filing date of the patent and that nost of the
clainmed features of the invention were nade avail abl e
to the public. However, it held that froman anal ysis
of this product a skilled person could not

unamnbi guously derive the clainmed feature that the "the
esters have been neutralized with an al kaline materi al
having a pKa of at least 5 to a pH at which the
neutralization product conprises a nono- and/or

di phosphate salt", because Supersol ve contai ned ot her
anionic surfactants in addition to the phosphate
surfactant, and fromthe determ nation of the cations
present in such a mxture a skilled person could not
draw a concl usi on about the form (neutralized or non-
neutralized) of the various constituents used to make
up the final product. For this reason the Opposition
Division held the clained subject-matter to be novel.

The Opposition Division also held that the clained
subject-matter involved an inventive step in view of
the cited docunments. In particular, it was considered
contrary to the teaching in the prior art to use a
nmono- or di phosphate salt in the liquid mxture in
order to avoid | um nescence, because the prior art (in
particular D6 and D9) taught that in order to avoid

| um nescence the m xture should have a pH |ower than 7.
From such prior art the skilled person would thus be
led to use a phosphate tenside in the acid formrather
than in the formof the nono- or diphosphate salt in
order to avoid | um nescence.
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The Opponent | odged an appeal against this decision and
requested that the patent be revoked in its entirety.
The foll owi ng docunent and evidence were filed inter
alia by the Opponent during the appeal proceedings:

D10: Fay et al, "Anionic Surfactants Based on
Phosphorus” in Comun. Jorn. Com Esp. Deterg.
12t h, pages 295 to 309, Barcel ona, Spain, 1981.

A decl aration by Dr J. Ensley.

The patent Proprietor requested that the appeal be

di sm ssed and the patent naintained in accordance with
a main request or one of the three auxiliary requests
submtted 7 July 1993.

As mai n request, the patent Proprietor requested that
the patent be maintained as granted. Caim1l of
auxiliary request 1 has the sane wording as Caim1 of
the main request apart fromthe addition of a
feature,"with the proviso that the alkaline material is
not ammonia." at the end of the claim

Claim1l of auxiliary request 2 differs fromdCaim1 of
the main request in that the phrase, "neutralised with
an alkaline material"™ is replaced by " neutralized with

an organi c am ne

Claim1 of auxiliary request 3 relates to the use of
one or nore nono- and/or di-esters of phosphoric acid
neutralized with an al kaline material having a pKa of
at least 5 to a pH at which the neutralization product
conprises a nono- and/or di phosphate salt, in a liquid
honmogeneous Liquid Scintillation Counting m xture which
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conprises a scintillation liquid, a scintillator and a
surfactant, to inprove the conpatibility of the m xture
wi th concentrated aqueous salt solutions or to reduce

t he chem | um nescence occurring with strongly

al kal i ne sanpl es.

In a comuni cati on acconpanyi ng the sumons to oral
proceedi ngs the Board gave its prelimnary view that at
| east the subject-matter of Claim1l of the main request
seenmed to |lack novelty in view of the prior use of
Supersol ve. Oral proceedings were held on 17 August
1994.

I n support of the request for the revocation of the
patent, the Opponent submtted essentially the
foll owi ng argunents.

Novelty

According to the declaration of M Huggett, Supersolve
was sold before the priority date and contained, inter
alia, GAFAC PE 510, which (as disclosed in D2 and D3)
is a phosphoric acid ester of an ethoxyl ated

nonyl phenol , and anmoni um as a counter ion.

Super sol ve coul d have been anal yzed usi ng techni ques
avai l abl e before the priority date, as illustrated by

t he declarations of Dr Taylor and Dr Ensley. It is
sufficient to destroy novelty if the skilled person by
an anal ysis of the product would have di scovered at

| east those features of the product which are conprised
in the claimed subject-matter of the patent in dispute.
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The possibility to anal yse Supersolve is confirmed by
the letter fromDr Krener.

Since the feature that the "the esters have been
neutralized with an alkaline material ...." is a
process feature, Caiml of the patent in suit is a
product - by-process claim Cearly the obtained product
will be the sanme whether the esters in question were
neutralized prior to their addition to the m xture or
were neutralized in situ by the addition of

al kaline material directly to the m xture. Therefore,
t he above nentioned feature does not distinguish the
cl ai med product from Supersol ve.

Inventive step

Table 1 of docunent D4 discloses the utility of alkyl
phosphate esters as reagents in scintillation m xtures.
The subject-matter of Caiml differs fromwhat is
disclosed in D4 only in that the esters are
neutralized.

Most surface active conpounds can be obtained as acids
and as salts, as stated on page 2 in the declaration by
Dr Cevers. Furthernore, it is stated in D10, page 303,

t hat ani oni ¢ phosphate surfactants may be converted to
a variety of nmetal and am ne salts which nakes t hem
versatile enough to be useful in both oil and water
based application.

Therefore, having selected a phosphate ester as
surfactant as taught by D4, the skilled person would
i nevitably be drawn to neutralize the ester with an
appropriate base. It is well known that scintillation
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medi a have an opti mal operating range of between pH 4
and 8. Hence, neutralization with a weak base capabl e
of buffering the phosphate would be a routine
opti m sati on.

Moreover, a lack of inventive step is supported by the
fact that the patent Proprietor has not denonstrated
any surprising advantage over the closest prior art,
since no tests have been supplied conparing the clained
m xture with that disclosed in D4 or with Supersol ve.

The patent Proprietor submtted essentially the
foll owi ng argunments in support of his requests.

Novelty

Prior to the priority date of the patent in suit the
chem cal conposition of Supersolve was not described in
any published docunent.

The conpl ex m xture of Supersolve could not have been
anal ysed wi t hout undue burden in sufficient detail to
allow the skilled person to understand and to reproduce
it.

The requirement of analyzability before the priority
date of the application neans that the skilled person,
without knowing what to look for, nust be able to

anal yse the product in question.

Furthernore, according to OQpinion G 1/92 (QJ EPO 1993,
277) it is required that the product can be fully
anal ysed.
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The decl arations by Dr Taylor and Dr Gevers show that a
total analysis of Supersolve would have required a | ot
of advanced equi prment and the use of many different
anal ytical techniques. Furthernore, an analysis such as
described in Dr Taylor's declaration would normally not
have been done, since this analysis starts with the
renoval of the solvents, and if the mxture is heated
in order to renove the solvents al so other conponents
of the m xture may have been evaporated or destroyed.
Mor eover, the Fourier NMR nethod used according to the
decl arations by Dr Taylor and Dr Ensley was very
expensi ve and not avail able for comon anal ytical work
before the priority date of the patent in suit. Al so

t he HPLC net hod was not a common techni que at that
time. In addition to this, D10 states, page 299, that

t he anal ysis of al kyl acid phosphates presents many
probl ems. Even in Dr Ensley's declaration, page 2, it
can be seen that the analysis of phosphates is very
conplicated. This indicates that the anal ysis of

Super sol ve nmust have been nmuch nore conplicated, since
this product conprised nmany different conmpounds in
addition to the phosphates.

Furt her subm ssions of the patent Proprietor relating
to novelty are set out in the Reasons for the Decision.

Inventive step

The probl em sol ved by the present invention is that
known Liquid Scintillation Counting m xtures are not
conpatible with strong al kal i ne sanpl es, since they
suffer from background noise owing to

chem | um nescence. Al though D10 di scl oses the
possibility of neutralized anionic phosphate
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surfactants, there is no indication that such
surfactants should be used in a Liquid Scintillation
Counting m xture. On the contrary, it was believed at
the priority date of the patent that in order to avoid
the problemw th chem | um nescence in connection with
al kal i ne sanples, either the sanple should be
neutralized or the LSC m xture should be acidified.
This is exenplified both by D6 and D9. Also, in D4
there is no indication that the esters should be used
in a neutralized form

Furthernore, the results of a conparative test, given
inthe letter dated 7 July 1993, show that the
neutralized LSC m xture of the invention has a
surprising superior counting efficiency in the case of
neutralized or acid sanples as conpared with the
counting efficiency of a m xture conprising phosphoric
acid esters in their free acid form

Auxiliary requests

Even if the conposition of Supersolve is considered as
havi ng been made available to the public, this is not
relevant to the issue of inventive step in respect of
the auxiliary requests, since the availability of the
product per se does not disclose anything beyond its
conposition or internal structure. Supersolve does not
di scl ose any possi bl e advantage of its use; in
particular it does not disclose the reduction of

chem | um nescence in connection w th al kaline sanpl es.
The person skilled in the art has therefore no reason
to change the conposition of Supersolve, e.g. to use an
am ne instead of ammonia, in order to further inprove
t he product when used with al kali ne sanpl es.



- 10 - T 0952/ 92

Furthernore, since none of the avail abl e docunents

di scl oses that the problem of |um nescence in
connection wth al kaline sanpl es can be sol ved by using
a neutralized phosphoric acid ester, there is no reason
to nodi fy Supersolve or the m xture known from docunent
D4 in order to solve the problem of chem | um nescence
in connection with al kaline sanpl es.

At the conclusion of the oral proceedings the decision
was announced that the patent woul d be naintai ned on
the basis of the first auxiliary request of the patent
proprietor.

Reasons for the Decision

Novelty: issues raised

The first main issue in this appeal is whether the
prior sale of Supersolve by Koch-Light Laboratories
Limted deprives any clainms of any of the patent
proprietor's requests of novelty, and if so, which
cl ai ns.

In this connection certain matters are not in dispute
between the parties. First, the process step in Caim1l
(that "phosphoric acid esters have been neutralised"),
whi ch nmake this claima "product-by-process clainf, is
not a distinguishing feature for the product per se. In
the Board's view this process feature is irrelevant to
t he i ssue of novelty.

Furthernore, as set out in the Notice of Qpposition and
supported by evidence filed at the sane tine, the
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product Supersolve was sold in the United Kingdom from
1980 onwards, and therefore before the priority date of
the patent in suit.

Furthernore, as set out in the Notice of Qpposition and
supported by the declaration by M Huggett, the product
Super sol ve had a conposition within Clains 1, 2, 4 and
5 of the main request. In particular, the mixture which
was sol d contai ned GAFAC PE 510 surfactant, which
according to docunments D2 and D3 is a m xture of nobno
and di-esters of phosphoric acid. According to

M Huggett's declaration the m xture was neutralised

wi th aqueous ammoni a (having a pKa of between 5 and
12), so that it contained a m xture of nono- and di -
phosphat e salts.

However, Claim 3 of the main request requires that "the
organi ¢ phosphoric acid ester is neutralised with an
organi ¢ am ne", and Supersol ve did not have a
conposition falling within such claim

During the proceedi ngs before the Qpposition Division,
t he Qpponent originally submtted in the Notice of
Qpposition that such Cains 1, 2, 4 and 5 | acked
novelty sinply having regard to the fact that

Super sol ve had been sold before the priority date and
had had a conmposition falling within such clains. In
reply, however, the patent Proprietor submtted inter
alia that such fact (i.e. "the nere availability of a
product satisfying the clains") does not destroy the
novelty of such clainms, because it is "a prior use

whi ch does not allow a skilled person to find out how
t he product can be nade". In response to this, the
Qpposition Division issued a communi cation in which the
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Opponent was "requested to comment in detail on the
guestion whether it woul d have been possible to analyze
(Supersolve) prior to the priority date of the
contested patent”. In connection with this question,
the patent proprietor filed the declaration by

Dr. Gevers, which supported the patent proprietor's
view that the chem cal conposition of the Supersolve
product was "too conplex to allow skilled persons to
anal yze it w thout undue experinentation”; and the
OQpponent filed the declaration by Dr. Taylor, as well
as the letter fromDr. Krenmer, supporting the
Qpponent's view that it woul d have been possible to
anal yze Supersolve before the priority date.

Before the Opposition Division the patent proprietor
relied primarily upon Decisions T 93/89 (QJ EPO 1992,
718) and T 461/88 (QJ EPO 1993, 295), as well as
Decision T 206/83 (QJ EPO 1987, 5), in support of
contentions to the effect that there was no notivation
for a skilled person to anal yze Supersol ve and
furthernore that such an anal ysis woul d not have been
possi bl e wit hout an undue burden of experinentation,
and was not possible with a reasonabl e investnent of
time and noney.

Since the issue of the Opposition Division's decision,
the Enl arged Board has issued its Qpinion G 1/92 (QJ
EPO 1993, 277), which overruled the finding in Decision
T 93/89 that "If the conposition of a comercially
avai |l abl e product can be established only by a chem cal
anal ysis, the ingredients of the product have not been
made available to the public unless there was reason
for experts to investigate it".
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In the light of the Enlarged Board' s Opinion G 1/92,
during the appeal proceedings the patent proprietor

rai sed a nunber of questions as to what has to be
proved by an Qpponent in a case such as the present, in
order to establish lack of novelty of a clained

i nvention having regard to the prior sale of a product
havi ng a conposition in accordance with the clai ned

i nvention. These questions can be sunmari sed as
fol | ows:

(1) Is it necessary for an Cpponent to prove that a
skill ed person coul d have anal yzed without undue
burden the product which was sold before the
priority date, and could thereby have known t hat
t he conposition of such product was in
accordance with clains of the patent, in order
to establish lack of novelty of such clains?

(1) s it necessary for an Qpponent to prove that a
skill ed person could have carried out a conplete
anal ysi s, w thout undue burden, of the product
whi ch was sold, and to be able to reproduce such
product exactly w thout undue burden, in order
to establish lack of novelty of the clained
i nvention?

(iii) As a factual matter, has it been established by
the Opponent in the present case that Supersolve
coul d have been anal yzed before the priority
date so as to prove |ack of novelty of the
cl ai med invention?

In relation to questions (i) and (ii) above, the patent
Proprietor requested that if the present Board did not
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intend to decide, or hesitated to decide, in favour of
hi s subm ssions, questions along the follow ng |lines
shoul d be referred to the Enl arged Board of Appeal
under Article 112(1)(a) EPC

(a) "lIs the chem cal conposition of a product nade
avai lable to the public by virtue of the
avai lability to the public of that product when
said chem cal conposition could be determ ned by
anal ysis of the product, but not w thout undue
bur den?”

(b) "Does the availability to the public of a product,
t he chem cal conposition of which could not be
determ ned so conpletely as to all ow reproduction
of the said product, neverthel ess destroy the
novelty of an invention if at |east the presence
of the essential elenents of said invention could
be determ ned fromthe product?"

(c) "What are the considerations which should be taken
i nto account when determ ni ng whether a prior sold
product coul d have been anal yzed and reproduced
"W t hout undue burden' ?".

The Opponent did not object to questions such as set
out above being referred to the Enlarged Board of
Appeal , if the present Board thought it appropriate to
do so.

Novelty - main request: legal issues

The main |l egal question in this case is: what was "nade
avai lable to the public" and therefore part of the
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state of the art for the purpose of Article 54(2) EPC,
by reason of the prior sale of Supersolve?

To answer this question, as well as the other rel ated
guestions set out in paragraph 2.3 above, it is
necessary to consider briefly the relevant |egal
backgr ound.

In the first place it appears to be very well
established in the case | aw of the Boards of Appeal
that for a clained invention to have been "nmade

avail able to the public" in the sense of Article 54(2)
EPC before the relevant filing date, information

equi valent to the claimed invention nust have been
accessible to a skilled person. As stated by the

Enl arged Board in Decisions G 2/88 and G 6/88 (QJ EPO
1990, 93 and 114), "The word "avail able" carries with
it the idea that, for lack of novelty to be found, al
the technical features of the clainmed invention in
conmbi nati on nmust have been communi cated to the public,
or laid open for inspection”. Simlarly in Opinion

G 1/92 (QJ EPO 1993, 277), the Enlarged Board stated
that "Where it is possible for the skilled person to
di scover the conposition or the internal structure of
the product ... then both the product and its
conposition or internal structure becone state of the
art", and that "It is the fact that direct and

unanbi guous access to some particular information is
possi bl e which nmakes the latter available ...".

Furthernore, in Opinion G 1/92 the Enl arged Board
enphasi sed that "Article 54(2) EPC does not nake any
di stinction between the different neans by which any
information is nmade available to the public. Thus,
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information deriving froma use is governed in
principle by the sanme conditions as is information
di scl osed by oral or witten description”

In other words, the disclosure of a witten description
is the informati on which a skilled person can |earn by
reading it, the disclosure of an oral description is
the information that a skilled person can |earn by
hearing it, and the disclosure of a product which has
been used is the information that a skilled person can
learn fromit, either visually or by analysis for
exanpl e.

Thus whatever the nmeans of disclosure (witten
description, oral description, use, etc.), availability
in the sense of Article 54(2) EPC involves two separate
stages: availability of the neans of disclosure, and
avai lability of information which is accessible and
derivabl e from such neans.

Furt hernore, whatever the neans of disclosure, as
indicated in the passage of Opinion G 1/92 quoted
above, a question may arise in any particular case as
to what is "directly and unanbi guously" derivable from
such nmeans. Both the result of reading a witten
description and the result of an analysis may be
relatively unclear. This is a question of degree.

It follows fromthe above that in the Board's view the
Qpposition Division was correct to inquire into the
possibility of analysis of Supersolve.
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The further question to be considered (paragraph 1.3
above, question (i) and paragraph 1.4 above, question
(a)) is whether the |ine between what is available to
the public by analysing a prior used product and what
is not so available is determ ned by the criterion of
what can be derived from such an analysis "w t hout
undue burden". In this connection the patent proprietor
relied upon the follow ng passage in Opinion G 1/92:
"Where it is possible for the skilled person to
discover the composition or the internal structure of
the product and to reproduce it without undue burden,

t hen both the product and its conposition or internal
structure become state of the art" (enphasis added).
The patent Proprietor submtted that the phrase
"W t hout undue burden"” governed both the "discovery" of
the conposition or internal structure and its
reproduction, and relied upon the official German
transl ation as published in the Oficial Journal,
which, it was submtted, nmade this clear.

The official text of OQpinion G 1/92 is English and, in
the Board's view, it is therefore the English text of

t he Opinion which has to be interpreted, w thout
reference to the translated German text, which is
legally irrelevant; the wording of the German text may
have resulted froma m sunderstanding by the transl ator
of the intention underlying the English text.

In the Board's view the above-quoted passage of the
Qpinion is not entirely clear as a matter of grammar,
since the phrase "w thout undue burden" could qualify
just the reproduction of the product, or it could
qualify both the discovery of its conposition or
internal structure and its reproduction. |In support of
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the latter interpretation, the patent Proprietor
submtted that the analysis of the conposition of the
product went together with the possibility of
reproducing it, and that since both analysis of the
product and the possibility of reproducing it were
necessary for the conposition of the product to have
been "made avail abl e", the phrase "w t hout undue
burden” necessarily applied to both analysis and

r epr oducti on.

In the Board's view it nust first be noted that the
questions which were referred to the Enl arged Board and
whi ch were the subject of Opinion G 1/92 did not raise
the question of the applicability of the concept
"W t hout undue burden". The referred questions
concerned whether it was necessary for particular
reasons to be identified which would cause a skilled
person to anal yze a prior used product or to search for
information fromsuch a product; as nentioned in

par agraph 2.2 above, such referred questions arose from
the finding in Decision T 93/89 that the conposition of
a prior used product is not "made available to the
public" unless there are reasons for a skilled person
to analyze it.

Thus the reference in Opinion G 1/92 to "w thout undue
burden” in the above-quoted passage was not strictly
necessary for providing an answer to the referred
guestions, and therefore cannot have been intended to
alter or add to the existing |aw concerni ng what
constitutes "the state of the art".

The concept of reproduction of a product "w thout undue
burden” is traditionally associated with the question
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of "sufficiency" of a description of an invention in a
patent specification: that is, whether the invention
which is the subject of the patent has been descri bed
in the patent specification "in a manner sufficiently
clear and conplete for it to be carried out by a person
skilled in the art" (Article 83 EPC). In this context,
the skilled person knows what it is that he is trying
to reproduce: nanely, the subject-matter which is
claimed in the patent and which is therefore to be
protected by the patent, and the invention which has
been di sclosed in the description of the patent. Thus
in this context, the phrase "w thout undue burden" is
an expl anation of the words "sufficiently clear and
conplete” in Article 83 EPC.

The concept of reproducibility "w thout undue burden”
has al so been extended by anal ogy to cases concerni ng
novel ty, where a prior docunent describes a product
such as a chem cal compound which is the subject of a
claimin a patent. As held in Decision T 206/83 (QJ EPO
1987, 5), such a description of a product does not
render the product "available to the public", and thus
does not destroy the novelty of such a claim if a
skilled person is unable to make the product, using his
common general know edge and "w t hout undue burden” (in
ot her words, in the absence of an "enabling

di scl osure").

However, the extension of application of the concept
"W t hout undue burden” from reproduction of what has
been described in a prior docunent to the discovery of
what is not yet known about a previously sold product
(namely, its conposition or internal structure) would
i nvol ve very different considerations, and the Board
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does not accept either that that was intended by the
Enl arged Board of Appeal in Opinion G 1/92, or that it
is legally correct.

Thus in the present case the patent proprietor argued
t hat because the product Supersolve only had nedi ocre
properties and was "nothing special", it followed that
t he cost of anal ysing Supersol ve woul d far outwei gh any
benefit that could be expected from such anal ysis, and
for this reason the carrying out of an analysis of
Super sol ve woul d be an undue burden on the skilled
person. In the Board's view, such an approach to the
determ nation of novelty is essentially equivalent to
t he approach set out in Decision T 93/89, which was
overruled in Opinion G 1/92, for exanple in the
foll owi ng passage: "It is the fact that direct and
unanbi guous access to sonme particular information is
possi bl e, which nakes the | atter avail able, whether or
not there is any reason for looking for it".

The Board does not accept the further subm ssion of the
patent Proprietor to the effect that the criterion of
anal yzability of a prior used product w thout undue
burden has al ways been applied by the Boards of Appeal,
as evidenced for exanple by Decision T 406/86, which is
referred to in and inplicitly approved by Opinion

G 1/92, and in which it was held that the conposition
of a product is "made available"” if it can be
"determ ned without any difficulty" by chem cal

anal ysis. Such a finding is not the sanme as saying
that, for the conmposition of a product to be "nmade
avai l abl e" it nust be anal yzable "w t hout undue

bur den".
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In the Board's view, to apply the concept of "w thout
undue burden" to the determ nation of the conposition
or internal structure of a prior used product which
cannot be ascertained visually (for exanple by

anal ysis) would introduce a subjective elenment into the
determ nation of novelty, which was specifically
rejected by the Enlarged Board in Opinion G 1/92 (see
paragraph 2.1). On the contrary, following what is
stated in such Opinion as quoted above, in the Board's
view it is the fact that direct and unanbi guous access
to information concerning the conposition or internal
structure of a prior used product is possible, for
exanpl e by nmeans of anal ysis, which nakes such
conposition or internal structure "available to the
public" and thus part of the state of the art for the
pur pose of Article 54(2) EPC. If such an analysis is
possi bl e in accordance with the known anal yti cal

t echni ques which were available for use by a skilled
person before the relevant filing date, the conposition
or internal structure thereby is available to the
publi c.

This conclusion is in accordance with what was stated
in Decision T 406/86, referred to above, and is also in
accordance with the principles set out in paragraph 2.1
above. In particular, the analysis by a skilled person
of a product which has per se been "made available to
the public" by neans of prior sale for exanple, using
avai | abl e anal ytical techniques, can be considered as
equi valent to the reading by a skilled person of a
witten description in a docunment which has per se been
"made available to the public". The |ikelihood or

ot herwi se of such a skilled person either reading such
a witten description, or analysing such a prior sold
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product, and the degree of burden (i.e. the anount of
work and tine) involved in such reading or analysing,
isinprinciple irrelevant to the determ nation of what
constitutes the state of the art.

The next question to be considered (paragraph 1.3
above, question (ii), and paragraph 1.4 above, question
(b)) is whether, if the conmposition of a prior used
product is to be "made avail able", a complete anal ysis
of such product nust be possible, so that, as submtted
by the patent Proprietor, such product could have been
exactly reproduced. This requirenent was said to foll ow
in particular fromthe statenent in paragraph 1.4 of
Opinion G 1/92 that "An essential purpose of any
technical teaching is to enable the person skilled in
the art to manufacture or use a given product ..."
(i.e. to be able to reproduce it), and that "Were such
teaching results froma product put on the market, the
person skilled in the art will have to rely on his
general technical know edge to gather all information
enabling himto prepare the said product" (enphasis

added).

While this Board agrees that on a strict literal
interpretation, this paragraph of the Opinion in

i sol ation could be understood to nean that a conplete
anal ysis of a marketed product, sufficient to enable it
to be exactly reproduced, is necessary if the
conposition of the product is to becone part of the
state of the art, nevertheless, bearing in mnd al so
that this paragraph is only indirectly related to
answering the questions which were referred by the
President of the EPO to the Enlarged Board, in the
Board's view having regard also to the previous case
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| aw of the Boards of Appeal, such a litera
interpretation was not what was intended by the
Enl ar ged Boar d.

According to the established jurisprudence of the
Boards of Appeal, the novelty of a clainmed invention is
destroyed by the prior disclosure (by whatever neans)
of an enbodi ment which falls within the claim Thus in
the Board's view, the novelty of a clainmed invention is
destroyed by the prior use of a product, for exanple,
sale of a product, if an analysis of a product using
avai |l abl e anal ytical techniques is such as to inform
the skilled person of an enbodi nent of the product
which falls within the claimof the patent. The Board

t herefore does not accept the patent proprietor's

subm ssions to the effect that a complete anal ysis of a
prior used product nust be possible, so as to enable an
exact reproduction of such product, in order to destroy
t he novelty of the clainmed product.

As to questions (a) and (b) in paragraph 1.4 above

whi ch were put forward by the patent proprietor for
possi ble referral to the Enl arged Board of Appeal, the
Board deci ded not to refer such questions, because in
the Board's view the answers to the questions which are
di scussed and set out above follow clearly from

previ ous case | aw of the Boards of Appeal, whereas the
answers to such questions which were put forward by the
patent proprietor, although perfectly arguable as such,
are contrary to such previous case |aw and appear al so
to be contrary to the main gist of Opinion G 1/92.
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In view of the answers to questions (a) and (b) as set
out above, question (c) in paragraph 1.4 does not
ari se.

As to question (iii) set out in paragraph 1.3 above,

t he factual question to be answered in the present case
is essentially as follows: has the Qpponent established
t hat Supersol ve coul d have been anal yzed before the
priority date of the opposed patent, using known

anal yti cal techniques which were available for use by a
skilled person at that tinme, so as to informsuch
skilled person that the conposition of Supersolve was
in accordance with the invention clainmed in the opposed
pat ent ?

The declaration of Dr Taylor, an expert in the field of
anal ytical chem stry, describes with reference to
publ i shed articles analytical procedures that a skilled
person woul d have followed in the anal ysis of
Super sol ve, using techni ques avail abl e before the
priority date of the patent-in-suit. Thus, according to
t he declaration, after the renoval of the volatile
conponents of the Supersolve which could be identified
by their boiling points, an el enental analysis or

i nductively coupled plasma (1 CP) source spectronetry of
t he residue woul d have indicated the presence and the
amount of phosphorus in the residue; high pressure
l'iquid chromat ography (HPLC) or gas chromat ography (GC)
of the residue would have identified 2,5 - diphenyl
oxazole (PPO and 1,4 - bis (o-nethylstyryl) benzene
(bi s-MsB) which are commonly used scintillant in the
art; and a 3P NVR at a relatively higher pH woul d have
i ndi cated the presence of nonoester and diester of
phosphat es since at higher pH the resonance shifts of
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the two species are quite distinct. Mreover, according
to the declaration, using a cation-exchange columm all

t he cations including ammoni um woul d have been
separated and then identified by classical neans.

Simlarly, in the declaration of Dr Ensley, an expert
inthe field of analytical chem stry and the chem stry
of phosphorus, it is stated that using inductively
coupl ed plasma source (I PC) spectronetry and Fouri er
Transform (FM 3P NWVR, it woul d have been possible to
nmeasure the amount of phosphorus and al so identify
nmono- and di ester of phosphorus in Supersolve. Al so,
according to the declaration, the pH of a solution of
phosphat e esters woul d have indicated that they were
not in the free acid form

In the declaration by Dr Gevers, an expert in the field
of chem cal analysis by chromatography and
spectroscopy, it is stated that whereas an
identification of solvents and nonionic surfactant in
Super sol ve woul d be straight- forward, an isol ation,
and therefore, identification of all the surfactants
present in the Supersolve would be conplicated and tine
consum ng. Moreover, according to the declaration, the
anount of phosphorus present is at the detection [imt
of elenmental analysis and a *P NMR anal ysis to detect

t he presence of phosphates would require a conparison
with nore than 150 known phosphate surfactants under
identical conditions. Wth regard to the cations
present in Supersolve, it is stated by Dr Gevers that

al t hough identification of cations would be possible,

it would be inpossible to tell which cation originally
bel onged to which anion or whether the cations were
added as inorganic salts or bases, so that it was not
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possi bl e to conclude whether salts of surfactants or a
m xture of acids, bases and/or salts was used to
conpose Supersol ve.

Al t hough the patent Proprietor does not disagree with
Dr Taylor's final conclusion that it would have been
possible in 1983 to carry out an anal ysis of

Supersol ve, it nonethel ess disputes that (a) an

el emental anal ysis woul d have automatically reveal ed

t he presence of phosphorus, since the skilled person
had no reason to expect its presence in an LSC m xture,
and (b) that an average analytical |aboratory would
have possessed around the year 1983 all of the advanced
equi pnent and appar atus necessary to performthe

anal ysis according to Dr Taylor's suggestion. Referring
to the Declaration by Dr Gevers, it has been further
submtted by the patent Proprietor that (c) a conplete
anal ysis of the Supersolve would be so conplicated and
time consunming that it would be inpossible in practical
termns.

As to subm ssion (a), the Board considers that it was
well within the conpetence of a skilled person to
identify the presence of phosphorus by subjecting the
Supersol ve residue (after the evaporation of volatile
conponents) to an elenental analysis. Also in the
Board's view, the use of Fourier Transform 3P NWR
techni que (which has been known since 1960's) in the
case of dilute solutions would have sufficiently
enhanced weak signals so that it woul d have been
possible to identify the presence of nono and di esters
of phosphates in Supersolve, as explained by Dr Tayl or
and Dr Ensley in their declarations. Concerning the
subm ssion by Dr Gevers that it was not possible to
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concl ude whet her phosphoric acid esters or a m xture of
phosphoric acids, bases and/or salts was used to
conpose Supersolve, this is not relevant to the issue
of novelty in the present case. As to the possibility
of identification of solvent and scintillators in
Supersol ve, this has not been disputed by Dr Gevers,
and the Board is also of the view that isolation and
identification of solvent Pseudocunene woul d have been
possi bl e by evaporation, whereby Pseudocunene woul d
have boiled at its boiling point of 168°C, whereas the
HPLC or GC techni que woul d have identified the presence
of PPO and bi s- MSB whi ch are commonly used
scintillators in the art.

As to subm ssion (b), the Board considers that it is
irrel evant whether or not all the necessary anal yti cal
equi pnents were available in one | aboratory. Wiat is
crucial is whether all the necessary equi pnent and
techni ques were available to a skilled person before
the rel evant date so that he was able to inform hinself
of the conposition of the Supersolve to the extent that
t he conposition was in accordance with the clained
subject-matter. In the present case the Board is
satisfied that this is so for the above reasons.

As to submission (c), as already stated in paragraph
2.3 above, the Board does not accept that a complete
anal ysis of Supersolve is required to take away the
novelty of the clainmed subject-matter, but nerely an
anal ysis which is sufficient to informa person skilled
in the art that Supersolve had a conposition falling
within the terns of the clained subject-matter. As

di scussed in paragraph 4.2 the Board is satisfied that
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in the present case such an anal ysis of Supersol ve was
possi bl e.

Thus, the Board considers that in the present case, al

t he necessary nmeans and anal yti cal nethods were
avai l abl e to the notional skilled person at the
priority date of the patent in suit which allowed him
to identify Supersolve as a product falling within the
scope of Claim1l of the main request. Therefore, in the
Board's judgnent, the subject-matter of Caim1l of the
mai n request |acks novelty within the nmeaning of
Article 54 EPC.

Novelty - auxiliary request 1

The LSC m xture according to Claim1l1 of this request is
di stingui shed from Supersolve in that the phosphoric
acid esters have been neutralised but not with ammonia,
as in the case of Supersolve. The m xture as a result
contains cations of an al kaline material other than

t hose of ammonia. The subject-matter of Claim1l is thus
new.

Inventive step - auxiliary request 1

The subject-matter of the patent addresses the problem
of inconpatibility of the known LSC m xtures e.g. LSC
conpositions known from D9 and US-A-4 001 139 with
strongly al kal i ne sanpl es which are known to produce a
strong and prol onged background noi se due to

chem | um nescence.

The data provided in Exanples |I and Il of the patent
for the determ nati on of chem | um nescence, in the
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Board's view, denonstrate that an acceptable |evel of
chem | um nescence (in conparison with a background

| evel of about 35 counts per mnute - see page 3,

lines 24 to 25, and page 4, line 35 of the patent) is
obtained in the case of neutralised scintillation

m xtures according to Caiml (mxtures B) containing
nmono or di phosphate salts even when used with

al kal i ne sanples. Thus, the Board is satisfied that the
above technical problemwas credibly solved by the
conposition as set out in Claiml.

Al t hough the applicability of Supersolve as a |iquid
scintillation m xture in general was made available to
the public, in the Board' s viewits other extrinsic
properties, and in particular its chem | um nescence
property when used with al kaline sanples, had not been
made available to the public before the priority date
of the patent in suit.

The scintillation m xtures disclosed in Table 1 and on
pages 228 and 229 of docunent D4 conprise organic
solvents, a butyl-PBD scintillator and al kyl phosphate
esters as a surfactant. Although this docunent is

mai nly concerned with the devel opnent of design
principles of LSC m xtures with a view to providing
highly efficient scintillants with good capacity for a
wi de range of sanples (see page 230, |ast but one

par agraph), it does not deal with the probl em of

chem | um nescence encountered in case of strongly

al kal i ne sanples. Therefore, the skilled person
confronted with the above technical problem could not
gain any relevant information fromthis docunent.
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Docunment D9 di scl oses LSC m xtures which conprise an
aromati ¢ hydrocarbon sol vent, an ethoxyl ated al kyl
phenol surfactant, a scintillation solute, a
substituted ethoxyl ated carboxylic acid and optionally
atertiary amne salt or a quaternary ammni um salt of
such acid (see the ABSTRACT and colums 2 to 6). The
docunent teaches to reduce chem | um nescence caused by
the addition of an al kaline sanple by using carboxylic
acid in free acid form Tertiary amne salt or a

guat ernary ammonium salt of the acid is used to enhance
the water miscibility of the m xture (see colum 4,
lines 61 to 65; colum 5, lines 25 to 35). Thus,
docunent D9 contains no pointer either that the
conposi tions now cl ai med coul d solve the existing
techni cal probl em

I n docunent D6, the problem of chem | um nescence in
l[iquid scintillation counting technique is discussed in
detail. It is reported that organi c peroxides react in
an al kaline nmediumto produce chem | um nescence (see

t he sentence bridging pages 5 and 6); m xtures of
benzoyl peroxide, basic solubilising agents and
scintillation cocktails produce very intense

chem | um nescence (see page 6, third paragraph) and
that an al kaline nediumis essential for the

chem | um nescence reaction in standard scintillation
solutions and addition of an acid to a neutral pH or

| ower than 7 generally stops |um nescence (see the

par agraph bridging pages 6 and 7). Also it follows from
"CONCLUSI ON' (see itens 3 and 4) on page 9, that in
order to avoid chem | um nescence, the biol ogica

sanpl es, which had been digested in basic sol ubilising
agents, should be neutralised (or acidified) by the
addition of an acid, and that if the scintillation
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m xture is alkaline, it should be checked for
chem | um nescence and stored until the | um nescence has
decayed to a tolerable |evel.

Havi ng regard to the above di scl osures of docunents D6
and D9, the Board agrees with the patent Proprietor's
submi ssion that in the art of liquid scintillation
counting, it was generally considered at the priority
date that to prevent or reduce chem | um nescence in the
case of an al kaline sanple, the al kaline sanple had to
be neutralised (by the addition of an acid) previous to
its addition to the LSC m xture or the LSC m xture had
to contain a free acid.

In view of the above, in the Board's view, a skilled
person woul d not have consi dered neutralising al kyl
phosphate esters in the LSC m xture of docunent D4 to
form nmono- or di phosphate salts with a view to reducing
chem | um nescence in al kaline sanples. The disclosure
in docunent D9 relating to reduction of

chem | um nescence is contrary to the teaching of the
patent in suit and | eads away fromthe use of nobno- or
di phosphate salt in the LSC m xture according to
docunent D4.

Simlarly, it would have been contrary to the
under st andi ng of chem | um nescence in the art to enpl oy
Supersol ve (which was known to be neutral) in the case
of al kaline sanples. The skilled person concerned with
reduci ng chem | um nescence woul d have neutralised or
acidified the sanple prior to its addition to
Supersol ve or woul d have consi dered acidifying
Supersolve. In the Board' s view, as the skilled person
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was not aware of the chem | um nescence property of
Supersolve in relation to an al kaline sanple, he had no
reason to replace ammoni a in Supersolve by any ot her

al kaline materi al .

For these reasons, in the Board's judgnent, the LSC

m xture according to Claim1 of auxiliary request 1 was
not obvious to a person skilled in the art and

t herefore involves an inventive step within the neaning
of Article 56 EPC.

For these reasons it is decided that:

1. The Decision of the Opposition Division is set aside.

2. The case is remtted to the first instance with the
order to maintain the patent with Clains 1 to 5 as set
out in auxiliary request 1 filed on 7 July 1993, and
with the description to be adopted to such clai ns.

3. The request for referral of questions to the Enlarged
Board is refused.

The Registrar: The Chai r man:

M Beer G D. Paterson



