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Headnote:

. In the context of the exam ning procedure under Articles 96
and 97 EPC, Article 113(1) EPC is intended to ensure that
before a decision refusing an application for non-conpliance
with a requirenent of the EPC is issued, the applicant has
been clearly inforned by the EPO of the essential |egal and
factual reasons on which the finding of non-conpliance is
based, so that he knows in advance of the decision both that
the application may be refused and why it may be refused, and
so that he may have a proper opportunity to comment upon such
reasons and/or to propose anendnents so as to avoid refusal of
t he applicati on.

1. If a comrunication under Rule 51(3) EPC and pursuant to
Article 96(2) EPC does not set out the essential |egal and
factual reasoning which would lead to a finding that a

requi renment of the EPC has not been net, then a decision based
upon such a finding cannot be issued w thout contravening
Article 113(1) EPC, unless and until a conmmunication has been
i ssued which does contain such essential reasoning. If a
decision is issued in the absence of a conmunication
cont ai ni ng such essential reasoning, Article 96(2) EPC is also
contravened, since in order to avoid contravening

Article 113(1) EPC it was "necessary" to issue a further
comuni cation (follow ng decision T 0640/91, QJ EPO 1994,

918).
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Summary of Facts and Submissions

0569. D

Thi s European patent application was refused by a
deci si on of the Exam ning Division which was based on
the objection that Clainms 4 to 6 of a set of anmended
claims formng the Applicant's request contai ned added
subject-matter and therefore violated Article 123(2)
EPC.

The set of anmended Clains 1 to 6 were filed in response
to the first communication of the Exam ning Division,
in which objections to the clains of the application
had been raised under Article 84 EPC, and in which it
was stated that a full substantive exam nation was not
yet possible. Following the filing of this set of new
clainms, a tel ephone consultation took place on

14 Cctober 1991, between the primary exam ner and the
Applicant's representative. According to the m nutes of
this consultation, which were sent to the Applicant
under cover of an invitation dated 18 October 1991
pursuant to Article 96(2) and Rule 51(2) EPC, the
Applicant's representative was infornmed that the
changed wording of new Clains 1 and 4 to 6 should be
comment ed upon as set out in the Guidelines EIl, 1, and
in this connection a nunber of passages in such clains
were identified. The mnutes also stated that "The
substanti ve exam nati on cannot take place unless new

cl aims have been filed which do no | onger infringe
Article 123(2) EPC'

In response to this invitation w th acconpanyi ng

m nutes of the consultation which constituted the
second conmuni cation fromthe Exam ning D vision, the
Applicant filed a letter dated 25 February 1992, which
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i ndi cated passages in the application as filed which
were said to forma basis for the anended Clains 4 to
6. The decision refusing the application was issued on
5 June 1992.

Claims 4 to 6 which formthe basis of the objections
under Article 123(2) EPC read as foll ows:

"4, The detection circuit as clainmed in claiml1,
characterized in that said conparison output signa
takes said first logic |level when said first digita
data is equal to or larger than said second digita
data and said second logic | evel when said first
digital data is smaller than said second digital data,
that said detection circuit further conprises third
means (13-17) responsive to said second |logic |evel of
sai d conparison output signal for generating a tiner
signal in a predeterm ned cycle, and that said first
means i ncludes nmeans (11) for generating said fourth
digital data by use of said second val ue being
positive, a first nultiplexer (12) for outputting said
second digital data when said tinmer signal is not
generated and for outputting said fourth digital data
when said tiner signal is generated, and a second

mul ti plexer (6) for outputting said first digital data
when said conparison output signal takes said first
logic level and for outputting data derived from said
first multiplexer (12) when said conparison out put
signal takes said second |logic |evel, whereby said
detection circuit operates as a peak envel ope detector.

5. The detection circuit as clainmed in claim1,
characterized in that said conparison output signa
takes said first logic |level when said first digita
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data is equal to or smaller than said second digital
data and said second logic | evel when said first
digital data is larger than said second digital data,
that said detection circuit further conprises third
means (13-17) responsive to said second |logic |evel of
sai d conparison output signal for generating a tiner
signal in a predeterm ned cycle, and that said first
means includes neans (11) for generating said fourth
digital data by use of said second val ue being
negative, a first nultiplexer (12) for outputting said
second digital data when said tinmer signal is not
generated and for outputting said fourth digital data
when said tiner signal is generated, and a second

mul ti plexer (6) for outputting said first digital data
when said conparison output signal takes said first
logic level and for outputting data derived from said
first multiplexer (12) when said conpari son out put
signal takes said second |logic |evel, whereby said
detection circuit operates as a bottom envel ope

det ect or.

6. The detection circuit as clained in claim1,
characterized in that said conparison output signa
takes said first logic |level when said first digita
data is equal to or larger than said second digita
data and said second logic | evel when said first
digital data is smaller than said second digital data
and that said first neans includes a first register
(55) for tenporarily storing said first value, a second
regi ster (56) for tenporarily storing said second

val ue, a selector (54) for selecting and outputting
said first value stored in said first regi ster when
sai d conparison output signal takes said first logic
| evel and said second value stored in said second
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regi ster when said conparison output signal takes said
second logic level, and an arithnetic operation unit
(57) for performng an addi ng operation on said second
digital data and data derived fromsaid sel ector (54)
to produce said third digital data when said conpari son
out put signal takes said first logic |level and for
perform ng a subtracting operation on said second
digital data and data derived fromsaid sel ector (54)
to produce said fourth digital data when said

conpari son out put signal takes said second |logic |evel,
the data produced by said arithnmetic operation unit
(57) being supplied to said second neans (58)."

| V. The decision of the Exam ning Division identifies the
following features of Clainms 4 to 6 which were said to
constitute added subject-matter and therefore to cause
violation of Article 123(2) EPC

In Cainms 4 and 5: (1) "for generating a
timer signal in a

predetermined cycle"

In Claim6: (i) "a first/second register for
temporarily storing said
first/second val ue"

and (tiit) "an arithmetic operation
unit".

The decision also indicates a nunber of terms in

Claim 1 of the anended set of clainms which appeared to
violate Article 84 EPC.

0569. D Y A
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The Applicant duly filed an appeal against such

deci sion. The Statenent of G ounds of Appeal raised the
followi ng points in respect of the decision under
appeal :

1. The decision had violated Article 113(1) EPC, in
particul ar because the Applicant had never been
notified in advance of the decision of the
particular features of the clains (see
par agr aph |1V above) which were said in the
decision to violate Article 123(2) EPC. Before
i ssue of a decision, the Applicant should have
been infornmed of these particular features which
were considered by the primary exam ner to viol ate
Article 123(2) EPC, and should have been invited
to comment upon such potential objections.

Such violation of Article 113(1) EPC was a
substanti al procedural violation justifying

rei nbursenent of the appeal fee in accordance with
Rul e 67 EPC.

2. Furt her procedural violations were as foll ows:

(a) Since substantive exam nation had not been
carried out, the exam ner should have
consi dered how further objections could be
resol ved, before issuing a decision
(Quidelines Cvl, 4.3 and CVI, 7.6), and the
interview requested in the Applicant's letter
dated 25 February 1992, should have been
granted (Guidelines CVlI, 6.1a).
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(b) The decision under appeal does not contain
reasons why the specified features of Cains 4
to 6 violate Article 123(2) EPC, and it is
doubtful that Rule 68(2) EPC is therefore
satisfied.

Such accumul ati on of procedural violations
i ndicates a further substantial procedural
violation in the sense of Rule 67 EPC.

The finding that Clains 4 to 6 contain added
subj ect-matter was not justifi ed.

As to feature (i), "in a predeterm ned cycle", a
consi deration of the apparatus described with
reference to Figure 1 of the application shows
that the timer signal is in fact generated in a
predet erm ned cycl e.

As to feature (ii), "tenmporarily storing", the
regi sters 55 and 56 of Figure 6 of the application
necessarily store data tenporarily.

As to feature (iii), "an arithmetic operation
unit", such a unit is capable of conducting
arithnmetical operations only, and this termis
therefore nore limted than Claim6 as fil ed.

As to the suggested contravention of Article 84
EPC, the objections are nmainly concerned with
reference signs per se which do not influence the
scope of the cl ains.
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The grounds of appeal also indicated three
auxiliary requests.

Reasons for the Decision

1

0569. D

Added subject-matter - Article 123(2) EPC

(i)

The generation of a tiner signal "in a
predeterm ned cycle" is not expressly described in
the application as filed, but in the Board s view
this feature is inplicitly included in the
description of specific enbodinents of the

i nvention which was contained in the application
as fil ed.

In particular Clainms 4 and 5 are each concerned
with a "third nmeans” conprising a timng circuit
formed by the units 13 to 17 shown in Figure 1
This circuit conprises a counter 14 counting clock
signals of a first clock b,, a conparator 15 and a
reference data register 16, and is activated by
resetting the counter 14 when the anplitude of the
i nput signal has reached a maxi mum and starts with
decreasing values for the anplitude. The tinme of
activation is preset in the data register 16 of
Figure 1; consequently there is a "predetermined’
time. The tinme period for which the nultiplexer 12
receives a low level signal lasts until the
counter 14 counts the first clock b, up to the
reference value of the reference data register 16.
During this tinme the nultiplexer 12 selects the
data fromregister 8, i.e. the output data D,.
This period is determ ned by the cycle of the



0569. D

(i)

- 8 - T 0951/ 92

first clock b, and the reference data in

regi ster 16; cf. page 7, line 22, to page 8,

[ine 12 and page 10, line 3 to page 10, line 26 in
conmbination with Figures 1 and 2 concerning
Claim4 and additionally page 12, line 23 to

page 13, line 10 in conbination with Figures 1 and
3 concerning C aimb5.

In the Board's judgnent it follows that the
addition of the expression "in a predetermined
cycle”" to Cains 4 and 5 of the application does
not contravene Article 123(2) EPC.

Simlarly, the "tenporary" storage of values as
defined in Claim6 is not expressly described in
the application, but is inplicit in the

enbodi nents of the invention there described.
Claim 6 concerns a peak envel ope or a bottom

envel ope detector circuit as shown in Figure 6. In
this circuit the increnent data and decrenment data
are "set" (see page 18, line 24 and page 19,

line 5) into the storing registers 55 and 56.
Consequently, the registers 55 and 56 store data
for alimted time and after that tine a new set
of data is "set" in each of the two registers.
This fact is explicitly stated in the paragraph
bridgi ng page 18, line 24 to page 19, line 10,
where the change of data in the registers 55 and
56 is described when changi ng the operational node
of the circuit froma peak envel ope detector to a
bott om envel ope detector. Consequently, the
previously stored data set had only been
tenporarily stored.
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Hence, in the Board's judgnent the inclusion of
the feature "a first/second register for

temporarily storing said first/second value" in
Claim 6 does not contravene Article 123(2) EPC.

(iiti) Furthernore, in the Board' s judgnent the
replacenent in Claim6 of the term™"arithnetic
logical unit” by the term"arithmeti c operation
unit" does not contravene under Article 123(2) EPC
for the reasons which foll ow

In the originally filed application, the term
"arithnmetic logical unit" and its abbreviation
"ALU' is exclusively used.

Such an ALU constitutes that part of a conputer
whi ch perforns all kinds of arithnetical and

| ogi cal operations. According to acknow edged

t ext book definitions an ALU perforns

- | ogi cal operations between two operands or on
only one operand, such as OR AND, EXCLUSI VE-
OR and further BOCLEAN operations, |NVERT,
fornms a COVPLEMENT, SHI FTs data and TESTs for
m nus or zero.

- arithnmetic operations, such as ADD, MUILTI PLY,
SUBTRACT or Dl VI DE;
cf. "Electronics engi neers' handbook",
publ i shed by McGRAWHI LL Book conpany, 1989,
Section 8-110, No. 106 and Section 23-24,
No. 24.

0569. D Y A
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Consequently, an "ALU' perforns the operationa
functions of both |ogical operations and
arithnmetic operations.

Therefore, in the Board' s view the term
"arithmetic operation unit” falls within the term
"arithmetic logical unit”, and does not extend the
content of the application as filed.

Article 84 EPC

(i)

(i)

As proposed by the Appellant, CQaiml at lines 3
and 19 should read "(4; 52)".

In the Board's view the Exam ning Division's
obj ection concerning |atches 5 and 53 and
concerning the first and second digital data
respectively do not support findings that
Article 84 EPC is infringed.

Request for refund of the appeal fee - Rule 67 EPC

(a) Alleged substantial procedural violation by
contravention of Article 113(1) EPC

0569. D

(i)

The main point taken by the Applicant in support
of this contention is that the particular features
of Claims 4 to 6 (features (i) to (iii) in

par agr aph |1V above) were not specifically
identified by the primary exam ner either during

t he tel ephone consultation on 14 Cctober 1991, or
in the mnutes of such consultation which forned

t he substantive content of the invitation dated

18 Cctober 1991, so that the Applicant was unaware
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of the potential objections under Article 123(2)
EPC based upon the addition of these features to
Claims 4 to 6, and had no opportunity to coment
on the grounds on which the decision of refusal is
based, as required by Article 113(1) EPC

As indicated in paragraph Il above, the invitation
dated 18 COctober 1991, stated in its paragraph I.1
that the changed wording of new Clains 4 to 6
shoul d be commented on as set out in the
GQuidelines, and inter alia identified passages in
Clains 4 to 6 which were included for the first
time in such clains, namely:

Clains 4 and 5: "in a predeterm ned cycle ... peak
envel ope detector", being the last 14 |ines of
such new cl ai ns which are set out in paragraph Il
above.

Claim6: "a first register ... to said second
nmeans (58)", being the last 18 |ines of such
claim

Paragraph 1 of the invitation also identified a
nunber of passages in Clains 4 to 6 which had been
omtted, conpared to Clains 4 to 6 as originally
filed.

The invitation also indicated in its paragraph I.2
t hat new cl ainms should be filed "which do no
| onger infringe Article 123(2) EPC'

In a general way, it could be said that the
invitation dated 18 Cctober 1991, did state the
"ground” of objection to the amended Clains 4 to 6
in the narrow sense of this word, nanely
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Article 123(2) EPC, on which the decision of the
Exam ning Division was | ater based, and that the
Applicant did have an opportunity to present
comment s upon such "ground” in reply to the
invitation. The question to be considered is

whet her or not the indication of such "ground"” of
objection in the invitation, together with the

i ndi cation of passages in Clains 4 to 6 which were
added to and omtted fromthe clains as filed, is
sufficient to satisfy the requirenment of

Article 113(1) EPC.

Article 113(1) EPC states that decisions "may only
be based on grounds or evidence on which the
parti es concerned have had an opportunity to
present their coments”. This provision has been
recogni zed in a nunber of previous Board of Appeal
deci sions as being of fundanental inportance for
ensuring a fair procedure between the EPO and
parti es conducting proceedi ngs before it (see in
particular Opinion G 4/92, QI EPO 1994, 149,

Deci sion J 20/85, Q) EPO 1987, 102, and Deci sion
J 3/90, QJ EPO 1991, 550), and reflects the
general ly recogni zed principle of procedural |aw
that a party to proceedings has "a right to be
heard" before a decision is issued.

Article 113 EPC is one of the "Comron provisions
governi ng procedure" set out in Chapter | of

Part VII of the EPC. Such "comron provisions" are
"common" to all procedures before the EPQ in
particular, to proceedi ngs before the Exam ning
Di vi sions, the Opposition Divisions, and the
Boards of Appeal
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Procedure before an Exam ning Division during the
substantive exam nation of an application is
governed by Article 96 EPC and Rule 51 EPC. In
particular, Article 96(2) EPC provides that "If

t he exam nation of a European patent application
reveal s that the application or the invention to
which it rel ates does not neet the requirenents of
this Convention, the Exam ning Division shal
invite the applicant, in accordance with the

| rpl enenti ng Regul ati ons and as often as
necessary, to file his observations within a
period to be fixed by the Exam ning Division"

Rul e 51(3) EPC provides that "Any comuni cation
pursuant to Article 96, paragraph 2, shall contain
a reasoned statenent covering, where appropriate,
all the grounds against the grant of the European
patent".

In the context of Article 96(2) EPC, Rule 51(3)
EPC thus involves two requirenments. Firstly, the
applicant should be inforned, if appropriate, of
each requirenent of the EPC which is considered as
not being nmet. Secondly, for each such requirenent
of the EPC which is referred to, the applicant
shoul d be infornmed of the | egal and factual
reasons which are considered to lead to the
conclusion that the requirenment of the EPC is not
met .

In the context of the exam ning procedure under
Articles 96 and 97 EPC, Article 113(1) EPCis
clearly intended to ensure that before a decision
refusing an application for non-conpliance wth a
requi renent of the EPC is issued, the applicant
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has been clearly infornmed of the essential |egal
and factual reasons on which the finding of non-
conpliance is based, so that he knows in advance
of the decision both that the application may be
refused and the | egal and factual reasons why the
application may be refused; furthernore, before
i ssue of a decision, the applicant nust have a
proper opportunity to comment upon such reasons,
and if he wishes, to give counter-argunments and
reasoni ng in support of the allowance of the
application, and/or to propose anendnents to the
application so as to avoid refusal of the
appl i cation.

Thus the term "grounds or evidence" in

Article 113(1) EPC should not be narrowy
interpreted. In particular, in the context of
exam nation procedure the word "grounds" does not
refer merely to a ground of objection to the
application in the narrow sense of a requirenent
of the EPC which is considered not to be net. The
word "grounds” should rather be interpreted as
referring to the essential reasoning, both |egal
and factual, which |leads to refusal of the
application. In other words, before a decision is
i ssued an applicant nust be informed of the case
whi ch he has to neet, and nust have an opportunity
of neeting it.

Such an interpretation of Article 113(1) EPC
corresponds to the way in which the general
procedural principle of a "right to be heard"

menti oned in sub-paragraph (iii) above is normally
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applied in the procedural |aw of the Contracting
St at es.

(vi) The above interpretation of Article 113(1) EPC
relates to Rule 51(3) EPC in the follow ng way:

As nmentioned in sub-paragraph (iii) above,

Rul e 51(3) EPC requires that every communi cation
pursuant to Article 96(2) EPC shall contain a
"reasoned statenent” supporting each potenti al
objection to the application. Such a reasoned
statenent should be sufficiently reasoned to
satisfy Article 113(1) EPC If it is so reasoned,
then if the observations filed by the Applicant in
reply do not overcome such reasoning and satisfy
the Exam ning Division that the application neets
the requirements of the EPC, a decision refusing
the application on the basis of the reasoning
previously set out in the conmunication can be

i ssued.

If, on the other hand, a communicati on under

Rul e 51(3) EPC and pursuant to Article 96(2) EPC
does not satisfy the requirenents of

Article 113(1) EPC, in that it does not set out

t he essential |egal and factual reasoning which
would lead to a finding that a requirenment of the
EPC has not been net, then a decision based upon
such a finding cannot be issued w thout
contravening Article 113(1) EPC unless and until a
conmuni cati on has been issued which does contain
such essential reasoning. In other words, in such
circunstances having regard to Articles 96(2) and
113(1) EPC there is a "necessary" |egal obligation

0569. D Y A
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to send a further comrunication and to invite
further observations, before issuing an adverse
decision - see Decision T 640/91, Q) EPO 1994,
918.

The I egal principles which are applicable in the
context of exam ning procedure under Articles 96
and 97 EPC are thus partially anal ogous to those
which are applied in the context of Article 99 EPC
in conbination with Rule 55(c) EPC to a Notice of
Qpposition, nanely that if it is to be adm ssible,
such a notice should contain a "reasoned
statenent™ which states the |egal and factual
reasons why the alleged grounds of opposition
shoul d succeed (Decision T 550/88, QJ EPO 1992,
117), and such reasoned statenment should be
sufficient for the Opponent's case to be properly
under stood on an objective basis (Decision

T 222/85, QJ EPO 1988, 128).

In the present case, although it appears fromthe
passages of the invitation dated 18 Cctober 1991
whi ch are quoted in sub-paragraph (ii) above that
t he Applicant was informed by such invitation that
there were features in Clains 4 to 6 whose
addition or om ssion were considered to violate
Article 123(2) EPC, neverthel ess the Applicant was
not infornmed in this comruni cation either what
these features were or why they were considered to
constitute added subject-matter. The comuni cation
therefore contained no | egal or factual reasoning
at all. The contents of the decision in effect
informed the Applicant for the first tine that the
vari ous features which were omtted fromthe
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anended Clains 4 to 6 as conpared to Clains 4 to 6
as originally filed did not cause violation of
Article 123(2) EPC, but that the addition to
Clains 4 to 6 of each of the three specific
features (i) to (iii) set out in paragraph IV
above was considered to violate Article 123(2)

EPC. Thus the Applicant had no opportunity to
comment upon these all eged violations of

Article 123(2) EPC before the decision was issued.

In connection with the passage in the CGuidelines
at Ell,1, which was referred to in the invitation
dated 18 October 1991 and which states that "Were
repl acenent pages are filed and it is not obvious
how t he text has been anended, the
applicant....should, for exanple, indicate in the
margi n or explain fromwhich points of the
original application docunents....the anendnents
are derived," the Board would conment that a
reference to this passage in a conmunication to an
applicant (such as in the above-identified
invitation) while it may help to expedite the
exam ni ng procedure, cannot create any | egal

obl i gati on upon the applicant, nor can it in any
way affect the obligations upon the Exam ning
Division to conply with the requirenents under
Articles 96 and 113(1) EPC.

In the Board's judgnent, the invitation dated

18 Cctober 1991 did not contain the essenti al

| egal and factual reasoning leading to the finding
in the subsequent decision that the amendnents
added to Clains 4 to 6 violated Article 123(2)

EPC. The decision dated 5 June 1992, was therefore
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issued in violation of Article 113(1) EPC.
Furthernore, having regard to what is stated in
sub- paragraph (vi) above, and having regard to the
| ack of reasoning in the invitation dated

18 Cctober 1991, it was legally "necessary" to
send a further comunication before issuing a
decision, within the meaning of Article 96(2) EPC,
and the failure to send such a communi cati on
constituted a violation of Article 96(2) EPC.

Such violations were clearly substanti al
procedural violations within the nmeaning of
Rul e 67 EPC, and in the Board's judgnent it is
clearly equitable that the appeal fee should be
refunded in the circunstances of this case.

In view of the above finding it is unnecessary to
di scuss in detail the other procedural violations
whi ch were all eged by the Appellant. However, it
is well established that the appointnment of an
interviewis a discretionary matter for the

exam ner concerned, and the Board woul d not regard
the failure to appoint an interviewin the present
case as a procedural violation. As to the

al l egation that the decision of the Exam ning

D vi sion may have contravened Rule 68(2) EPC in
view of its lack of reasoning, the Board considers
that the decision contained just sufficient
reasoning to satisfy Rule 68(2) EPC. In the
Board's view, in order to be "reasoned" in the
sense of Rule 68(2) EPC, a decision should contain
the essential |egal and factual reasons which | ead
to the finding on which the decision is based.

What was stated in the decision was just
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sufficient to informthe Appellant of the reason

why the Exam ning Division considered

Article 123(2) EPC to be violated, - in contrast

to the invitation dated 18 October 1991.

Since the Exam ning Division has not yet exam ned the

application in connection with other requirenents of the

EPC, the case is remtted to the Exam ning D vision
pursuant to Article 111(1) EPC.

Order

For these reasons it is decided that:

The decision of the Exam ning Division is set aside,
t he appeal is allowed.

The case is remtted to the Exam ning Division for
further exam nation under Article 96 EPC.

The appeal fee shall be refunded.

The Regi strar: The Chai r man:

M Beer G D. Paterson

0569. D
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