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Summary of Facts and Submissions

1527.D

Eur opean patent No. 0 075 949 conprising el even clains
was granted to the Respondent.

Claim1l of this patent reads:

"“An ion-beam processing apparatus for correcting a
defect consisting of the unwanted presence of materi al
inafine circuit pattern drawn on a surface of a
speci nen, sai d apparatus being provided within a vacuum
contai ner (39) including a specinen chanber (40) with a
tabl e (55) for nounting said specinen (90) therein, and
conpri si ng:

an ion source (65) facing said speci nen chanber
(40),

an extraction electrode (67) for extracting an ion
beam (68) fromsaid ion source (65),

a first aperture (69) for controlling the spot
di anmeter and spot current of said ion beam (68) when
focused to a spot on said specinen (90),

at | east one set of electrostatic |enses (70, 71,
72) for focusing said ion beam (68) outputted through
said first aperture (69) to forma spot (68) on the
surface of said specinen (90),

X-axis and Y-axis deflection electrodes (75, 76)
for scanning said ion beam spot (68 ) over said
specinen (90) in two nutually orthogonal directions,

a secondary charged particles detector (86) for
detecting the intensity of secondary charged particles
emtted fromsaid speci nen (90) when subjected to the
ion beam and for transducing said intensity into an
el ectrical signal and
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di spl ay neans (87) receiving said signal fromsaid
detector (86) and X- and Y-deflection signals applied
to said deflection electrodes (75, 76) for scanning a
spot having an intensity proportional to said signal
fromsaid detector (86) in synchronismwth said ion
beam spot (68') scanning over said specinen (90) so as
to all ow observation of the surface of said specinen
(90), wherein

said ion source (65) is of the liquid netal type
or of the ultra-low tenperature electric field
ionisation type generating a high intensity ion beam
(68) to forma spot (68 ) of less than or equal to
0.5 um di aneter on said surface of said specinen (90)
through said first aperture (69) and said set of
el ectrostatic lenses (70, 71, 72),

sai d apparatus further conprises setting neans
(696) for setting a range of co-ordinates (X;-X,, VY;-Y,)
relative to said X- and Y-axes, said range defining a
region of the surface of said specinmen (90) to be
processed and sai d range al so being displayed on said
di spl ay neans (87),

a second aperture (74) is provided between at
| east a portion of said set of electrostatic |enses
(70, 71, 72) and said deflection electrodes (75, 76)
for interrupting the projection of said ion beam (68)
onto said specinen (90),

a beam bl anking el ectrode (73) is disposed
upstream sai d second aperture (74),

a power controller (85) is provided to supply a
bl anki ng signal, in dependence on said setting nmeans
(696) and said X- and Y-direction signals, so as to
operate on the beam bl anki ng el ectrode (73) to deflect
the ion beam out of said second aperture (74) except
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when the beam spot (68') lies within the said region to
be processed and

swi tching neans (112) are provided for swtching
power supplies (78, 79, 80,81) and said power
controller (85) supplying said ion source, electrodes
and |l enses so as to selectively provide a | ow power ion
beam suitabl e for scanning the surface of said specinen
(90) without damagi ng said pattern, so that said defect
may be observed on said display neans (87), and a high-
power ion beam suitable for scanning the said region to
be processed, which region may include said defect, and
for sputtering the material constituting said defect so
that said defect nmay be renoved”

three m nor spelling m stakes having been corrected in
the claim

Clainms 2 to 10 are dependent upon Caim1l. |ndependent
Claim 1l is a nethod clai mwhich reads as foll ows:

"A nmethod for correcting a defect consisting of
t he unwanted presence of material in a fine circuit
pattern on a mask, said nmethod conprising the steps of:

extracting an ion beam (68) out of a high
intensity ion source (65) by neans of an extraction
el ectrode (67),

focusing said ion beam (68) into a fine spot (68')
havi ng a spot dianmeter of less than or equal to 0.5 pm
by neans of an el ectro-optical system (70, 71, 72) and
a first aperture (69),

defl ecting said ion beam (68) by nmeans of X-axis
and Y-axis deflection electrodes (75, 76) along two
mut ual Iy orthogonal directions for scanning said spot
(68') over said mask (90) along said directions,
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detecting the intensity of secondary charged

particles emtted fromsaid mask (90) when exposed to a
| ow- power ion beam by neans of a secondary charged
particles detector (86) transducing said intensity into
an electric signal,

di splaying said intensity on a display neans (87)
t hrough a spot having an intensity proportional to the
out put of said secondary charged particles detector
(68) and being scanned over said display neans (87) in
synchronismw th said i on beam (68) scanning an area of
the surface of said mask (90) in accordance with
defl ection signals applied to said deflection
el ectrodes (75, 76) so as to enable the observation of
said surface area of said mask (90),

setting a defect portion to be corrected on said
mask (90) by nmeans of setting nmeans (696) acting on
sai d di splay neans (87),

swi tching the power of said ion beam (68)
irradi ated onto said surface of said mask (90) between
a | ow power value for detecting a surface area to be
corrected on said mask (90) by nmeans of said secondary
charged particles detector (86) and a hi gh-power val ue
for correcting a defect portion (92) indicated by said
setting neans (696) through said ion beam (68),

bl anki ng said ion beam (68) by deflecting it out
of a second aperture (74) by neans of a beam bl anki ng
el ectrode (73) and deflecting said ion beam (68) be
nmeans of said deflection electrodes (75, 76) in
accordance with a signal produced by said setting neans
(696) and

removi ng said defect portion (92) of said mask
(90) by sputtering”,
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a mnor spelling mstake having been corrected in the
claim

The Appellant filed an opposition against the above
Eur opean patent, citing the docunents

D1:

8

"Scanning m crobeamusing a liquid netal ion
source", T. Ishitani et al., J. Vac. Sci
Technol ., 20(1), Jan. 1982, American Vacuum

Soci ety, pages 80-83,

US- A-3 517 191,

"Smal | area depth profiling with the ion

m croprode”, T. A Watley et al., Surface

Anal ysi s Techni ques for Metall urgical
Appl i cations, ASTM STP 596, American Society for
Testing and Materials, 1976, pages 114-125, and
"M croprobe for the ion bonbard mass anal yzer",
H Tanmura et al., in "Recent Devel opnents in Mass
Spectroscopy: Proc. Int. Conf. on Mass
Spectroscopy, Kyoto", ed. K Qgata, publ.
Baltinmore, Univ. Park Press, 1970,

and requesting that said patent be revoked on each of
the grounds nentioned in Article 100 EPC.

In the course of the proceedi ngs before the Opposition
D vision, the Appellant additionally cited

D5:

"The very bright field ionization and field
evaporation ion sources. Sone uses. A beam
formati on and scanni ng systenf, H Heil et al.
Proc. Synp. on lon Sources and Formation of |on
Beans, Oct. 19-21, 1971, Brookhaven Nati onal
Laboratory, Upton, NY, USA, pp. 183-189,
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D6: "High-resolution, ion-beam processes for
m crostructure fabrication", R L. Seliger et al.
J. Vac. Sci. Technol. 16(6), Nov./Dec. 1979,
pp. 1610-1612, and

D7: "In-depth analysis in selected area with ion
m croprobe anal yser”, H Tanura et al., Proc. 6th
Internl. Vacuum congr. 1974, Japan. J. Appl. Pys.
Suppl. 2, Pt. 1, 1974, pp. 379-382,

whereas the Qpposition Division drew attention to the
foll ow ng docunents which had been cited in the
Eur opean Search Report:

DD: Patents Abstracts of Japan, Vol. 5, No. 86 (E-
60)[ 758], 5th June 1981; & JP-A-56-33829, and

DE: Patents Abstracts of Japan, Vol. 5, No. 186
(E84)[858], 25th November 1981; & JP-A-56-111227.

During oral proceedings held on 24 June 1992 before the
Qpposition Division, the Appellant withdrew its
obj ections under Article 100(b) and (c) EPC.

The Opposition Division rejected the opposition,
grounding its decision in substance as foll ows:

The patent in suit validly clains the priority of a
patent application filed in Japan before docunent (D1)
was published. The latter, therefore, may not be taken
into consideration. In pursuance of Article 114(2) EPC,
this also applies to the late filed docunent (D7) which
admttedly teaches that an etching rate can be adjusted
by varying the intensity of an ion beam This is not
the sane as using a | ow power beam whi ch does not
damage the surface for observing a workpiece. Mreover
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(D7) teaches to position the anal ysing beam at the
presel ected point, rather than scanning it over a
region where it is desired to carry out an anal ysis.

The invention belongs to the technical field of pattern
defect correction by mcromachining. None of the
docunents cited by the Opponent (Appellant) and
publ i shed before the priority date of the European
patent belongs to this field: (D2), (D3) and (D4)
relate to scanning ion mcroscopy; (D5) nentions

m cromachi ning as a possi bl e application of ion beans,
whil e (D6) describes mcromachining of a gold |ayer on
silicon. Furthernore, (D5) and (D6) are rather academc
papers. Only docunent (DE) relates to pattern defect
removal , and actually by neans of a | aser beam

Docunent (DE) al so di scloses setting neans conpri sing
an i mage control part (10) and two pairs of electronic
cursors (13), which are positioned so as to bracket the
defect (7).

The subject-matter of Caim1 differs fromthe prior
art known from (DE) in that defect detection and
correction are carried out by a scanned i on beam
produced froman ion source of the liquid nmetal or
ultra-1ow tenperature field em ssion type. Docunent

(D5) would not have incited a skilled person to use
such a source for it states that, "in order to work on
such a new application ..., it is necessary ... to show
its useful ness or relevance". Docunent (D6) is nore

rel evant, since it discloses ion beam m cromachining to
produce features of such small width as 38 nmusing a
liquid galliumsource. Nevertheless, there is a

di stinction between using an ion beamto draw a pattern
and using an ion beamto correct pattern defects, which
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requires greater control of beam power and direction. A
skilled person knowing that, in direct analogy to the
teachings of (DE), a shaped ion beam could be used,
woul d not be incited to adopt the ion beam scanning
system of (D6), and no bl anking el ectrode woul d be
needed. Likew se, neither would the need for an ion
beam scanning systemin conjunction with a detector of
secondary charged particles and synchroni sed displ ay
means be felt, since the device of (DE) provides a

vi deo i mage of the specinen surface. There would al so
be no need to switch between high and | ow power beans.
As in (DE), cursors would | ocate the defect on the

vi deo screen, the specinen support table would be noved
so as to centre the defect with respect to the ion
beam the latter would be appropriately shaped and the
hi gh- power beam woul d be switched on to sputter off the
defect. Therefore, Caim1l involves an inventive step
and, for the sane reasons, so does Cl aim11l.

The Opponent | odged an appeal against the decision of
the Opposition Division, requesting that said decision
be set aside, that the European patent be revoked and,
subsidiarily, that oral proceedings be scheduled if the
Board i ntended to uphol d the inmpugned deci sion.

I n support of these requests, the Appellant argued in
substance as foll ows:

The effect to be achieved by the invention, namely
renovi ng unwanted matter froma fine circuit pattern
does not involve a limtation of the clained
protection. For this reason, the patent in suit nust be
classified in the broader field of ion beamtechniques
for producing circuits. This field includes devices for



1527.D

-9 - T 0930/ 92

making circuits as well as devices for correcting
defects and, usually, the sane apparatus carries out
bot h t asks.

Docunent (D5) discloses an ion beam processing
apparatus using a liquid netal ion source by neans of
whi ch the beam di aneter can be nade as small as 1 nm
From Figure la and the related part of the description,
the follow ng features of the apparatus clainmed in the
Eur opean patent are known: extraction el ectrode,
[imting aperture, electrostatic lens and electric
defl ecti on system Wen envisaging to machine a

wor kpi ece in a selected region, however, it is of

obvi ous necessity to provide setting neans. Likew se,
in order that material be renoved only fromthe
selected region, it is necessary to provide a second
aperture (74) between at |east a portion of the

el ectrostatic | enses and the deflection el ectrodes, a
beam bl anki ng el ectrode and a power controller
operating the latter except when the beam spot |ies
within the selected region to be processed. Finally,
docunent (D5) also suggests the possibility of using a
signal derived fromthe em ssion of secondary charged
particles. This would incite the skilled person to
provi de a detector of such particles and a displ ay
devi ce, whereby the necessity of switching between a

| ow power and a hi gh power of the ion beam woul d be
obvi ous.

Therefore, the teachings of (D5) and the conmon gener al
know edge of the skilled person are already enough to

arrive, without having to display inventive talent, at
t he subject-matter clainmed in the European patent.
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Docunment (D6) too relates to an ion beam processing
apparatus of the kind referred to a Claim1l. The spot
of the beamextracted fromthe liquid netal source
nmentioned there has a dianeter in the range of 0.1 to
0.5 ym In Figure 1, the followi ng features of the

cl ai med apparatus are represented: extraction

el ectrode, aperture, |lens and deflection. To the
skill ed person, providing the remaining features of
said claimed apparatus is a nere question of routine.

The skilled person woul d al so consider the teachings of
(D7), since it discloses the renoval of unwanted matter
froma selected region by scanning an i on beam

Figure 2 shows a deflector, a collector of secondary
charged particles and a cathode ray tube displaying an
i mage of the workpiece's surface. Besides, the features
necessary to produce the ion beamare inplicitly

di scl osed and, here again, providing the remaining
features of Claiml is a question of routine.
Furthernore, varying the beam energy in accordance with
the desired etching speed is also known from (D7). If
only a display of the surface to be locally processed
is wished, it is consequently obvious that the beam
intensity nust then be set at a | ow val ue.

The Respondent (Proprietor of the patent) requested
that the appeal be dism ssed, that the patent in suit
be mai ntained as granted and, subsidiarily, that oral
proceedi ngs be hel d.

The Respondent's argunents, insofar as they do not
repeat those of the Qpposition Division, may be
summari sed as foll ows:
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M cromachining to renove unwanted material in the mask
pattern of integrated circuits requires apparatus
different fromthose used for fabricating or analysing
m crostructured circuitry. This observation is actually
the nore relevant as the Appellant admtted that a
plurality of features characterising the present
invention are not found in the references cited.

Docunent (D5) just teaches that material can be
sputtered off when a high brightness beamis used.
Docunent (D5) thus discloses only one use of the ion
beam and even | eads away from using an ion beam both
for detection and correction. Docunent (D6) teaches
that resolution is inproved if ion beans are patterned
to small dinmensions before they strike the surface to
be machined. Finally, document (D7) only discloses a
scan-stop nethod for perform ng in-depth analysis by
means of a mass spectroneter. The primary ion beamis
positioned at a sel ected point and the mass
spectronmeter is set at a pre-selected value of nass to
determ ne the quantity of ions of the correspondi ng
species. The difficulties found in the prior art and
mentioned in the patent cannot be overcone by a

conmbi nation of these teachings. It is by providing an
apparatus using the sanme ion beamfor detecting a
defect and subsequently renoving it, whereby only an

i ncrease of the beam power is needed, that the

i nvention achieves this result.

The Board summoned the parties to oral proceedings to
be held on 19 Cctober 1994, wi thout issuing a
conmuni cation pursuant to Article 11(2) RPBA.
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The Respondent's representati ve appeared at the date
and tinme fixed for the oral proceedi ngs, acconpani ed by
two enpl oyees of the Respondent conpany, one being an
inventor, and the other being a nenber of the
Respondent's Patent Departnent.

The Appellant's representative did not appear and, in a
phone call made by the Registrar of the Board before

t he proceedi ngs began, he stated that he woul d not
attend the proceedings.

The Chairman opened the oral proceedings, and stated
that the Board intended to dism ss the appeal and to
mai ntain the patent as granted, and that no further
subm ssions fromeither party concerning the
substantive issue of patentability would be adm ssi bl e.

The Respondent's representative stated that a request
for apportionnment of costs would be filed in witing.

The Chairman stated that the appeal proceedi ngs would
be continued in witing with respect to the
apportionment of costs, and cl osed the oral

pr oceedi ngs.

The Respondent's witten request for apportionnment of
costs was filed on 21 Novenber 1994, and contains a
request that the follow ng costs which were incurred by
t he Respondent shoul d be awarded agai nst the Appellant:
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Flight tickets for the two enpl oyees of the Respondent
conpany, Tokyo - Minich - Tokyo,
(copi es were encl osed): DM 20, 927, 20

Hot el expenses for the above two enpl oyees
(a copy of the bill was encl osed) DM 2,812, 20

Travel expenses for the above two enpl oyees
Yokohama- Tokyo- Yokohama (esti mat ed) DM 300, - -

Extra expenses for the above two enpl oyees
for food during their stay (estinmated) DM 1, 400, - -

Public transport for the above two enpl oyees
Wi thin Minich and to and from
the airport (estinmated) DM 50, - -

Renting a video equi pnent DM 57, 50

Renunerati on of the professional representative
(1 attorney, 3 1/2 days) DM 8, 750, - -

Tot al : DM 34, 296, 90

I n support of the above request, the Respondent
submtted essentially as foll ows:

Since the Board cane to a prelimnary opinion on the
witten subm ssions that the appeal should be

di sm ssed, no oral proceedings were necessary fromthe
Respondent's side. It is the duty of a party to inform
the other party and the Board if he does not intend to
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appear as summoned, in order to avoid unnecessary costs
bei ng i ncurr ed.

The Appellant was informed by letter dated 29 July 1994
whi ch was witten in connection with fixing the date
for oral proceedings that representatives of the patent
Proprietor's conpany would attend the oral proceedings,
and he indicated in reply to the Respondent (but not to
the Board) that the Appellant m ght not attend the oral
proceedi ngs. However, such an indication was clearly
too uncertain for the Respondent to cease preparation
for the oral proceedings.

The Appellant therefore knew that the Respondent's
preparations for the oral proceedings in Cctober 1995
woul d i ncur high costs, and had plenty of tine to nake
up his mnd whether or not to attend such proceedings,
and if not, to informthe Respondent and the Board in
good time in advance of 19 Cctober 1995.

The Board invited the Appellant to respond to this
request for costs within two nonths. The Appellant's
reply was filed on 26 January 1995.

(1) The Appellant submtted that the Respondent's
request for an award of costs should be rejected,
essentially for the foll ow ng reasons:

(a) According to Article 104(1) EPC, each party to
opposi ti on proceedi ngs should bear its own
costs, unless a different apportionment is
ordered for reasons of equity. There are no
reasons of equity in the present case to
justify a different apportionnent of costs.
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In principle a party to opposition proceedi ngs
is free to choose whether or not to attend oral

proceedi ngs whi ch have been arranged by an
OQpposition Division or a Board of Appeal,

subject to the foll owi ng exceptions:

(1) The first exception is when the parties

(2)

can see that the oral proceedi ngs have
been arranged as a consequence of an
auxiliary request of only one party. In
such a case the party at whose request the
oral proceedi ngs have been arranged is
obliged either to attend the oral
proceedings or to notify the EPO in
advance that it will not attend.

The present case is not such a case,
because both parties had nmade an auxiliary
request for oral proceedings so the oral
proceedi ngs had not been arranged
specifically for either one of them From
the Appellant's point of view the oral
proceedi ngs had not been arranged
specifically followng its auxiliary
request .

A second exception is when the Opposition
Di vision or Board of Appeal has issued a
communi cati on acconpanyi ng the invitation
to oral proceedings, which indicated a
prelimnary view against a particul ar
party. In such a case that party is also
obliged to notify its intention not to
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attend the oral proceedings in good tine
i n advance of the appointed day.

In the present case no such comunication
was i ssued by the Board of Appeal

Fur t her nor e:

(3) Since about July 1993 invitations to ora
proceedi ngs fromthe EPO have been
acconpanied by a formentitled "I nportant
i nformati on concerning oral proceedi ngs"
(Form 2043. 2. 07.93) which states inter
alia that a party who does not wish to
attend oral proceedings on the date
appointed is requested to notify the EPO
i mredi ately, and in urgent cases to notify
other parties as well. This formal so
states that costs incurred by other
parties may be charged to a party who
either fails to notify such parties of his
non- at t endance, or does not notify themin
good time.

In the present case no such formwas sent
with the invitation to oral proceedings.

(b) The Appellant also contested the extent of the
costs clained by the Respondent, as not being
justified in equity, for the foll ow ng reasons:

(1) The Japan-based Respondent is represented

by a patent attorney based in Minich, who
appeared alone at the oral proceedings

1527.D Y A
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before the Opposition Division. The patent
Proprietor had no proper reason to send
its enployees to the oral proceedings
before the Board of Appeal in addition to
the patent attorney, and it would be
unfair to award costs in respect of the
attendance of the two enpl oyees from
Japan.

(2) Furthernore the costs of two enpl oyees
travelling from Japan goes beyond the
scal e envi saged under Article 104 EPC

(3) The length of the two enpl oyees stay in
Muni ch was al so excessive for the
preparation for oral proceedings.

(4) The preparations during three and a half
days by the patent attorney were al so
excessi vely 1 ong.

The Respondent replied to these contentions in a letter
filed on 21 February 1995.

Reasons for the Decision

1.2

1527.D

Inventive step

Drawi ng attention to page 188 of docunment (D5), second
par agr aph of the right-hand colum, the Appell ant
submtted that the teachings given there would incite a
person skilled in the art of ion beam m cromachining to
provide, in an apparatus for correcting defects in fine
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circuit patterns, a detector of secondary charged
particles and a display device receiving the signal
outputted by said detector as well as X- and

Y-defl ection signals for scanning, in synchronismwth
t he deflection of the ion beam a spot having an
intensity propositional to said signal fromthe
detector of secondary charged particles so as to allow
observation of a selected region of a circuit pattern.

The Board nonet hel ess observes that the cited passage
of (D5) refers to a neasure of current intensity in a
spot and teaches that, for this purpose, determ ning
the renoval rate of a target's material is preferred to
the use of, inter alia, a secondary ion or electron
signal. Furthernore, the use of a signal desired from

t he secondary em ssion of charged particles is clearly
excluded fromthe considerations of (D5). It is indeed
stated there that a quite unconventional detection
system was used because of an inpossibility of using
secondary charged particles for signal generation - see
page 184, second paragraph of the left hand col um.

Besi des, the nention of a conponent of a device in
relation with a particular use thereof does not provide
an incentive to review all possible uses of this
conponent, especially if such uses require the

provi sion of further conponents.

In the Board's judgnent, therefore, docunent (D5) does
not incite the skilled person to provide the neans
recited in Claim1l of the European patent for

di splaying an i mage of a selected area to be nachi ned.
The sane concl usi on al so applies to docunent (D7) which
di scl oses the use of a detector of secondary charged
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particles for the sole purpose of perform ng an
anal ysis by neans of a nass spectroneter.

In relation to a plurality of features nentioned in
Claim1 of the patent in suit, in particular the
provi sion of a second aperture (74) for beam form ng,
t hat of a beam bl anki ng el ectrode and that of a power
controller for operating the latter, the Appellant
submtted that such features are part of the skilled
person's conmon general know edge.

According to the jurisprudence which has been devel oped
by the Boards of Appeal of the EPO however, the conmon
general know edge of the particular art in which a
person is skilled is in nost cases constituted by the
contents of handbooks and textbooks - see for instance
the decision T 206/83 (QJ EPO, My 1985), point 5 of
the reasons. Neverthel ess, though its attention had

al ready been drawn to this point by the Opposition

Di vision, the Appellants never submtted evidence that
the features referred to here would formpart of the
skill ed person's comon general know edge.

In the Board's judgnent, therefore, it is not
established that a skilled person starting fromthe
teachings of (D5) and relying on his conmon gener al
knowl edge would arrive in an obvious manner at the
invention defined by the independent Clains 1 and 11 of
the patent in suit. This conclusion remains valid when
starting fromthe teachings of (D7), where collection
of secondary charged particles serves the purpose of
anal ysing by neans of a nmass spectroneter, and al so
when starting fromthe teachings of (D6) for they do
not extend beyond those of (D5).
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The Appellant's subm ssions thus do not invalidate the
concl usi ons of the Opposition Division, which are
adopted by the Board.

The grounds nmentioned in Article 100(a) EPC
consequently do not prejudice the maintenance of the
patent in suit as granted to the Respondent. The appeal
is therefore dism ssed.

Apportionment of costs: principles

Article 104(1) EPC provides that an Qpposition Division
or a Board of Appeal may order an apportionnment of
costs incurred in oral proceedings, in accordance with
t he I npl ementing Regul ati ons, and "for reasons of
equity".

Article 116(1) EPC states that "Oral proceedi ngs shal
take place ... at the request of any party to the
proceedings ...", and Rule 71(1) EPC states that "The
parties shall be summoned to oral proceedi ngs provided
for in Article 116 EPC'. A summons is an authoritative
call to attend at a specified tinme and place for a
speci fic purpose, nanely for holding the oral

proceedi ngs. By issuing such a summons, a Board of
Appeal commits itself to holding oral proceedi ngs at
the specified tinme and place, as part of the related
appeal proceedings. As a party to the appeal

proceedi ngs, a party who receives such a sumons
(whether or not it has requested oral proceedi ngs
pursuant to Article 116 EPC) has an equitable
obligation either to appear at the oral proceedings at
the specified time and place, or to notify the Board as
soon as it knows that it is not going to appear at such
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oral proceedings. This is the case whether or not that
party has itself requested oral proceedings, and

whet her or not a conmuni cati on has acconpani ed the
sunmons to oral proceedings.

If a party only knows shortly before the specified tine
for the oral proceedings that it is not going to
attend, such equitable obligation extends also to
inform ng any other parties to the appeal proceedings
of such non-attendance. Even then, a party who only
deci des at such a late stage not to attend oral
proceedi ngs runs the risk of an apportionment of costs
to conpensate for the unnecessary incurring of costs by
ot her parties.

Thus as a matter of legal principle, the Board does not
accept the subm ssions of the Appellant set out in

par agr aph | X above, to the effect that a party is in
general free to choose whether or not to attend oral
proceedi ngs to which he has been sunmoned, w thout
giving notice to the Board and other parties if he
chooses not to attend, subject only to the particular
exceptions which are there set out. On the contrary, as
expl ai ned above, there is a general equitable

obl i gati on upon every party who is sumoned to oral
proceedings to informat |east the Board as soon as it
knows that it will not attend as summoned, in order
that the Board can then decide the proper future
procedural course of the proceedings.

Furthernore, the Board does not accept the Appellant's
contentions to the effect that a party is only obliged
to notify the Board of his non-appearance at oral
proceedings if it can see fromthe course of the
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proceedi ngs that such oral proceedi ngs have been
arranged as a result of its request for such

proceedi ngs. The control of the appeal procedure lies
with the Board of Appeal, not with the parties to the
proceedi ngs. Consequently, the Board of Appeal should
al ways be infornmed if a party does not intend to appear
at oral proceedings.

If a party duly notifies the Board that it will not
attend oral proceedings in accordance with a sunmons,

t he procedural consequences wll vary, depending in
particul ar upon which parties to the appeal proceedings
have requested oral proceedings under Article 116, and
al so dependi ng upon the particular circunstances of the
case.

In a case such as the present, nanely opposition appeal
proceedi ngs involving two parties, the patent
Proprietor (Respondent) and the Opponent (Appellant),
in which both parties have requested oral proceedi ngs
on an auxiliary basis, clearly the Board cannot decide
the case in favour of either party wthout first

appoi nting oral proceedi ngs. Wen issuing the sumons
to oral proceedings in such a case in accordance with
Article 11(2) of the Rules of Procedure of the Boards
of Appeal (QJ EPO 1983, 7) the Board may (or nmay not)
send a communi cati on acconpanying the sunmons, and it
may or may not, in accordance with Article 12 RPBA,

i nclude in such a conmuni cati on a possi bl e appreciation
of substantive or legal matters which arise in the
case.

Whet her or not a conmuni cation under Article 11(2) RPBA
has been issued, if one of the parties subsequently
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(but in advance of the day appointed for the oral
proceedi ngs) withdraws his request for oral proceedings
(or states that he will not attend the oral

proceedi ngs, which is normally considered as equi val ent
to a withdrawal of the request for oral proceedings,
see Decision T 3/90, Q) EPO 1992, 737), fromthe point
of view of the Board of Appeal it then becones
procedural |y appropriate to review the procedural
situation and to deci de whether or not the oral
proceedi ngs should still take place. If, at that stage
in the procedure and at that point in tinme, having
regard to the witten subm ssions of both parties on
file, the Board intends to decide the case in favour of
the party who has withdrawn its request for oral
proceedings, it is then still necessary to hold the
oral proceedings having regard to the outstanding

auxi liary request of the other party. On the other
hand, if at that point in time, the Board intends to
decide the case in favour of the party whose auxiliary
request for oral proceedings is still outstanding, the
proper procedural course would then be for the Board to
i ssue a decision in favour of that party w thout
hol di ng any oral proceedings.

In the circunstances of the present case, in which the
Appel lant failed to notify the Board in advance of the
time appointed for oral proceedings that it would not
attend such proceedi ngs, the Board was unable to carry
out such a review of the procedural situation. If the
Appel I ant had notified the Board in good tinme before
the day appointed for the oral proceedings that it
woul d not attend such oral proceedings, the Board would
have been able to review the case having regard to the
changed procedural situation, and would then have
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reached the conclusion that it in fact reached at the
oral hearing, nanely that it intended to decide the
case in accordance with the Respondent's request to

di sm ss the appeal. Since the Respondent had requested
oral proceedings only in case that a decision to

di sm ss the appeal could not be nade having regard to
the witten subm ssions of the parties, the Board woul d
t hen have been able to cancel the oral proceedings.

It follows that by failing to notify the Board in
advance of the hearing that he would not attend the
hearing, the Appellant was directly responsible for the
unnecessary incurring of costs by the Respondent in
preparing for and attending the oral hearing.

In the Board's judgnent, therefore, for reasons of
equity and in accordance with Article 104(1) EPC, in

t he circunstances of the present case an apportionnent
of costs in favour of the Respondent wi |l be ordered.

Apart fromthe fact that the Appellant's failure to

i nform anybody of his intention not to appear at the
oral proceedi ngs caused unnecessary costs to be
incurred by the Respondent, the Board would al so draw
attention to the inconveni ence and waste of tine caused
to the Board. If a party who has been duly sunmoned to
oral proceedings fails to appear as sunmoned, in the
absence of any prior notification, before commencing
oral proceedings at the appointed tine, a Board will
normal ly feel equitably and norally obliged to nmake
enquiries by tel ephone to check whether the non-
appearing party is known to be on his way and may have
been del ayed while travelling. Such enquiries were
carried out in the present case.



3.6

3.7

4.2

1527.D

- 25 - T 0930/ 92

In the Board's view, the sending or otherwi se by the
EPO of a form such as Form 2043. 2. 07. 93 acconpanyi ng

t he sunmons to oral proceedings (see paragraph | X(a)(3)
above) is irrelevant to the question whether an
apportionnment of costs should be ordered having regard
to the relevant equitable principles as set out above.
Such principles are applicable whether or not such a
formis sent. The sending of such a formis a nere
"courtesy service", not required by the EPC

Al t hough the | egal principles discussed above have been
considered in the context of appeal proceedings, it

wi || be apparent that such principles are equally
appl i cabl e mutatis mutandis in proceedi ngs before the
Qpposi tion Divisions.

Apportionment of costs: fixing the amount

Al t hough Article 104(2) EPC provides that "On request,
the registry of the Opposition Division shall fix the
anount of the costs to be paid ...", in the Board's
view this procedural option is clearly inappropriate in
a case such as the present.

Rul e 63(1) EPC provides that an apportionnment of costs
"shall only take into consideration the expenses
necessary to assure proper protection of the rights

i nvol ved." Furthernore, the costs "shall include the
remuneration of the representatives of the parties.”

| n paragraph 22 of a notice entitled "Opposition
procedure in the EPO" (QJ EPO 1989, 417), which was

i ssued by the EPO in connection with proceedi ngs before
the Opposition Divisions, it is stated that "If a party
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fails to appear, w thout adequate excuse, at oral
proceedi ngs arranged at his request, he bears the ful
costs incurred by the other party, provided these are
reasonable in the circunstances." The Board endorses
this statenent in the context of appeal proceedings,
and considers that the principles underlying this
statenent are applicable in a case such as the present,
where oral proceedings were arranged as a result of
requests by both parties, but would not have been
necessary if the party who in fact failed to appear had
wi t hdrawn his request for oral proceedings in good tine
before the day appointed for such proceedi ngs.

The further question to be considered by the Board is

t hus whet her the expenses whi ch have been cl ai med by

t he Respondent were "necessary to assure proper
protection of the rights involved", and were reasonable
in the circunstances of the case. In support of this
claim the Respondent has expl ai ned why the subject-
matter of the case is of considerable commerci al
inmportance to him This is not contested by the
Appel | ant, al though he has submtted that the
Respondent's claimis excessively high.

Having regard to Article 133(2) EPC, since the
Respondent conpany does not have either its residence
or its principal place of business within one of the
contracting States, it is obliged to be represented in
proceedi ngs under the EPC by a professional
representative.

In the Board's view, the costs of remuneration of the
Respondent's professional representative in preparing
for and attending the oral proceedings during three and
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a half days were clearly necessary to assure proper
protection of the rights involved, and are reasonabl e,
having regard to the nature of the subject-matter of
the case (i.e. DM 8 750).

Furthernore, during such preparation and attendance at
the oral proceedings, in the Board's viewit was al so
necessary to assure proper protection of the
Respondent's rights for at |east one nenber of the
Respondent conpany to be present for the purpose of
instructing the professional representative both before
and during the oral proceedings. Accordingly, in the
Board's view the claimed costs for one person

travel ling from Yokahama to Munich and back were al so
reasonable in the circunstances (i.e. DM 10 500).
Simlarly, the claimed costs of one person staying in a
hotel in Munich (DM 1 400), and sonme m nor incidental
expenses are al so reasonabl e (DM 100).

The Board does not consider that the other costs
cl ai med were "necessary to assure proper protection of
the rights invol ved."

According to Rule 63(2) EPC, final sentence, "Costs may
be fixed once their credibility is established.” The
Board accepts the credibility of the costs clainmed by

t he Respondent. The costs whi ch have been cl ai mred have
been supported by appropriate evidence. The Respondent
has confirmed that during the three and a half days
which are the subject of the claim this was the only
case discussed with the representative.

In the Board's judgnent, therefore, for reasons of
equity the Appellant shall pay the Respondent by way of
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apportionment of costs the sumof DM (8 750 + 10 500 +
1 400 + 100), i.e. DM 20 750.

Order

For these reasons it is decided that:

1. The appeal is dism ssed.

2. The Appel |l ant shall pay the Respondent the sum of

DM 20 750, by way of apportionnent of costs.

The Regi strar: The Chai r man:

M Beer G D. Paterson
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