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Summary of Facts and Submissions

1408. D

The mention of the grant of the patent No. 0 230 631 in
respect of European patent application No. 86 117 763.2
filed on 19 Decenber 1986 and claimng the priority of
20 Decenber 1985 fromtwo earlier applications in
Japan, was published on 1 August 1990 on the basis of

ni ne cl ai ns.

Claim1l for the Contracting States DE, FR, GB, IT, NL
and SE read as foll ows:

"An internmedi ate for a conposite material conprising a
reinforcing material inpregnated with a resin
conposition which conprises: (A) 100 parts by wei ght of
a mxture of (1) a polyfunctional nmaleimde and (I11) a
pol yfunctional cyanate or an oligonmer thereof, or a
prelimnary reaction product of (1) and (I1); (B) from
5 to 100 parts by weight of an epoxy conpound; and (C)
from5 to 50 parts by weight of a polyester conpound.”

Claims 2 to 9 were dependent product clainms directed to
preferred internmediates for a conposite materi al
according to Caiml.

The clains for the Contracting State ES corresponded to
these clains, but were drafted as process clains for
the preparation of this internediate.

On 26 February 1991 the Qpponent filed a Notice of
Qpposi tion agai nst the grant of the patent and
requested revocation thereof inits entirety for |ack
of novelty and inventive step as well as public prior
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use (Article 100(a) EPC). These objections were based
essentially on the foll ow ng docunents:

(1) DE-A-3 509 220, and
(2) US A4 110364.

In the course of the opposition procedure the objection
of public prior use was wai ved and three different
versions of Caim1l were submtted as the basis of the
main, first auxiliary and second auxiliary requests. In
particular, Caim1l according to the second auxiliary
request differed fromCaim1l as granted in that (i)
the upper limt of the range specifying the amunt of

t he pol yester compound (C) was |lowered to 25 parts by
wei ght, and (ii) the definition of the polyester was
limted to compounds (C) "represented by formula (V)

HO-R;~0(C-Ar-C-0-R;-0) H
0 0

wherein Ar is a phenylene group; and R, i s the sane
di val ent aliphatic group".

By a decision delivered orally on 19 May 1992, with
witten reasons posted on 1 July 1992, the Opposition
Di vi sion revoked the patent on the grounds that the
subject-matter as defined in the main and first
auxiliary requests was not novel with regard to the
teachi ng of docunment (1), and that the subject-matter
as defined in the second auxiliary request did not

i nvol ve any inventive step with respect to the conbi ned
teachi ngs of docunents (1) and (2). This conbination
was obvious in view of the cross-reference to docunent



1408. D

- 3 - T 0805/ 92

(2) given in docunment (1). In the absence of evidence
of any technical effect, the use of a honopol yester
instead of a copolyester in otherw se identical
conpositions could not be regarded as inventive.

The Appellant (Patentee) thereafter filed a Notice of
Appeal against this decision on 1 Septenber 1992 and
paid the prescribed fee at the sane tine. Together with
the Statenment of G ounds of Appeal filed on 29 Cctober
1992 the Appellant submtted, as the basis of its sole
request, the two sets of clainms which corresponded to

t he second auxiliary request before the Opposition
Division. It further provided conparative test reports
fromwhich it appeared that, all other conpositional
features being identical, a conposite materi al
containing 30 to 35 parts by weight of polyester had a
poorer conpressive strength after treatnment with water
and heat than a conposite material containing only

25 parts by weight of polyester. This effect, which was
regarded as surprising, was evidence that the clained
subj ect-matter involved an inventive step.

In its witten subm ssions the Respondent (Qpponent)
argued that, as far as the results of the test reports
wer e concerned, the better nmechanical properties
obtained with a | ower anount of polyester were to be
expected in view of the known sensitivity of that type
of polymer to hydrolysis. It further pointed out that
the range of 5 to 25 parts by weight of polyester in
the patent in suit could not be regarded as a sel ection
with regard to the range of 5 to 50 parts by wei ght
mentioned in docunment (1); in particular, the criteria
for a selection invention as specified in the decisions
T 198/ 84 (QJ EPO 1985, 209) and T 17/85 (QJ EPO 1986
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406) were not met in the present case. Even the
difference in ternms of conpressive strength between
conposi tions conprising 25 and 30 parts by wei ght of

pol yester could not justify an inventive step according
to the decision T 296/87 (QJ EPO 1990, 195), since
there was an incentive to reduce the anmount of

pol yester and that effect would have cone to |ight
automatically by sinply carrying out routine
experinments.

The Appel |l ant requested that the decision under appeal
be set aside and the patent be naintained on the basis

of the two sets of clains filed on 29 COctober 1992.

The Respondent requested that the appeal be dism ssed.

Reasons for the Decision

1408. D

The appeal conplies with Articles 106 to 108 and
Rul e 64 EPC and is adm ssi bl e.

The wordi ng of the clains does not give rise to any
obj ections under Article 123 EPC.

Wth regard to Claiml as granted, the current version
of Claiml differs by the fact that (i) the upper limt
of the range specifying the amunt of the polyester
conmpound (C) has been |lowered from50 to 25 parts by
wei ght, and (ii) the definition of the polyester has
been restricted to what are essentially honopol yners.

Feature (i) is supported by Exanple 4 as granted and
originally filed. Although this is the only disclosure
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of that figure in the description of the patent in
suit, it appears from Table 1 that nost exanpl es,

i ncludi ng Exanple 4, are based on conpositions
conprising 10 parts by weight of a poly-functional
mal ei m de, 90 parts by wei ght of a poly-functional
cyanate and 12.5 parts by wei ght of an epoxy resin. The
figure of 25 parts by weight can thus be regarded as

di sclosed in a context nore general than the specific
enbodi ment described in Exanple 4, and therefore as
adequately supported by the original application.

Feature (ii) corresponds to the subject-matter of
Claim5 as granted and originally filed, with the
additional requirenent that R, should have only one
meani ng for any given polyester. This restrictive
definition, which ains at excluding copolyesters, is
justified in view of the fact that m xtures of

pol ycar boxylic acids and pol yfunctional alcohols are
not envi saged in the preparation of the pol yester
conmpound (C) (page 3, line 58 to page 4, line 5 of the
patent as granted corresponding to page 9, line 12 to
page 10, line 12 of the application as originally
filed) and that in all the exanples, with the exception
of Exanple 2, only honopol yesters are used.

It is evident that none of these anendnents extends the
protection conferred.

Further, the dependent Clains 2 to 8 correspond to
Clainms 2 to 4 and 6 to 9 of the patent as granted,
which in turn are based on Clains 2 to 4, 6 and 9 to 11
of the application as originally filed.
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These consi derations apply to both sets of clains of
t he request.

After exam nation of docunents (1) and (2), the Board
has conme to the conclusion that the subject-matter of
the patent in suit as defined in Caim1l of either set
of clainms is not disclosed therein and is, therefore,
novel . Since the issue of novelty has not been disputed
for these clains (see decision under appeal,

point 3.3), it is not necessary to consider this matter
in further detail.

The patent in suit concerns an internedi ate for
conposite material or (clains for ES) a process for the
preparation of such an internediate. Simlar subject-
matter is disclosed in docunent (1) which the Board,

i ke the Opposition Division, regards as the cl osest
state of the art. The basic ingredients used according
tothis citation are a polyfunctional cyanate and a

t hernopl astic saturated pol yester of low crystallinity
(daim1l); a polyfunctional naleimde and/ or an epoxy
resin may be incorporated as optional ingredients, as
well as reinforcing fillers (Clains 6 and 8; page 2,

par agraph 3; page 15, paragraph 1). Exanple 5 descri bes
a hardenabl e conposition conprising 675 parts by weight
of an aromatic dicyanate, 75 parts by weight of an
aromatic dimal ei mde, 50 parts by weight of an epoxy
resin derived from bi sphenol A and 250 parts by wei ght
of a polyester, corresponding to (A 100 parts by

wei ght of a m xture of (1) a difunctional mal ei mde and
(I'l) a difunctional cyanate, (B) 6.7 parts by weight of
an epoxy resin and (C) 33.3 parts by weight of a

pol yester. The | am nates obtained from such

intermedi ates are said to exhibit a desirable
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conbi nation of properties, in particular high
flexibility, good processability and outstanding
resi stance to chemcals (page 1, paragraph 1 and
page 2, paragraph 3); however, their conpressive
strength after treatnent with water and heat was not
regarded as entirely satisfactory.

On the basis of that shortcom ng the technical problem
underlying the patent in suit may thus be seen in the
provision of an internediate for a conposite materi al
or respectively in the definition of a process for the
preparation of such internediate, having inproved
conpressive strength after treatnent with water and
heat .

According to the patent in suit this problemis to be
solved by using from5 to 25 parts by weight of a

pol yester derived froma phenyl ene di carboxylic acid
and a pol yhydric alcohol, which is practically a
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honopol yester (neglecting the possibility of isomeric m xtures

of dicarboxylic acid).

1408. D

In view of (i) the experinmental data in the patent in
suit (Tables 1 and 2), (ii) Conparative Exanple A filed
together with the Statement of G ounds of appeal, and
(iii) Conparative Exanple B filed together with a later
subm ssion on 13 July 1993, the Board is satisfied that
t he above-defined problens are effectively solved. This
poi nt has not been disputed by the Respondent.

It remains to be deci ded whet her the clained subject-
matter involves an inventive step having regard to the
teaching of the docunents relied upon by the
Respondent .

In spite of a close simlarity in the conpositional
features of the conposition according to Exanple 5 of
docunent (1) and the clained subject-matter, the latter
cannot be derived fromthe teaching of this citation
for several reasons.

The first results fromthe definition of the polyester
in docunent (1), which specifies that this polyner
shoul d be non-crystalline, practically non-crystalline
or of low crystallinity (page 10, lines 9 to 14). This
applies in particular to the polyester used in

Exanple 5. This requirenent of low crystallinity is
conventional ly achi eved by using either a m xture of

di carboxylic acids or a m xture of polyhydric al cohols
in the preparation of the polyester (page 11, lines 12
to 26). This contrasts with the definition of the

pol yester in the patent in suit, which can be
essentially regarded as that of a honopol yner.
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The second is that the authors of docunent (1) do not
regard the amount of polyester as inportant for the
properties of the conposition. According to the general
teaching of this citation, the ratio conmponent (A):

pol yester is not critical and may vary between 10: 90
and 99:1 (page 11, lines 32 to 35). The conpositions
mentioned in the exanples conprise 33, 36, 43, 70 or
122 parts of polyester per 100 parts by wei ght of
conponent (A), thus significantly nore than the range
required in the patent in suit.

The third is that, although various fillers (page 15,
par agraph 1) corresponding broadly to those nentioned
in the patent in suit (conpare page 4, lines 33 to 38)
may be incorporated, their addition is only optional.
This means that the conpositions described in this
citation are not primarily intended to serve as

i nternedi ates for conposite materials, i.e. resin
conpositions inpregnating with a reinforcing materi al
within the range of 0.5 to 80 vol.% (patent in suit,
page 4, lines 46 to 51), but nerely as adhesive
conpositions. As a consequence, the bal ance of
properties of the conpositions according to docunent
(1) and the patent in suit is not necessarily the sane;
this isinline wwth the fact that the prior art

di scl osure nmakes no reference to inpact strength
properties, let alone to such properties after
treatnment of the conposition with water and heat.

It is thus evident that the teaching of docunment (1)
taken in isolation cannot |ead the skilled person to
the clai ned subject-matter
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Docunent (2) describes curable conpositions with good
adhesi ve properties conprising (a) a pol yfunctional
cyanate ester or prepolyner thereof, (b) a bisnaleinmde
or prepolynmer thereof, the weight ratio of conmponent
(a) to conponent (b) being 1:99 to 99:1, and optionally
(c) an epoxy compound, and (d) an am ne hardeni ng agent
(colum 1, line 52 to colum 2, line 5). The cured
resins are said to have a desirable conbinati on of
properties, in particular superior adhesion, nechani cal
properties, thermal stability and noisture resistance
(colum 12, lines 55 to 60). These conpositions may
further contain various reinforcing fillers, whereby

| am nated materials are provided (colum 11, lines 48
to 66), as well as various natural, sem -synthetic or
synthetic resins in an amount of nor nore than 30% by
wei ght of the total ampunt of the resin, whereby the
general properties of the resin in adhesives may be

i nproved (columm 11, lines 32 to 47). Although

pol yester resins are nentioned, anong many ot hers, as
suitable resin additives, there is neither a

conposi tional definition of these polyesters, nor one
single exanple illustrating that enbodi nent.

In the Board's view, the nmere nention of the
possibility of incorporating polyester resins, wthout
any definition thereof and wi thout any reference to the
particul ar effect to be expected, cannot be equated
with the addition of a specific class of polyesters,
nanmel y honopol yesters derived froman aromatic

di carboxylic acid and an aliphatic diol according to
formula (V), in order to inprove the conpressive
strength after treatnent with water and heat. It
follows that feature (C) as defined in Claiml of the
patent in suit is not rendered obvious in the |ight of
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the teaching of this docunment, taken either in
isolation or in conbination with docunent (1).

The Respondent's argunent that, in view of the well-
known sensitivity to hydrolysis of polyesters, it was
self-evident to | ower the anpbunt of that conponent in
the conposition (statenment filed on 25 February 1993,
par agr aph bridgi ng pages 1 and 2; statenent filed on
30 Septenber 1993, page 2, paragraph 2), cannot be
accepted for the follow ng reasons.

The first is that the skilled person, having cone to

t he conclusion that the insufficient conpressive
strength after treatnent with water and heat was caused
by the hydrol ytic degradati on and poor stability of the
pol yester conponent, would have had prom sing
alternatives at his disposal. As stated above

(point 5.2), docunent (2) nmentions many resins which,

I i ke polyesters, are said to inprove the general
properties of adhesives based on a pol yfunctional
cyanate and a pol yfunctional maleimde (colum 11,
lines 32 to 47). In the Board's view, it would have
been nore obvious to select one or nore of these resins
according to criteria of stability and to substitute it
or themfor the non-crystalline polyester used in
docunent (1).

The second reason is that the solution proposed by the
Appel I ant does not confine itself to the use of | ower
anounts of the polyester nentioned in Exanple 5 of
docunent (1), but additionally requires another
conpositional definition of the polyester, which is not
suggested by either of the docunments relied upon by the
Respondent .
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The third reason is that the experinental data provided
by the Appellant in the patent in suit and the
conparative test reports submtted subsequently do not
support the Respondent's argunment. This data shows the
i nfluence of the anobunt of polyester on the conpressive
strength after treatment with water and heat at 121°C
according to ASTM D- 695 of conpositions conprising

10 parts by weight of a polyfunctional maleimde,

90 parts by weight of a polyfunctional cyanate,

12.5 parts by weight of an epoxy resin (Epikote 807),
and varying anmounts of polyester, as foll ows:

Amount of pol yester Conpressive strength

(parts by weight) (kg/ nmt)
Conparative Exanple 1 0 140
Exampl e 1 12.5 140
Exampl e 4 25 130
Conpar ati ve Exanple B 30 104
Conparative Exanple A 35 93
Conpar ative Exanple 2 75 60

Contrary to the Respondent's assunption, from which one
woul d expect the conpressive strength to decrease
steadily with increasing anmounts of polyester, the
Appel I ant has found that (i) the range up to 25 parts
by wei ght corresponds to an area of stability
practically i ndependent fromthe anmpbunt of polyester,
and (ii) outside that range there is a significant drop
of the conpressive strength. In the Board's view, this
result nust be regarded as surprising.

The reference by the Respondent to the decisions
T 198/84, T 17/85, and T 296/ 87 is not appropriate.
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The first two concern the question of novelty of a
selection froma nunerical range, requiring in
particular that the selected sub-range is narrow and
sufficiently far renoved froma preferred range
illustrated by nmeans of exanples. In the present case,
as specified above in point 3, the issue of novelty is
not a matter of dispute between the parties, and a
selection froma nunerical range (polyester content) is
not the only novel feature. The said two decisions are
t herefore not applicable.

Simlarly, even if the skilled person had identified

t he shortcom ngs of the conposition according to
Exanpl e 5 of document (1) as being caused by a
relatively |arge anount of its polyester and carried
out routine experinments in order to determ ne the upper
l[imt of a range conbining optimal stability with the
general advant ages provi ded by pol yesters, there would
have been no incentive to choose the particul ar

pol yesters of formula (V) as required in the patent in
suit. For this reason, the present situation cannot be
conpared with that of the decision T 296/ 87

It follows that feature (C) as defined in Caim1l nust
be regarded as non-obvious and, therefore, as involving
an inventive step. This conclusion applies to Claim1l
of each of the two sets of clains, since they are both
based on the sane inventive concept, whether drafted as
intermedi ate product claimor as process claim

Claim 1l being allowable, the sane applies to the
dependent Clains 2 to 8, which are directed to
preferred enbodi nents of the subject-matter of their
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respective Claim1l and whose inventiveness is supported
by that of the main claim

7. The description still requires adaptation to the
amended clains. In particular, Exanple 2 and the

references thereto in Tables 1 and 2 will require
del eti on.

Order

For these reasons, i1t i1s decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the Opposition Division with
the order to maintain the patent on the basis of the
two sets of clainms filed on 29 Cctober 1992 and a
description yet to be adapted.

The Regi strar: The Chai r man:

E. Gorgnmaier F. Antony
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