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Summary of Facts and Submissions

1945.D

The appeal contests the Exanmining Division' s decision
dated 26 March 1992 to refuse the European patent
application No. 86 101 872.9 filed on 14 February 1986
(publication nunber 0 196 430).

The reason given for the refusal was that the subject-
matter of Claim1 filed on 10 Decenber 1991 did not define
any contribution to a field not excluded from
patentability by Article 52(2) and (3) EPC, i.e. should
not be regarded as an invention within the neaning of
Article 52(1) EPC

That finding was based on the consideration that the
clained nethod differed fromthe prior art, represented by
docunent

D1: HEWL.ETT- PACKARD J., 34 (1983), 9 (Septenber), 31-34,

by a step which was not intrinsically a technical activity
and did not provide a new technical effect.

The features added to this subject-natter by the dependent
clains were said to be known from D1

The appeal was | odged, with a request that said decision
be reversed, on 27 May 1992. The appeal fee was paid on
t he sanme day.

On 24 July 1992, the Appellant filed a Statenent of
Gr ounds.
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Together with the Statenment of G ounds, the Appellant
filed new Clainms 1 to 3 and requested that they be all owed
by the Board. As an auxiliary request, he submtted an
"Alternate Claim 1" to be considered if Claim1 (main
request) were not all owabl e.

Claim 1l reads as follows:

Main request

"A nmethod of graphically editing a chart in a data
processi ng systemcontroll ed by a program and having a

di spl ay on which graphic objects of the chart can be
sel ected by a cursor, conprising the steps of:

di spl aying (21) the chart based on predefined data,
and

- nodi fying (27) a sel ected graphic object according
to editing conmands entered by the operator;

said nmet hod being characterized in that it further
i nvol ves the steps of:

- accessing said predefined data, after nodification
of said selected graphic object, to check if said
chart still reflects the nunerical relationships
bet ween sai d predefined data, and

- if not, displaying a nessage to the operator
indicating that said chart no | onger reflects said
predefi ned data.”
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Auxiliary request

"A method of editing a business graphic chart in a data

processi ng system having a display, a keyboard conprising

the steps of:

a)

b)

d)

initiating (21) the display of a determ ned business
chart conposed of graphic objects by using data
extracted froman existing data base file or keyed
by an operator, said initiation involving the
creation of a link between said business chart and
the data used for creating the chart,

di spl ayi ng (21) said business chart in one
predet erm ned form dependi ng on a sel ection nmade by
an operator on a display, said displaying al so

i nvolving the use of a cursor such as an arrow

novabl e by sai d operator,

tracking said cursor in order to determ ne an
i ndi vi dual object over which said cursor noves,

in response to said tracking, highlighting said
i ndi vi dual object in order to provide a visual
f eedback to said operator

nonitoring (22) the operator's inputs on said
keyboard to determ ne whether an action has to be
performed on said individual object,
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f) performng (27) in response to said nonitoring the
action selected by said operator on said keyboard,

g) checki ng whet her the results of said actions have
made the chart inconpatible with the data used to
generate the business chart,

h) di splaying (29) in response to said checking step a
nmessage on said displaying to informthe operator
that the displayed business chart is no | onger
consistent with the data fromwhich it was created."

In support of these requests, the Appellant submitted, in
essence, the follow ng argunents:

- the contribution added to the known art by the
cl ai ned subject-matter has a technical character;

- the technical steps as clained are directed to

el enentary operations perforned by the data
processi ng system and not by the operator.

Reasons for the decision

1. The appeal (cf. paragraph Il11) is adm ssible.
2. Amendments
2.1 Claim1l (nmain request) corresponds, in substance, to the

clai mconsidered in the decision under appeal and found to

1945.D Y A
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be based, according to a precedi ng Conmuni cation, on the
original Clainms 1, 4 and 7.

Judging only fromthe wording of the original clains, it
is not imedi ately apparent that this latter finding is
correct. In Claim1l a feature has been omtted which was a
step of the nethod defined in the original Claiml
("creating a link ...") and, furthernore, a feature has
been om tted which was included in the nmethod of Claim?7
by its indirect reference to Claim5 ("rmaintaining the
link ...") and direct reference to Claim&6 ("breaking the
link ...") and by Claim7 itself ("... indicating ... link

broken"). However, in the said Comrunication, the
Exam ni ng Division considered that the original clains
were unclear in respect of these features concerning a
"l'ink" and that clarifying the material of the original
Claims 1, 4 and 7 while avoiding the term™"link" would be
adm ssi bl e.

The Board agrees with this view and the anendnment is
therefore regarded as adm ssible (Article 123(2) EPC).

"Alternate Claim 1" is restricted, as conpared with
Claim 1, by additional features disclosed in the original
Claim 2 and in the description. Even though neither
Claim7 nor any of those to which it was appended referred
to Claim2, this conbination is clearly part of the
overal |l disclosure of the application.

Therefore, also the anmendnent constituting the auxiliary

request is regarded as admni ssi bl e.
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Patentability

The only issue to be decided within the list of (four)
requi rements for patentability (Article 52(1) EPC) is
whet her the clained subject-matter is an invention in the
sense of the Convention, i.e. whether it does not fall, as
such (Article 52(3)), within the field of matters defi ned
in Article 52(2) in the formof a non-exhaustive |ist.

As the file shows, the original objection of |ack of
novelty has been net and industrial applicability was
never in dispute. The question of inventive step was not,
and need not, be considered as |ong as the aforenentioned
issue is not resol ved.

Both Clains 1 being nmethod clains referring to a data
processing system it is clear that in the clainmed
invention a m x of hardware and software is involved. In
such cases, according to the Board's case |law, the
subject-matter clainmed is only patentable if a
contribution to the art is made by it outside the field of
matters excluded from patentability. If such a
contribution is not made by novel technical features such
as hardware structural features, it may still lie in a
techni cal problem solved or in technical effects achieved.

According to the Exam ning Division's finding in the
deci si on under appeal, this requirenent was not nmet with
respect to the Claiml it had to consider (cf. paragraph
|1 above). The Board will now have to consider Clainms 1 of
the main and auxiliary request (cf. paragraph IV) in this
respect .
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Main request

Fromthe introductory phrase of Claim1l it is clear that
the clainmed nmethod is carried out by an operator's
activity and a conmputer program acting on a general -

pur pose conputer conprising the usual conponents such as a
processor and display unit.

This inpression is corroborated by the steps defined in
the claims preanble. The "displaying” step is the
function of the conputer under control of the program and
the "nodifying" step is the operator's activity and the

consequential function of the processor.

Not hi ng el se can be derived fromthe clains
characterizing portion. Both the "accessing" and the
"di splaying" step are carried out by the conputer under
control of a program

There is no indication whatsoever in Claim1l that a new

hardware feature is invol ved.

This inpression is confirmed by the description, including
the "preferred enbodi nent"” described with reference to the
drawi ngs. According to page 2, |ast but one paragraph,
first sentence, by the clained invention "an application
programis provided", and fromthe rest of the description
it would appear that nothing but a programis provided.

Thus, it energes fromCaim1l that the claimed invention

i nvol ves two kinds of features only:
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- features involving the operator's activity
(reflected by the ternms "editing", "selected",
"entered", "nodifying") and

- functions carried out under control of a conputer
program ("di splaying the chart", "accessing",
"check", "displaying a nessage", "indicating").

As to the first kind of features, sonme kind of nmental act
is certainly involved in the operator's activity of

sel ecting and nodi fying. The object of that act is
"graphic objects" of a "chart" as represented, for
instance (cf. Fig. 1 and 2), by bars of a bar chart or
wedges of a pie chart. Selecting one of them (cf. Fig. 3
or 5) and nodifying it (Fig. 4 or 6) involves, apart from
pushi ng keys and/or noving a nouse, purely nental

consi derations on the part of the operator.

Turning to the second kind of features, these can be sub-
di vi ded i nto:

- t he functions of displaying the chart and displ ayi ng

a nessage,

- the function of accessing the data to check if the
chart still reflects the nunerical relationships
bet ween t he dat a.

For the first-nentioned kind of functions it is inportant
what the object of display is.
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Re "displaying the chart": It has been decided (T 208/ 84;
Q) EPO 1987, 14) that "if a mathematical nethod is used in
a technical process, that process is carried out on a
physical entity (which nay be a material object but
equal ly an inmage stored as an electric signal) by sone
techni cal neans inplenenting the nethod and provi des as
its result a certain change in that entity" (Reason 5). So
in that case, an "image" was regarded as a physical entity
apparently because it was assunmed to represent a materi al
object; this viewis confirmed by the reference in that
deci sion (Reason 3) to "an image of a physical object or
even of a sinulated object” (simulating a physical

obj ect). However, no such physical entity can be

recogni zed in the object displayed in the present case. It
is the function of a "chart" such as a bar chart (Fig. 1)
or pie chart (Fig. 2) to present business data (page 1,
second sentence) or, as was considered in the Exam ner's
comuni cation precedi ng the decision under appeal,
scientific, educational or other nunerical data. Such
nureri cal data cannot be regarded as a physical object.

Mor eover, they would have to be regarded as the result of
non-techni cal nmethods falling within the range of
exclusions frompatentability (Article 52(2) EPC), for

i nstance mat hemati cal nmethods (52(2)(a)) or of doing

busi ness (52(2)(c)). Such a case corresponds to what the
earlier decision contrasted with a technical process,
nanely a case wherein "a mathematical nmethod or a

mat hemati cal algorithmis carried out on nunbers (whatever
t hese nunbers may represent) and provides a result also in
nunerical form the mathematical nmethod or al gorithm being
only an abstract concept prescribing how to operate on the
nunbers” and "No direct technical result is produced by
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the nmethod as such"” (Reason 5). In accordance with this
case law, the clained step of "displaying the chart "
nmust be regarded as not being the step of a technical
process but a step, inplenented in conventional nanner, of
presenting information resulting from non-technical

activities in a formallowing it to be edited by the user.

Re "displaying a nessage”: It has been decided (T 115/ 85;
Q) EPO 1990, 30) that "displaying nmessages indicating a
specific event which may occur in the ... device in a ..
processing system (Reason 2) or, nore generally, "giving
vi sual indications automatically about conditions
prevailing in an apparatus or systent is basically a
techni cal problem (Reason 7). In that decision, the
probl em was consi dered to be technical apparently because
the "specific events" or "conditions" were assunmed to be
basically of a technical nature in that they had to do
with the internal functioning of a device (confirmed in

T 42/ 87 of 5 Cctober 1989). In the present case, however,
it is not such a technical "event" or "condition"
concerning the functioning of a device and posing
therefore a technical problemwhich wuld give rise to a
nmessage, but a di screpancy between the information
presented by the chart (after nodification of a selected
graphic object) and the information the chart is normally
intended to present. Clearly, such a discrepancy between
normal and nodified presentations of infornmation,
constituting an information about the nuneri cal

i nformati on content of data and about the information

di splayed, if this is seen as an "event" or "condition",
cannot be considered as being of a technical nature.
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For the second-nmentioned kind of function, it is also
essential what the object of the access is (cf. 4.5).

The data are accessed to check whether the chart is still,
even after the nodification of a selected object (e.g. bar
or wedge), "correct"” in the sense that it truly reflects
the numerical relationships between the said data. So,
this data access and check has only to do with the
"correctness" or not of information as contained in data
and as presented. No feature of a technical kind, apart
from conventi onal ones, can be recognized in this "access"

and "check".

The result of all features (cf. 4.3), including, apart
fromthe operator's activities (4.4), all functions in the
processing system (4.5), taken together does not go in any
respect beyond the individual results, i.e. does not
result in any technical effect. The effect of the clai nmed
nmethod is (only) that the operator is visually infornmed if
he has gone "too far" in tentatively nodifying the
appearence of one of the elenents of a (bar or pie or
equi val ent) chart displaying nunerical data.

This result has been checked by the Board against the
Appel l ant' s argunents contained in the Statenent of
G ounds of Appeal.

The Board agrees with the Appellant's opinion that it is
to be determ ned "whether the contribution which the
subject-matter of Claim 1, considered as a whole, adds to
the known art has a technical character”.
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According to the Appellant, the technical contribution of
the cl ainmed i nvention, considered as a whole, consists in
t he conbination, in the chart editing nmethod disclosed in
D1, of the data accessing step to check whether the chart
still reflects the nunerical relationships between the
|atter and the predefined data, with the nessage

di spl ayi ng step. This appears correct.

In the Appellant's view, the first of these two steps
results in the switching of the machine from one internal
state (associated with the "link" between the chart and
the data) to another state (where this "link" is broken),
and the second of said steps results in a change of the
signal controlling the (CRT) display. The Board can agree
with the second of these results but not with the first.
The "broken |ink" between the chart and the data is sinply
the non-identity of the numerical information given by the
chart (after nodification) with the nunerical information
the chart is normally intended to give on the basis of

i nput data. Such a "broken |ink" between the information
contents of data as given and of data as presented,
concerning thus only "presentations of information" and
not structural features of the computer, cannot in the
Board's view be equated with a switch fromone "internal
state" of the conputer in its property as a (technical)
machi ne to another. Even though the Board agrees with the
second of the afore-nentioned results, it is to be noted
that in the present case the signal controlling the

di splay is also changed only in its information content
and not froma technical point of view This situation is
apparently different froma case in which a video signal
is "characterized by technical features of the systemin
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which it occurs, i.e. in which it is being generated

and/ or received" and in which it could therefore be
regarded as not falling within the exclusions of

Article 52(2)(d) and (3) EPC (T 163/85; QJ EPO 1990, 379).

The Appellant's additional argunent that the claimed steps
are elenentary operations perforned by the data processing
system and not by the operator has been considered but not
found to refute the view that these operations concern
only the information content of the chart data and of the
nmessage, including the presentation of such informtion,
and that they are perfornmed under control of a conputer
program not involving any technical nodification of the
conputer as a machi ne.

The cl ai mred nethod involving thus only features falling,
as such (Article 52(3) EPC), under the exclusions of
Article 52(2)(a), (c) and (d) and contributing only to a
non-technical effect is therefore to be regarded as
falling, as a whole, under the exclusions of Article 52(2)
EPC.

There is, in these circunstances, no room (cf. paragraph
3) for considering the Appellant's argunents in support of
novelty (incidentally not at issue) and inventive step
(which may or may not be given, having regard to the fact
that editing charts by nodifying a sel ected graphic object
t hereof, e.g. in shading or size, is known from Dl and
dependi ng on the question whether the inevitably resulting
"broken |ink" between the chart and the input data is

obvi ous or not).
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Rat her, Claim 1 cannot be allowed for the reasons
expl ai ned above, and the Appellant's nain request nust
t herefore be rejected.

Auxiliary request

Al the above considerations apply, mutatis mutandis, to
("Alternate”) Claim1 of the auxiliary request as well.

Its restriction, in the sense of the original clains, to
the edited chart being a "business" chart has no effect on
the finding that the chart is not the inage of a materi al
obj ect, but the representation of nunerical data, and not
therefore a physical entity (cf. paragraph 4.6).

In steps (a) and (b), nothing that could be considered as
unconventional, having regard to D1, can be recogni zed.

Steps (c) to (f) concern the "nodifying" step of Claim1l
of the main request. As far as the selection of an

i ndi vi dual object of the chart and its nodification is
concerned, the same applies as for the main request
(paragraph 4.4). In as nuch as the steps c) to f) are nore
specific than the said "nodifying" step of the main
request, they rely on conventional inplenentations well-
known to the person skilled in the art.

Steps (g) and (h) correspond, in substance, to the
characterizing features of the main request claimand the
above considerations (paragraphs 4.1 to 4.8) are therefore

applicable in the sane way.
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5.5 No argunent refuting this view can be derived fromthe
Appel l ant's sol e subm ssion that the "Alternative" Caim1l
provi des nore details of the steps required for providing
the desired effect of inform ng the operator of the
"destroyed |ink" between the chart and the data.

5.6 The auxiliary request cannot therefore be allowed either.

Order

For these reasons, i1t i1s decided that:

The appeal is dism ssed.

The Registrar:

The Chai r nan:

M Kieh

P. K. J. van den Berg
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