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Summary of Facts and Submissions

In the oral proceedings held on 28 April 1992 the
Opposition Division revoked the European patent
No. O 044 676 in the light of the follow ng docunents

(D1)  US-A-3 737 099 and
(E22) FR-A-2 036 770.

In the witten decision dated 6 July 1992 the
Qpposition Division argued that Caim1l underlying its
decision did not conprise inventive subject-matter in
t he sense of Article 56 EPC.

. The Appellant (Proprietor), on 31 July 1992, | odged an
appeal against the above decision of the Opposition
Di vi sion, paying the appeal fee on the sane day and
filing the Statenment of G ounds of Appeal on
13 Novenber 1992.

L1, Fol I owi ng the Comruni cation pursuant to Article 11(2)
RPBA of the Board oral proceedings took place on
4 April 1995 in which the Appellant requested to set
asi de the inmpugned decision and to maintain the patent
on the basis of a Cdaim1 submtted during the oral
pr oceedi ngs.

| V. This claimreads as foll ows:

"1l. An airless electrostatic spray apparatus conprising
an el ongated body of insulating material having first
and second passages therethrough, the first passage
bei ng adapted to be connected with a supply of liquid
coating material under sufficient pressure to effect
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airless atom zation of the liquid coating material,

val ve nmeans for controlling the flow of liquid coating
mat eri al through the first passage, electrical circuit
means in the second passage adapted to be connected to
a source of electric potential, an electrically

i nsul ative nozzle nounting ring having an axial passage
t her et hrough, the axial passage of the nozzle nounting
ring being coaxially aligned with the first passage of
t he el ongated body, an electrically conductive nozzle
assenbly and an el ectrode nmounted within the nozzle
mounting ring and electrically insulated fromthe
nozzl e assenbly, the electrode being electrically
connected to the electrical circuit nmeans and a non
conductive sealing neans positioned between the

el ongat ed body and the nozzle assenbly so that the
nozzl e assenbly is isolated fromthe body,
characterised in that the electrical circuit neans

i nclude electrical resistor nmeans and a washer (48)
formed froma Teflon material containing 15 %to 25 %
of carbon or graphite, the el ectrode (20) having a
rearward end in contact with the washer (48) and a
forward free end; in that the valve nmeans is so
positioned within the el ongated body (26) that a
portion of that body separates the valve nmeans fromthe
non conductive sealing neans (33) and in that the mass
and surface area of the nozzle assenbly and hence its
effective capacity are so small that normal electric
current in the electrical circuit neans does not arc
bet ween the el ectrode and the nozzle assenbly (30,
31)."

Further requests of the Appellant were to refund the
appeal fee and that the Respondent | (Opponent |) be
charged the costs for the first oral proceedings held
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on 9 Novenber 1988 or alternatively for the second oral
proceedi ngs held on 28 April 1992.

In the oral proceedings before the Board, of the
Respondents only Respondent | (Opponent |) was
represented. Hi s requests were:

(a) dismssal of the appeal and

(b) apportionnment of costs according to his request
submtted on 4 March 1993, point 8.

Respondent |1 (Opponent 11) was silent in the appeal
proceedi ngs and his only request was to be inforned
about the proceedi ngs.

Respondent 111 (Opponent 111) requested to dismss the
appeal w thout giving detailed reasons for his request.

The essential argunents brought forward by the
Appel I ant and the Respondent | can be summari zed as
fol |l ows:

(a) Appellant

- the general background of the clainmed invention
is seen in the provision of an airless
el ectrostatic spray gun which can be operated in
an expl osive atnosphere without a safety risk;

- the claimed solution to this background is based
on the separation of the el ectrode and the spray
nozzle, furthernore on the fact that the
capaci tance of the conplete spray gun, including
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the valve in the support Iine of the liquid to
be sprayed, is reduced so as to dimnish the
tendency of the gun to spark be it between the
el ectrode and the spraying nozzle or be it

bet ween these parts and the article to be

coat ed;

fromthe prior art a skilled person woul d not
get useful information in the sense of the
teaching according to daim1l, since in Figure 3
of (E22) a gun is disclosed which enbraces two
el ectrodes both being arranged too closely to

t he spray nozzle so that sparking occurs and the
known gun did not work;

apart from (E22) the prior art teaches away from
the clainmed gun, since in the prior art the
safety risk is overcone by contacting the

el ectrode and the spray nozzle; the use of a
resistor to reduce the charge and to enhance the
situation when the spray gun conmes into contact
with the grounded article to be coated is seen
as a first means in the right direction of
mnimzing the safety risk of electrostatic
spray guns w thout already solving all problens
exi stent essentially in explosive atnospheres;

concerning the requests to charge Respondent |
with the costs of the first or the second oral
proceedi ngs before the Opposition Division it
was argued that (E22), the introduction of which
into the first oral proceedi ngs caused the
continuation of the opposition proceedings in
witing and the subsequent appoi ntnment of the
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second oral proceedings, was not easy to
understand and that even an expert such as

M  Scar brough needed tinme to understand this
docunent, whereby (E22) coul d have been produced
by Respondent | in due tine, since this docunent
originates fromhim since (E22) is the key
docunent of the present case the Appellant had
to defend the attacked patent on a conpletely
new basis w thout giving himsufficient warning;
t hese circunstances had caused extra costs to

t he Appel |l ant which should be paid by

Respondent |I;

t he appeal fee should be refunded due to a
substantial procedural violation of the
Qpposition Division who allowed the |ate cited
docunent (E22) into the procedure and did not
give sufficient information to the Appell ant
that a conbination of (E22) and (Dl) is seen as
depriving aim1l of inventive step; due to the
mul ti tude of docunents cited in the present case
it was not possible to deal with al

conbi nations of them and the Opposition D vision
shoul d have pointed out the reasons for their
findings before deciding to give the Appellant a
reasonabl e chance to react.

Respondent |I:

the alternative according to Figure 3 of (E22)
is not seen only as a theoretical possibility of
an electrostatic spray gun but as a reliable gun
construction which has its counterpart in a
still further prior art document, nanely
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US-A-3 677 470, in which again there is no

el ectrical contact between the nozzle "22" and
the el ectrode "16", since the holder "13" is
fabricated froma suitably electrically
insulating material, see colum 3, lines 15 to
17;

- starting froma spray gun in which the netallic
parts in formof the nozzle and the el ectrode
are without an electrical contact a skilled
person is aware from US-A-3 815 820, see
colum 1, lines 50 to 60, that not only the
smal | physical area but also the appropriate
configuration of the electrode neans and the
nozzle are the means for mnimzing the
"effective capacitance” to such a value that the
charge stored in these parts of the gun is
insufficient to cause objectionabl e di scharge;

- reducing the size of the nozzle and the
el ectrode for positively influencing the
"effective capacitance"” of the spray apparatus
i s common general knowledge in the technical
field of electrostatic spray guns, see for
exanple (D1), colum 3, lines 39 to 41 or
US- A-3 815 820, colum 1, lines 54 to 60;

- a skilled person woul d al so assune the presence
of a resistor in the enbodi nent shown in
Figure 3 of (E22) though a resistor is not
specifically described or shown in the draw ngs
thereof, since a resistor acts as a safety
element i.e. keeps the electrical current at |ow
val ues in case of sparking;

1962.D Y A
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even from (Dl1) a skilled person is not

excl usively taught that the nozzle and the

el ectrode have to be in nutual contact, since
the possibility to separate themis clearly

di scussed in (D1), see colum 2, lines 62 to 65
or colum 4, lines 52 to 55;

materials with a poor conductivity in
conmbination with electrostatic spray guns are
well known in the art, see US-A-3 815 820
colum 9, lines 17 to 19 which discloses a
plastic material inpregnated with graphite or
see US-A-3 677 470 colum 4, lines 12 to 14 and
Fi gure 3;

el ectrostatic spray guns being based on the
principle laid dowmn in Figure 3 of (E22) were on
t he market before the clained invention and
consequent |y nust have passed national security
tests; the approach of the Appellant that these
guns failed in tests is therefore strictly

rej ect ed;

summari sing the above argunents, inventive nerit
cannot be seen in the spray gun according to
Claim1, since it was sufficient to apply comon
general know edge fromthe field of

el ectrostatic spray guns in conbination with a
constructional principle laid down in Figure 3
of (E22);

the cost request of the Appellant is rejected as
(E22) is seen as a short docunent which could
have been studied in the break of the first oral
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proceedi ngs before the Opposition Division;
since interpreters for English and French were
avai l abl e in these oral proceedings, the
Appel I ant coul d have reacted so that the
following witten proceedi ngs and the second
oral proceedi ngs before the Opposition Division
woul d have been superfluous; the Appell ant

hi msel f has caused costs so that they cannot be
charged to the Respondent 1I.

Reasons for the Decision

1

2.2

2.2.1

1962.D

The appeal is adm ssible.

Patentability

Novel ty

The subject-matter of Claim1l is novel, since (E22) as
the nearest prior art docunent at |east does not

di scl ose a washer conposed of Teflon materi al
containing 15%to 25% of carbon or graphite. Since
novelty was not disputed in the oral proceedings before
the Board this issue needs no further argunent.

| nventive step
Nearest prior art document is w thout any doubt
docunent (E22) and the alternative disclosed in its

Figure 3 and descri bed on page 3.

A skilled person derives therefroman airless
el ectrostatic spray apparatus with resistor neans
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(general technical know edge) and a conductive washer
which is in contact with a rearward end of the

el ectrode, whereby the nmass and the surface area of the
nozzl e assenbly and hence its effective capacity are so
smal |l that normal electric current in the electrical
circuit neans does not arc between the el ectrode and

t he nozzl e, since otherw se the known spray apparatus
woul d not wor K.

As set out above it is common general knowledge in the
technical field of electrostatic spraying that for
safety reasons resistors are incorporated in the
electrical circuit nmeans and that the effective

capaci tance has to be kept so small that harnful arcing
is prevented with the gun when in use.

Wt hout knowi ng the clained invention a skilled person
woul d derive this technical information fromFigure 3
of (E22) though not every detail in this respect is
explicitly drawn or described therein.

The feature of the position of the valve neans of
Claiml1l wthin the gun per se can be seen as

di stingui shing feature, which has an influence on the
"effective capacitance" of the gun. Since this
paraneter has to be duly considered in any gun
construction the valve position can only be seen as a
further paraneter for a globally known technica
teaching, i.e. maintaining the value of the "effective
capaci tance" at a |ow value. Since the patent in suit
is silent about any advantages of the val ve neans
position this feature is of little significance.
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Fromthe mnutes of the (first) oral proceedings held
on 9 Novenber 1988, see pages 3 and 4, it can be seen
t hat document FR-A-2 419 112 was discussed; fromthis
docunent a val ve neans position as clainmed in Caim1l
can be seen, see Figure 1 and reference signs "4, 4A,
6" so that its influence on the "effective capacitance"
of a spray gun was not unknown to the skilled person.

Starting fromthe enbodinment |laid down in Figure 3 of
(E22) the technical problemto be solved by the

i nvention according to Caim1 has to be derived in an
objective way in order to avoid an "incorrect" problem
sol uti on- approach when assessing the issue of inventive
st ep.

The Board is convinced that a gun according to the
techni cal teaching of Figure 3 of (E22) works when
carried out by a person who is aware of the common
general knowledge in the field of airless electrostatic
spray apparatus. Appellant's argunments that the gaps
bet ween the el ectrodes and the nozzle according to
(E22) are so small that such a gun would not function
have therefore to be rejected.

What remains to be done by a skilled person when
starting from (E22) is to find a proper material for

t he washer and possibly to study the influence of the
val ve neans on the "effective capacitance"” i.e. this
woul d constitute "the objective problemto be sol ved by
t he invention" according to the probl em sol ution-
approach for assessing the inventive nerit of the

subj ect-matter of Cl aim1.
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The solution to this objective problemis set forth in
Claim1l and is inter alia based on a Teflon materi al
containing 15%to 25% of carbon or graphite and by a
val ve means which is arranged well apart fromthe
nonconducti ve seal i ng neans.

The arrangenent of the valve nmeans distant fromthe
seal ing neans per se is known fromFR A-2 419 112, see
Figure 1 in particular and above remark 2.2.3. This
feature did not play a substantial role in the
docunents as originally filed, since the valve neans
does not even bear a reference sign, see Figure 2

t hereof, and these docunents do not stress the

i nportance of the |ocation of the val ve neans, since no
description of this feature is contained in the
originally filed documents.

On the other hand the global effect of the "effective
capaci tance"” is well known in the art so that

consi deration of the valve neans location is only a
possi ble further contribution to this paraneter which
does not demand a new principle of spray gun
construction but only an optim sation thereof.

Sim lar considerations have to be applied to the Teflon
mat eri al containing carbon or graphite. Background of
this feature is the endeavour to nmake the plastic
material in the formof Teflon material conductive. The
prior art docunents contain sufficient information of
how this can be achieved in an advant ageous way, see
for exanple US-A-3 815 820, colum 9, lines 17 to 19
(graphite) or US-A-3 737 099, see colum 3, lines 33 to
38 (silver), so that this feature has to be seen as an
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equi val ent feature according to (E22) and its
conductive washer "10".

Summari sing the above considerations, it is evident
that, when starting fromthe enbodi mrent according to
Figure 3 of (E22), the subject-matter of Claim1 only
makes use of teachings well known in the art of

el ectrostatic airless spray guns and this in
conbination with properties and effects which are

f oreseeabl e. Consequently, the subject-matter of
Claim1 does not involve an inventive step within the
meani ng of Article 56 EPC and this claimis thus not
al | owabl e.

Appel lant's findings cannot be foll owed by the Board:

- spray guns applicable in explosive atnospheres are
known in the art, see DE-A-1 291 659, colum 6,
lines 8 to 20, which docunent was dealt with in
t he oral proceedi ngs before the Board;

- it is not true that the only way to sol ve the
safety problens of electrostatic spray guns in the
prior art was contacting the nozzle and the
el ectrode, since (E22) and US-A-3 677 470 clearly
teach against this;

- a skilled person studying Figure 3 of (E22) is in
a position to carry out its teaching and to build
a gun which is industrially applicable i.e. neets
the safety conditions of different countries and
functions in its use;
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- the assertion that the gaps in (E22) are so snal
that arcs are caused and that the gun does not
function is not in agreenent with the know edge of
a skilled person in the technical field of
el ectrostatic airless spray guns since it nust be
accepted that identical technical neans achieve
i dentical technical effects.

Under these circunstances the European patent

No. O 044 676 is not valid and the inpugned deci sion
cannot be set aside; rather the appeal has to be

di sm ssed.

Requests for apportionment of costs

Respondent | is adversely affected by the decision
under appeal only in so far as his request for
apportionment of costs has been rejected. If the
Respondent | had | odged an appeal against this

deci sion, the appeal, with the apportionnment of costs
as its sole subject, would have been inadm ssi bl e under
Article 106(4) EPC. The fact that the Respondent |
submtted the request for apportionnment of costs nerely
as a party to the appeal proceedings as of right
(Article 107 EPC) cannot, in the Board's judgenent,
render such a reguest adm ssible w thout contravening
the principle of equal treatnment. This request has
therefore to be rejected as inadm ssible.

As regards the Appellant's request for apportionnent of
costs, the Board takes the view that there are no
reasons of equity which would justify a different
apportionment of costs wi thin the neaning of

Article 104(1) EPC. Docunent (E22), conprising three
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pages of description, one page of clains and one figure
sheet, is a very short docunent drawn up in one of the
of ficial |anguages of the EPO which could have been
studi ed during the break of two hours in the first oral
proceedi ngs before the Opposition Division,
particularly since interpreters for English and French
were avail abl e during these proceedi ngs. Consequently,
the Appellant's request for apportionnment of costs has
to be refused.

Since the Board does not deemthe appeal to be
al l owabl e, the request for reinbursenent of the appeal
fee has to be refused (cf. Rule 67 EPQC)
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Order

For these reasons it is decided that:

1. The appeal is dism ssed.

2. The Appellant's requests for reinbursenment of the
appeal fee and for apportionnment of costs are refused.

3. The Respondent's | request for apportionnment of costs

is rejected as inadm ssible.

The Regi strar: The Chai r man:

N. Maslin C T. WIson
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