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Summary of Facts and Subm ssi ons
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Eur opean patent No. O 117 469 relating to hair cosnetics
was granted on the basis of four clains contained in

Eur opean patent application No. 84 101 398.0.

The Appellant filed an opposition against the granted

patent citing the follow ng docunents:

(1) Chenical Abstracts, 99, (1983), 93514C, and
(1a) RO A-75 299,

(2) FR-A-1 402 017,

(3) EP-A-0 053 466.

In the course of the opposition, the Respondent (Patentee)

cited the follow ng:

(4) DE-A-2 940 220,
(5) EP-A-0 052 441.

The Opposition Division considered the subject-matter
claimed to be novel and inventive over the cited prior art

and decided to maintain the patent in anmended form

Docunment (4) was held to be the closest prior art. The
Opposition Division considered that the synergistic effect
bet ween the rosemary or birch extract and the silk or
keratin deconposition product, which had been denpnstrat ed
in the patent in suit and conparative experinents filed
during the opposition, could not have been predicted from
the cited prior art. A simlar conclusion would, in the

Opposition Division' s opinion, have been reached starting
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from docunent (2) which the Appellant (Opponent) considered
to be the closest prior art. Claim1l on which the contested

deci si on was based reads as foll ows:

"1. A hair cosnetic conposition conprising

(A) an extract obtained by polar solvent extraction of
birch or rosemary, and

(B) a polypeptide conpound having a nol ecul ar wei ght of
350 to 30000 selected from deconposition products of silk,
deconposi tion products of keratin and derivatives thereof,
wherein the ingredient (A is contained in an anmount
ranging from0.001 to 2 weight-% and the ingredient (B) is
I n an amount ranging fromO0.01 to 10 weight-%"

The Appell ant | odged an appeal against the decision of the
Exam ni ng Division. Oral proceedings took place on 3 May
1995.

The argunments of the Appellant both in the witten
procedure and during the oral proceedings may be summari sed
as follows:

Firstly, the Appellant argued that the patent in suit

| acked novelty over docunent (2). Referring to the table on
page 2 of (2), it was argued that the plant extract
"Extrapone spécial No. 5" which contained inter alia
extracts of birch and rosemary anticipated the proportions
of conmponent (A) of the patent in suit. Furthernore, it was
hel d that "Protéolysat de kératine" related to an enzymatic
deconposi tion product having a nolecular weight within the

range specified for conponent (B).
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In the Appellant's opinion, docunent (2) was the closest
prior art. Even if the novelty of the claimwere to be
conceded, the Appellant argued that fromits opening

par agraphs, it was clear that (2) related to a
shanpoo/ | oti on which cleared the hair and renoved fatty
substances therefromgiving a brilliance after brushing
out. The other effects clained as advantages were known
fromthe prior art. It was known from docunent (4) to use
keratin hydrolysates for hair setting conpositions giving
the retentivity nmentioned on page 2, lines 25 to 29 of the
patent in suit. Docunent (3) referred to rosemary as a hair
fibre strengthener and docunent (1) related to a
conposition including both hydrolysed keratin and birch
extract as a hair regenerative |lotion. The essence of the
Appel l ant's argunent was that the materials of the
conposition currently claimd were well-known in hair
cosnetics at the priority and that no inventive step shoul d
be recognised for this conbination.

The Appellant further argued that the Respondent's
auxiliary request (see VI below), when considered in
respect of a product claim did not constitute a meani ngful

restriction.

In the written procedure and at the oral proceedings, the

Respondent argued essentially as foll ows:

The Appel | ant denied that docunment (2) destroyed the
novelty of the subject-matter currently clainmed. The pl ant
extract featuring in the table on page 2 of (2) was derived
froma mxture of plants of which birch and rosenmary

constituted only two of the seven varieties listed. It was
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t hus inpossible to assess whether the percentage of either
of themfell within the clainmed range for conponent (A).
The Respondent also held that the term "protéol ysat” was
not restricted to an enzymati c deconposition product and
filed the rel evant page of "Ronps Chem el exi kon" to back
this argunent. There was thus no evidence that the
"protéolysat"” had a nol ecul ar weight within the range

prescri bed for conponent (B) of Claim1.

In respect of inventive step, although admtting that a
hair lotion which is the type of conposition clained in
docunment (2) would fall within the general term"hair
cosnmetic conposition” clainmed in the patent in suit, the
Respondent denied that (2) was an appropriate starting

poi nt. Docunent (2) relates to a lotion or creamwhich is
useful for cleaning the hair whilst avoiding conventional
washi ng and rinsing. The Respondent consi dered docunment (4)
which related to hair setting conpositions based on keratin
hydr ol ysates to be the closest prior art. The Board's
attention was directed to conparative experinments filed in
Novenmber 1989 and March 1991; the synergistic effects
denonstrated therein nust be indicative of an inventive

st ep.

During the oral proceedings, the Respondent filed an
auxiliary request in which Claim1 was identical to the
cl ai mappearing in |1l above, except that the words

"wher eby conponent A inproves the feeling to the touch of
the hair" were added at the end of the claim

VI, The Appel | ant requested that the decision under appeal be

set aside and that the patent be revoked.

1694. D R A
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The Respondent requested that the appeal be disni ssed (min
request) or alternatively that the patent be maintained on
the basis of the auxiliary request filed in the oral

pr oceedi ngs.

Reasons for the Decision

1

1694. D

The appeal is adm ssible.

Novel ty

The hair cosnetic conposition of the table on page 2 of
document (2) contains in an aqueous/al coholic vehicle a
conposition conprising 10 parts by wei ght per 1000 total of
a plant extract which is stated to be derived from birch,
col tsfoot, horsetail, flowers of clover, yarrow, rosenmary
and speedwell. In the discussion at the oral proceedings,
it was agreed between the parties that such extracts
normally contain 3 to 5% by wei ght of solids. Thus the
actual anount of solids in the total conposition would be
sonewhere in the range of 0.03 to 0.05% by wei ght. Havi ng
regard to the m xture of seven conponents on which the
extract was based, it cannot be established with any degree
of certainty (or even probability) that either birch or
rosemary m ght have been present within the range

prescri bed for conponent (A) of Claim1.

The said table refers nmerely to a proteolysate of keratin.
Having regard to the definition presented by the Respondent
at the oral proceedings, the Board is satisfied that such a

product woul d have been derived by hydrolysis of a keratin
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whi ch hydrol ysis may have been enzymatic but not
necessarily so. Such a hydrolysate may well have had a

nol ecul ar wei ght bel ow the m ni mum val ue of 350 prescribed
for conponent (B) of Claim1l. In other words, the nol ecul ar

wei ght of the proteol ysate cannot be established.

In the circunstances, the Respondent nust be given the
benefit of the doubt and the novelty of Claim 1l of the main

request over (2) acknow edged.

None of the other docunents cited during the opposition and
exam nation disclose a conposition as defined by the said
Claim 1.

Probl em and sol uti on

As suggested by the Appellant, the Board regards

docunment (2) as the closest prior art. It relates to a hair
cosnetic conposition which contains both a keratin
hydr ol ysate and a specific plant extract which as already
noted has a simlarity to the extracts specified in Claiml
of the patent in suit. As outlined above, the conposition
of (2) is a lotion or creamfor application to the hair

whi ch has a cl eansing effect; although the cream specified
in the table on page 2 contains well over 50% by wei ght of
water, its cleansing effect does not depend on conventi onal
| at heri ng, washing and rinsing. Oher effects already known
and expected from shanpoos and referred to in (2) relate to
the prevention of hair loss, feeding the hair and to its

brilliance.
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Starting from (2), the problemto be solved can be seen as
devel opi ng new hair cosnmetics which give good retentivity
and good feeling to the touch together with ease in conbing
and the prevention of hair fly (cf. patent in suit, page 2,
lines 25 to 29 and page 10, lines 15 to 25).

The problemis solved by the conposition of Claim 1l which
conprises birch or rosemary extract and a hydrol ysate of
keratin or silk in specified proportions. Having regard to
t he exanpl es which appear in the patent in suit and
conparative experinents filed in the course of the
opposition procedure, the Board is satisfied that the

probl em has i ndeed been sol ved.

| nventive step

The conpositions of the patent in suit and those of (2)
differ in two respects. Firstly, extracts of rosemary or
birch are used in the patent in suit instead of a plant
extract derived froma m xture of various species. As is
apparent fromcCl aim1l, the extract is enployed in an anount
of 0.001 to 2% by wei ght. Secondly, the keratin hydrol ysate
Is limted to a specified nolecular weight range and to a
proportion of 0.01 to 10% by wei ght of the conposition.

It is not clear why the plant extract is used in the
preferred conposition of (2). Its purpose may well be to
suppress the mal odour of the keratin hydrol ysate as argued
by the Appellant. In any event even in consideration of the
known properties generally expected from shanpoos there is

no indication in (2) of the effects obtained in accordance
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with the patent in suit especially those relating to
retentivity and a good feel to the touch.

The conparative tests of the patent in suit were criticised
during the opposition procedure insofar as the anounts

enpl oyed in tests involving a single conponent, i.e. plant
extract al one or keratin hydrolysate alone, did not
correspond to the total anpbunts when both conponents were
enpl oyed. This point was net by the conparative experinments
received in the EPO on 2 Novenber 1989.

On the one hand, since synergy has been convincingly shown
by the Respondent in relation to the use of single
conponents, no further conparison with particular m xed
conpositions conprised in the disclosure of (2) could have
been demanded as such were not clearly individualised in
this docunent. On the other hand the Appellant did not
produce any evidence to the contrary. Accordingly, the
conpositions according to the patent in suit could be
regarded as a selection fromthe subject-matter of (2)

which is in no way suggested fromthe docunent taken al one.

Docunment (1), as is clear fromthe English translation
supplied by the Appellant, also relates to a hair cosnetic
conposition conprising: (A birch extract and (B) a keratin
hydr ol ysate. Although the amount of (B) falls within the
range prescribed by the patent in suit, the extract (A) is
enpl oyed in considerably | arger amounts. The conposition is
stated to restore hair damged by dyeing and perm ng. Again
it is not clear what purpose is served by the birch extract
which is enployed at 10 to 20% of the conposition. In any
event, there is no indication in (1) of any effect which
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m ght have been obtained by reducing the ampbunt of birch
extract enployed to the range enployed in the patent in

sui t.

The preferred conpositions of docunment (3) contain a
protein (especially beef bone marrow) and rosemary. It is
not entirely clear fromthe | anguage of (3): "wherein the
keratin fibre strengthener conprises rosemary” whether, as
argued by the Appellant at oral proceedings, the rosenmary
In fact acts as a strengthener. The alternative

i nterpretation, argued by the Respondent, was that the
strengt hener nerely included rosemary. It could well be
that the rosemary is added nmerely to mask the odour of the
beef bone marrow. In any event, there is nothing in (3)

whi ch m ght suggest that the conbination of protein and
rosemary could lead to the effects denonstrated in the

patent in suit.

Docunment (4) relates to hair cosnetic conpositions
contai ning protein hydrolysate having a nol ecul ar wei ght in
t he range 2000 to 20000, i.e. within the range prescribed

by Claim1l of the patent in suit. The said conpositions are

useful in setting hair. In other words, the first effect
denonstrated in the patent in suit, i.e. inparting
retentivity to hair is already known from (4), in the

absence of a birch or rosemary extract. There is, however

no hint fromany of the other prior art docunents that by

addi ng such a birch or rosemary extract to the conposition
of (4) that it would be possible to obtain the other

effects denonstrated by the patent in suit.
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Docunent (5) concerns a hair rinse conposition containing
inter alia keratin hydrolysates having a nol ecul ar wei ght
range overl apping that prescribed by the patent in suit
(see page 9, lines 17 to 19). The conposition is stated to
I npart softness and snoot hness to the hair and to aid
conbing (page 4, lines 1 to 3). There is, however, no hint
that the addition of rosemary or birch extract to the

conposition known from (5) would yield any inprovenent.

Fromthe foregoing, it is apparent that the conbination of
effects obtai ned when applying the conpositions of the
patent in suit to the hair were not foreshadowed by the
prior art. An inventive step can accordingly be

acknow edged.

It may be added that the Board woul d have reached an

anal ogous conclusion if it had chosen to regard

docunment (4) as closest prior art. In this case, the
problem to be solved woul d have been to develop a hair
cosnetic conposition not only displaying retentivity but
al so the other effects outlined in point 3.2 above. There
is nothing to be derived fromthe docunents (1) to (3)

whi ch woul d have | ed the skilled person to add a birch or
rosemary extract to the conpositions known form (1) in the
expectation of obtaining the desired effects (cf. T 2/83,
QJ EPO 1984, 265).

Since the Board are in position to allow the Appellant's
mai n request and to dism ss the appeal, it is not necessary

to consider the auxiliary request.
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For these reasons it is decided that:

The appeal is dism ssed.

The Regi strar: The Chai r man:

P. Martorana

1694. D

P. A M Langon



