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Summary of Facts and Subm ssi ons

2821.D

Eur opean patent application No. 82 304 478.9 clai mng
priority fromUS 297380 of 28 August 1981 was granted
as European patent No. 0 073 646 on 17 May 1989. It
relates to DNA isol ates, expression vehicles conprising
such DNA, mcroorganisns transforned with said
vehicles, and to a process which conprises microbially
expressi ng human serum al bum n (HSA) of a particul ar

am no acid sequence and genetic variants thereof.

Noti ce of opposition against the European patent was
given by three parties (opponents 01 to 03) who
requested the revocation of the patent on the grounds
of Article 100(a) to (c) EPC

Wth its decision issued on 8 May 1992, the opposition
di vision rejected the oppositions pursuant to
Article 102(2) EPC

The appel | ant (opponent 03) | odged an appeal agai nst
this decision and paid the appeal fee on 15 July 1992,
and filed a statenent of grounds on 18 Septenber 1992.
The respondents (patent proprietors) filed a response
to this statenent of grounds.

Wth |etter dated 20 January 1994, the appellant filed
new evi dence (declarations of Drs. Dugai czyk and

Hawki ns) allegedly proving that a disclosure in the
formof a poster of the entire nucleotide sequence of
the HSA gene including the prepro-sequence had taken

pl ace at the First Annual Congress for Recomnbi nant DNA
Research held on 25-27 February 1981 in San Franci sco.
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In reply thereto, inter alia, the respondents
chal | enged the adm ssibility of the opposition filed by
t he appellant on the basis that there was evidence
showi ng that he was a "straw man" which was alleged to
be contrary to the |Iaw and practice of the EPO, and
asking the board to seek confirmation of the identity
of the opponent.

Several further conmunications were issued by the board
as well as a summons to oral proceedings to take place
on 2 July 1996, and further subm ssions were nmade by
the appell ant and the respondents with both parties
finally requesting referral back of the case to the
opposition division for consideration of the new

evi dence subject to the outcone of the challenge to
adm ssibility, and the respondents al so requesting an
apportionnment of costs in their favour in view of the
conduct of the appellant. In respect of the issue of
the identity of an opponent, the respondents requested
the referral of a question to the Enlarged Board of
Appeal (EBA). The appell ant requested an award of costs
in his favour should a question be referred to the EBA.

In its final conmunication 26 June 1996 before the
schedul ed oral proceedi ngs, the board nade clear that
the only issues to be discussed at the oral proceedi ngs
were the respondents' request that the appeal be

di sm ssed on the basis that the true appell ant

(opponent 03) had not been correctly identified, and in
relation to this issue whether a question of |aw should
be referred to the EBA. The conmmuni cati on i ndi cated
that the board thought that any question of costs woul d
arise only after any answer had been received fromthe
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EBA, and that any costs arising in relation to the new
evi dence was a question to be decided by the first
I nstance.

Oral proceedings took place on 2 July 1996. They were
not attended by any representative of the appellant.
Only issues inrelation to the admssibility of the
appeal were discussed at the hearing. The board deci ded
to refer a nunber of questions to the EBA (cf the
referral -decision T 649/92, QJ EPO 1998, 97). The EBA
answered these questions with decision G 4/97 (QJ EPO
1999, 270).

On 8 March 1999, the board i ssued a comuni cati on
informng the parties of its view that, based on the
decision of the EBA, it was legitimte for the
respondents to challenge the admssibility of the
opposition at the appeal stage and that the opposition
filed by the appellant was adm ssible. In the sane
comuni cation, the board rem nded the parties of their
previous requests to refer the case back to the first

I nstance for an exam nation of the substantive matters,
in view of the new evidence filed by the appellant, and
asked the parties whether these requests were
confirned.

Both the appellant and the respondents filed a reply to
the said comruni cation. The appellant requested inter
alia that the case not be remtted back to the first

i nstance. The respondents in their subm ssion of 17 May
1999 stated that since a "straw man" by definition had
no real interest in the outconme of an opposition, he
(as opposed to the real but undi scl osed opponent on
whose behalf he filed the opposition) could not be a



Xl

X,

XI'V.

2821.D

- 4 - T 0649/ 92

person adversely affected by a decision of the
opposition division within the neaning of Article 107
EPC, so the conditions for |odging an appeal were not
nmet. The respondents asked for oral proceedings on this
guestion, and for a question to be referred to the EBA
on this as an inportant point of |aw necessary to
clarify decision G 4/97 (supra).

In a communi cation dated 2 June 1999, the board
indicated its intention to sumon the parties to ora
proceedings in order to discuss the issues related to
the admi ssibility, to the proposed question to the EBA
and to the referral back to the first instance, but not

t he substantive i ssues.

In his reply on 22 Septenber 1999, the appell ant

rem nded the board of his previous request for an award
of costs in relation to the referral to the EBA. He now
al so requested that the case be remtted to the

opposi tion division for consideration of the
substantive issues in the |ight of the new evidence.

On 24 Septenber 1999, the respondents and the appel | ant
filed a joint request to cancel oral proceedi ngs on

28 Septenber 1999. They both withdrew their requests
for oral proceedings. The respondents w thdrew al so
their request for referral of a new question to the
EBA. Both parties requested that the outstanding
matters be treated in witing.

On 27 Septenber 1999, the board inforned the parties
that the oral proceedi ngs woul d not be cancell ed unl ess
any pending requests for an award of costs in
connection with oral proceedings that had al ready taken
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pl ace before the board of appeal were withdrawn. It
was al so indicated that the board was not inclined to
award any costs to any party and that the costs of the
further proceedings as a result of the remttal was a
separate question, best dealt with by the opposition
di vi si on.

In reply to the said comuni cation, on the sane day the
respondents withdrew their request for costs in
connection with oral proceedings that had already
occurred. However, they indicated their intention to
request an award of the costs in connection with the
proposed oral proceedi ngs on 28 Septenber 1999, should
the appellant force themto attend the hearing by not
W t hdrawi ng his previous request for costs of the
proceedi ngs before the EBA

The appellant replied on the sane day by stating that
his request for costs in relation to the EBA referra
G 4/ 97 (supra) was nai ntai ned.

Oral proceedi ngs took place on 28 Septenber 1999, which
were attended both by the respondents and the
appellant. In view of their identical requests in
relation to the remttal of the case to the first

i nstance for further prosecution, only the issue of
costs was di scussed.

The appel | ant argued that an apportionnent of costs
agai nst the respondents in favour of the appellant in
relation to the referral to the EBA was justified by
the extrenely | ate, unsuccessful challenge to the

adm ssibility of the opposition (nmade in February 1996
in response to the appeal of July 1992) for which

bel at edness no good reasons had been given. If it had
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been rai sed before the opposition division, and not at
a later stage of the appeal as done for tactica
reasons, such an objection as to admssibility on the
basis that the identity of the true opponent had not
been di scl osed, woul d have been dealt with by the first
instance in its decision and woul d have been part of
the appeal fromthe very beginning. It was manifest
that additional costs had arisen for the appellant in
connection with the consequent unnecessary delays in

t he proceedi ngs.

The respondents replied that the question of the
identity of the true opponent was a fundanmental point
of law for which clarification fromthe EBA was needed.
Thus, the questioning of adm ssibility on this basis
was not unreasonabl e. The EBA had recogni sed that the
adm ssibility of an opposition could be questioned al so
during the course of the appeal proceedings, as done in
the present case by the respondents who had sought
clarification about the true identity of the only

appel lant | eft after the opposition phase. There were
no indications that the timng of the chall enge had
caused additional costs for the appellant. If anything,
the | ateness of the challenge to the opposition had
avoi ded the extra costs of having the "straw nman"
questi on decided by two instances. Rather the

resi stance of the appellant to admt that the question
of admissibility of the opposition could be dealt with
during the appeal had del ayed the proceedi ngs.

Moreover, his refusal to withdraw the request for an
award of costs in relation to the referral of questions
to the EBA had forced the respondents to attend the
hearing on 28 Septenber 1999. This justified an
apportionnment of costs against the appellant in favour
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of the respondents.

The appel l ant requested that the matter be remtted to
the opposition division for consideration of the
substantive issues in the |ight of the poster
presentation of Dr Dugai czyk and an apportionnent of
costs agai nst the respondents in favour of the
appellant in relation to the referral to the EBA and
the oral proceedi ngs on 28 Septenber 1999.

The respondents requested that the natter be remtted
to the opposition division for consideration of the
substantive issues in the |ight of the poster
presentation of Dr Dugai czyk, and an apportionnent of
costs against the appellant in favour of the
respondents in relation to the oral proceedi ngs on

28 Septenber 1999 and refusal of any apportionnent of
costs in relation to the referral to the EBA

Reasons for the Deci sion

Adm ssibility of the appeal

2821.D

The appellant filed a notice of appeal, statenent of
grounds of appeal and paid the appeal fee within the
time limts laid down by Article 108 EPC.

The respondents chal |l enged the status of the appell ant
as an appellant on the basis that because he was a
"straw man", that is acting on behalf of a third party,
he was not entitled to be an opponent, and therefore he
was not a party to the proceedings before the first
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i nstance and so did not fulfil the requirenents of
Article 107 EPC giving a right of appeal only to any
party to the proceedi ngs adversely affected by the
deci si on under appeal. The respondents have provi ded no
di rect evidence that the appellant is acting for a
third person in filing the opposition, but the
appel l ant hinself has not denied this. The point need
not be decided by this board, as for the reasons given
bel ow even on the assunption that the appellant is
acting for a third party the respondents' challenge to
adm ssibility fails.

In decision G 4/97 (supra), the EBA answered the

rel evant question put to it by this board to the effect
that an opposition is not inadm ssible purely because

t he person naned as opponent according to Rule 55(a)
EPC is acting on behalf of a third party, but that it
Is inadm ssible if the invol venent of the opponent is
to be regarded as circunventing the | aw by abuse of
process. As exanpl es of such circunstances, the EBA
referred to the opponent acting on behalf of the patent
proprietor or in the context of activities typically
associ ated with professional representatives wthout
possessing the relevant qualifications required by
Article 134 EPC. The respondents have not all eged that
the invol venent of the appellant here can be regarded
as any formof circunventing the | aw by abuse of
process. The appellant has at all tinmes when acting as
opponent and as appell ant been represented by a
qual i fi ed European representative, and the board has no
grounds to suspect that the appellant here is acting on
behal f of the patent proprietors or in any other way
circunventing the | aw by abuse of process. Thus there
IS no objection to the adm ssibility of his opposition,
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and t hus subsequently of the appeal, even if the
appel | ant shoul d be acting for a third person.

4. The naned opponent was a party to the first instance
proceedi ngs, and his request that the patent be revoked
was refused. Such formal refusal of a request has
consi stently been considered sufficient for there to be
an adverse effect for the purpose of Article 107 EPC
(cf decision J 12/85, QJ EPO 1986, 155). It is not
necessary to show any econom ¢ danage to the interest
of a party. The respondents' argunent that a "straw
man" by definition had no real interest in the outcone
of an opposition and so could not be adversely affected
t hus cannot be accepted. The respondents have w t hdrawn
their request that a question on this be referred to the
EBA, but in any case the board considers the law on this so
clear that no reference to the EBA on this question is
necessary. The requirenments of Article 107 EPC are thus net
by the appeal.

5. The deci si on under appeal was taken by an opposition
di vision, so an appeal |ies under Article 106 EPC. The
notice of appeal also net the requirenents of Rule 64 EPC.
So there are no deficiencies in the appeal which woul d
require it be rejected as inadm ssible pursuant to the
requi renents of Rule 65(1) EPC, and the board finds the
appeal adm ssi bl e.

Remttal to the first instance (Article 111(1) EPC)

6. The new evidence filed by the appellant in relation to
an all eged poster presentation was not available to the
opposition division. Both parties requested that the

2821.D Y A
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present case be remtted to the first instance under
Article 111(1) EPC in order to ensure its further
examnation in the |ight of said evidence by two

i nstances. The board also finds this appropriate in
view of the evidential weight of the new subm ssions,
and thus the request is granted.

The apportionnment of costs (Article 104(1) EPC

2821.D

Apportionment of costs is governed by Article 104(1)
EPC whi ch states: "Each party to the proceedi ngs shal
meet the costs he has incurred unless a decision of an
Qpposition Division or Board of Appeal, for reasons of
equity, orders, in accordance with the I nplenenting
Regul ations, a different apportionnent of costs
incurred during taking of evidence or in ora

proceedi ngs." This nmakes clear that the general rule is
that each party bears its own costs, but that in
speci al circunstances reasons of equity may lead to a
di fferent apportionment of costs incurred during the
taking of evidence or in oral proceedings. As stated in
Si nger, The European Patent Convention, Revised English
Edition 1995 by Ral ph Lunzer at point 104.06 "A
departure fromthe normal practice of each party
bearing its own costs, i.e. by ordering one to pay the
other's costs, can be nade only where it is considered
equitable to do so. This applies in cases where costs
arise in whole or in part as a result of the conduct of
one party which is not in keeping with the care
required in the exercise of its legal rights, or which
stens from cul pabl e actions of an irresponsi ble or even

mal i ci ous nature." This passage is based on the passage
page 421 of the original German edition (Singer,

Eur opai sches Pat ent Uber ei nkomen, Carl Heynmanns Verl ag
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KG 1989) which has al ready been approved in decision
T 461/88, (QJ EPO 1993, 295), and this board too agrees
that this is a correct statenent of the applicable | aw
(cf also "Case Law of the Boards of Appeal of the

Eur opean Patent O fice", 3rd edition 1998, point 13.3
on page 450).

Nei t her the appellant nor the respondents are at
present maki ng any request for costs incurred during
the taking of evidence. Both parties are seeking costs
inrelation to the oral proceedings before this board
on 28 Septenber 1999. The appellant is al so seeking
costs inrelation to the referral to the EBA. The
appel | ant was not represented at the oral proceedings
on 2 July 1996 at which this board decided to refer
several questions to the EBA, so no question of an
apportionnment of costs in respect of those oral
proceedi ngs can ari se.

The proceedi ngs before the EBA becane necessary because
this board chose to refer what it regarded as inportant
points of law to the EBA. That the appell ant was
represented before the EBA hel ped the clarification of
the law on this point, but cannot be attributed to any
abuse by the respondents. The board thus sees no reason
to depart fromthe general rule that each party pays
its own costs in relation to the oral proceedings
before the EBA. It is a matter for the discretion of

t he board concerned whether or not to refer a question
to the EBA, and not a matter of entitlenent of a party
maki ng a request to this effect. It would thus be a
very unusual view to take that costs of representation
at oral proceedings before the EBA directly
attributable only to the fact that the referring board
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consi dered a question inportant enough to refer to the
EBA, coul d neverthel ess al so be considered as caused by
an abuse by sone party. No such apportionnent of costs
incurred as a result of proceedi ngs before the EBA has
been made, as acknowl edged by the appellant, and this
board does not consider that an apportionnment in these
circunstances is required for reasons of equity.

Both parties were represented before this board at the
oral proceedi ngs on 28 Septenber 1999. These ora
proceedi ngs took place finally at the insistence of the
board who wi shed to bring the matter to a concl usion
swftly, having indicated its prelimnary opinion. The
parties were both represented. The board sees no
reasons of equity why either party should pay the other
any costs for this. Each has nerely exercised its |ega
right to be represented at the oral proceedings. If
parties wish to go to these |l engths, each in the
defence of its own interests, they nust each expect to
have to pay their own costs in accordance with the
general rule laid down in Article 104 EPC

As regards the all eged additional costs incurred by the
appellant in relation to the questioning of the

adm ssibility of the opposition later during the course
of the appeal and to the consequent referral of
guestions of law to the EBA, the board is not satisfied
that the | ateness of the questioning caused any
additional costs. If the point had been raised at the
opposition stage, quite as nuch tinme m ght have been
spent on it before this board and the EBA, |et al one
the tine that m ght have been necessary to discuss the
poi nt before the opposition division.
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12. For these reasons, the board decides that no reasons of
equity exist which would justify an apportionnent of
costs pursuant to Article 104 EPC

O der

For these reasons it is decided that:

1. The deci si on under appeal is set aside.

2. The matter is remtted to the first instance for

further prosecution.

3. The requests of both the appellant and the respondents

for apportionnment of the costs are refused.

The Regi strar: The Chai r wonan:

U. Bul t mann U M Kinkel dey
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