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Summary of Facts and Submissions

Eur opean patent No. O 110 409 concerni ng an adsor bent
for renoving a substance from body fluid and based on
application No. 83 112 042.3 was granted on the basis
of Clainms 1 to 15.

. The Respondent (Opponent) filed a notice of opposition
agai nst the European patent. Eight prior art docunents
were cited of which the followng remain relevant in
t he present appeal:

(1) US-A-4 103 685;
(2) US-A-4 096 136.

L1l During the opposition proceedi ngs the Appell ant
(Patentee) filed an anended Claim1 and requested the
mai nt enance of the patent in anmended formeither on the
basis of anmended Claiml1 and Clains 2 to 15 as granted
(rmain request) or on the basis of Clains 14 to 15 as
granted (auxiliary request).

The Opposition Division revoked the patent at the end
of the oral proceedings held on 4 Decenber 1991 on the
grounds that the subject-matter of anended Claim1l as
wel |l as the subject-matter of Cl aim 14 | acked novelty
within the nmeaning of Article 54(1)(2) EPC, having
regard to reference (2). The reasoned deci sion was
notified on 27 January 1992.

The Opposition Division took the view that the feature
"porous cellul ose gel having uniformstructure” in
amended Claim1l did not constitute a distinguishing
feature with respect to the adsorbent cellul ose gel of
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reference (2) because this feature was inplicitly

di sclosed in (2) as "every cellulose is a porous

cellul ose having a uniform structure”. Mreover, inits
view, reference (2) also anticipated Claim14 since it
di scl osed a net hod of preparing the adsorbent which
conprised reacting the cellulose matrix with

epi chl orohydrin and propylene oxide in a first reaction
and then with the |igand.

The Appel |l ant | odged an appeal against this decision
and paid the appeal fee. Wth the Statenent of G ounds
the Appellant filed new Cains 1 to 13, of which

Claim 13 was a "use" claimnot previously present
(reference to decision G 2/88, QJ EPO 1990, 93). The
Appel I ant argued in favour not only of novelty of the
claimed subject-matter with respect to reference (2),
but also in favour of its inventiveness with respect to
both references (1) and (2).

In reply thereto the Respondent filed its observations
and two further docunents, nanely:

(9) An Introduction to Affinity Chromatography,
C. R Lowe, Elsevier Bionedical, 1970, pages 361 to

365;
(10) Lexikon der Biochem e, Herder Verlag, 1990,
page 232.

The Respondent, who requested the dism ssal of the
appeal, objected to the formal adm ssibility under
Article 123(3) EPC of anended Clainms 1 to 13 on the
grounds that the scope of protection of the clainms had
been extended by adding the features "continuous",
"hard" and "having a uniformstructure”. Mreover, wth
respect to Caim13 the Respondent remarked that
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decision G 2/88 (loc.cit.) was applicable only to the
change of a product claimto a claimto the use of the
product. However, in the present case the scope of the
clainms was extended to include, in addition to the
product, also its use.

The Respondent submtted that, even if the Appellant
was to overcone the above objection, it would have had
to substantiate novelty and inventive step. In fact the
said features did not provide novel and inventive

subj ect-matter in conmparison with the matter discl osed
in references (1) and (2).

In reply thereto the Appellant filed by letter dated

17 Septenber 1993 (received on 18 Septenber 1993) a new
set of Clains 1 to 12 and requested the mai ntenance of

t he patent on the basis thereof.

Claim1l of the anended set read as foll ows:

"An adsorbent for removing | ow and/or very |ow density

| i poproteins frombody fluid in continuous
extracorporeal circulation treatnent conprising a
porous cellul ose hard gel on which a pol yani on conpound
is imobilized by coval ent |inkage; said porous

cellul ose hard gel having uniformy pores at any part

of the gel, having an exclusion limt of from10® to 10°
dal tons, and having a cellul ose content of from2 to
60%

| ndependent Cl aim 10 was as foll ows:
"A process of preparing an adsorbent for renoving | ow

and/or very |low density lipoproteins frombody fluid in
conti nuous extracorporeal circulation treatnment which
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conprises imuobilizing a pol yani on conpound on a porous
cellul ose hard gel having a uniformstructure, by
reacting the porous cellul ose hard gel having a uniform
structure with epichlorohydrin or a pol yoxirane
conpound to introduce epoxy groups into the gel and
reacting the resulting epoxy-activated gel with the

pol yani on conpound. "

Caim12 was as foll ows:

"Use of an adsorbent as clainmed in any of clainms 1 to 9
for the continuous extracorporeal circulation treatnent
of body fluids to renmove | ow and/or very |ow density

| i poproteins.”

The Appel |l ant argued that one of the inportant
distinctive features of the clained subject-matter was
t he use of the pol yani on conmpound in conbination with
the particul ar porous cellulose hard gel. Inits

subm ssion, this conbination | ead to unexpected

advant ages and was not rendered obvious by the prior
art docunents cited by the Respondent.

VII. As both parties had requested oral proceedings in case
of unfavourabl e deci sion, the Board issued a
conmuni cation pursuant to Article 11(2) of the Rules of
procedure of the Boards of Appeal wherein prelimnary
observations on the case were al so nmade.

In reply thereto both the Appellant and the Respondent
wi thdrew their request for oral proceedings and
requested that the case be remtted to the Opposition
Division for further prosecution.
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In reply to the Board's observation that Caim 12
appeared to be concerned with a nethod for therapeutic
treat ment excluded under the provisions of

Article 52(4) EPC, the Appellant deleted the said
Claim12.

Reasons for the Decision

1. The appeal is adm ssible.

2. Formal admissibility of the amended Claims 1 to 11
(Article 123(2) and (3) EPC)

As a result of the anendnents the subject matter of the
present clains is more narrowly defined than it was in
the clains as granted. Consequently, the extent of
protection conferred by the clainms is reduced in
conparison with that conferred by the clains as
granted. Thus, the requirenents of Article 123(3) EPC
are net.

Al so the requirenents of Article 123(2) EPC are fully
net because the said anmendnments find support in the
original application docunents. In fact, the
application as filed explicitly refers to the renoval
of low and/or very |low density |ipoproteins (see

page 2, lines 27 to 37) in a "continuous”
extracorporeal circulation system (see page 12, |ast
par agr aph) by use of a porous "hard" cell ul ose gel
(passage bridging pages 3-4) having uniformly pores at
any part of the gel (page 5, lines 10 to 15), an
exclusion limt of from10® to 10° daltons (page 5,
lines 4 to 9), and a cellulose content of from"2 to
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60% (page 7, lines 15 to 17) to which a "polyanion" is
covalently bound (page 9, lines 1 to 23).

Novelty (Article 54 EPC)

Neit her reference (1) nor reference (2) disclose
explicitly or inplicitly the activation of porous
"hard" cellul ose gel with epichlorohydrin or a

pol yoxi rane and the binding thereto of a pol yanion.

In (2) the reaction of cellulose with epichlorohydrin
is carried out for the purpose of cross-Ilinking the
matri x. Under the reaction conditions, the resulting
product does not contain oxirane groups. Consequently,
no covalent link with a polyanion is produced.

In (1) the activation of the cellul ose gel (a soft gel)
is carried out by reaction with a cyanogen hali de.

Nor do the cited references describe explicitly a
cellul ose gel having the specific features recited in
Claim1 covalently linked to a pol yanion.

Whet her or not features |ike "having uniformy pores at
any part of the gel"”, and/or "having an exclusion limt
of from10® to 10° daltons", and/or "having a cellul ose
content of from2 to 60% could implicitly be found
also in the cellulose matri xes of references (1) and
(2), is immterial in the present case because there is
al wvays at least one difference between the adsorbent of
present Claiml and that of either (1) or (2), nanely
the gels described in (1) are "soft" gels, not "hard"
gels and the matrix of (2) does not have a pol yani on

i nked thereto.
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Thus, the subject-matter of Caim1l and, consequently,
of Claims 2 to 11, is novel.

4. The question of the inventiveness of the clained
subj ect matter has not yet been exam ned by the
OQpposition Division. During the appeal proceedings,
both the Appellant and the Respondent have sent their
observations in this respect. In order to ensure that
the parties have the opportunity of having the question
deci ded by the Opposition Division, so that the
possibility of a further appeal remains open, the Board
considers it appropriate to make use of the power
granted to it under Article 111(1) EPC to remt the
case to the Opposition Division for further
prosecuti on.

Order

For these reasons, i1t i1s decided that:

1. The deci sion under appeal is set aside.
2. The case is remtted to the Cpposition Division for
further prosecution on the basis of Clains 1 to 11

filed by letter dated 17 Septenber 1993 (received on
18 Sept enber 1993).

The Regi strar: The Chai r man:
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P. Mart or ana P. A. M Lancgon
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