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Summary of Facts and Submissions

3895.D

The grant of European patent No. 0 202 698 in respect
of European patent application No. 86 200 688.9 was
announced on 25 COctober 1989 (cf. Bulletin 89/43). The
pat ent was based on 5 clains for the contracting states
BE, CH, DE, FR, GB, IT, LI, LU NL and SE, independent
Claim1 reading as foll ows:

"A compound of the general structural formula

o
A —

rR-0-c-0-{ 0 M-S0, M*

where R is an al kyl group and M represents a cation,
characterized in that the al kyl group contains 6 to 10
carbon atons, with the proviso that the G-al kyl group
is n-hexyl."

| ndependent Clains 3 and 5 concerned a detergent
additive and a detergent conposition conprising a
conpound according to Claim1 as a bl eaching activator.

In addition the patent was based on 5 clains for the
contracting state AT, Claim1l reading as foll ows:

"A process for the preparation of a conpound of the
general structural formula

o
—

7 A\ +
{o )-so,m

R-0-C-0-
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where R is an al kyl group and M represents a cation,
characterized in that the al kyl group contains 6 to 10
carbon atons, with the proviso that the G-al kyl group
is n-hexyl."

The conposition Clains 3 to 5 for this contracting
state corresponded to those for the other designated
contracting states indicated above.

A Notice of Opposition was filed on 25 July 1990 by
Unilever N.V. and Unilever PLC, requesting the
revocation of the patent on the grounds of |ack of
novelty and inventive step. The opposition was
supported by the foll ow ng docunents:

(1) EP-A-0 166 571
(2) US-A-3 256 198
(3) US-A-4 412 934 (EP-A-0 098 021) and
(4) US-A-3 272 750.

By a deci sion pronounced on 3 Decenber 1991 with
witten reasons notified on 11 Decenber 1991, the
opposition was rejected.

The Opposition Division held that the subject-matter of
t he di sputed patent was novel. It also held that the
subj ect-matter of the clainms involved an inventive
step, because, surprisingly, the clainmed conpounds
showed an inproved bl eaching activity conpared with

t hose of the closest prior art, nanmely docunent (4). In
addition, it was apparent fromthis docunment that

sodi um p- sul phophenyl n-butyl carbonate had an inferior
activity conpared with the correspondi ng ethyl and n-
propyl conpounds, so that a skilled person would not
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have been directed to try the higher (G-Cy) alkyl
conmpounds, but would, on the contrary, have been |ed
away from such a course of action

An appeal was | odged agai nst this decision on

10 February 1992 by the Opponents, and the appeal fee
was paid on the sanme day. A Statenent of G ounds of
Appeal was submitted on 7 April 1992.

The Appellants maintained their novelty objection based
on document (1). In this connection, they referred to
decision T 666/89 indicating that in exam ning novelty
t he di sclosure of a docunent had to be considered in
its entirety. Mreover, they raised, for the first tine
in the appeal proceedings, a novelty objection based on
docunent (2).

They al so argued that, if the subject-matter of the
clainms were novel, it would not involve an inventive
step in the light of the conbined teaching of docunents
(4) and (3). In particular, they argued that the test
results disclosed in docunent (4) did not support the
proposition the skilled person woul d have been | ead
away from preparing p-sul phophenyl carbonates with

hi gher, i.e. G-C, alkyl groups. Mreover, docunent (3)
clearly described the benefits, in terns of efficient

bl eachi ng, of G;-C, al kyl peroxy acid precursors over
shorter al kyl chain conmpounds. Whilst this docunment was
concerned with esters and not carbonates, as clained in
the patent in suit, these classes of conmpounds were
simlar enough for the skilled person to consider

t eachi ngs concerning esters to be applicable to
carbonates. They al so contended that the clai ned sub-
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ject-matter |acked inventive step over the disclosure
of document (2) as well.

The Respondent denied that the subject-matter of the
clainms | acked novelty arguing that the clained
conpounds represented, with respect to both docunents,
a small but "purposive" selection froma very broad

cl ass of compounds.

He also fully agreed with the reasoning of the
OQpposition Division regarding inventive step. In this
connection, he submtted that esters showed different
properties than carbonates did, so that a skilled
person woul d not have considered the teaching of
docunent (3) as being rel evant.

In a comuni cation of 13 Septenber 1994 the Board
informed the parties that, in their prelimnary view,
the group of conpounds as clained in daim1l of the
di sputed patent appeared to lack novelty in the |ight
of the disclosure of docunent (1).

Oral proceedi ngs, at which the Appellants, as announced
by a facsimle of 6 May 1994, were not represented,
t ook place before the Board on 18 QOct ober 1994.

At this hearing the Board al so objected to Claim1 for
the contracting state AT as it then stood because it
did not indicate the nmeasures for the preparation of

t he conpounds in question contrary to Rule 29 (1) and
(3) EPC.

In response to this objection the Respondent filed as a
mai n request in the course of the oral proceedi ngs new
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clainms consisting of a set of Cains 1 to 5 for the
contracting states other than AT and a set of Clains 1
to 5 for the contracting state AT.

The clains of this main request only differed from
those of the patent in suit in that in daim1l for

AT the process for the preparation of the conpounds was
specified by inserting after "n-hexyl":

", by reacting the corresponding
al kyl chl orof ormate wi th 4-hydroxybenzene sul phonic
aci d"

In addition he filed two auxiliary requests.

The first auxiliary request (Auxiliary Request |) only
differed fromthe main request in that in CGaim1l for
the states other than AT and also in CQaim1l for AT the
range of carbon atons in the alkyl group of "6 to 10"
was restricted to "6 to 8".

The second auxiliary request (Auxiliary Request A)
differed fromthe main request essentially in that in
Claim1l1l for the states other than AT and in Caim1 for
AT the statement " Ris ..... n- hexyl " was repl aced by

"R is n-hexyl, n-octyl, 2-ethyl hexyl,
3,5,5-trinmethyl hexyl or n-decyl group and M
represents a cation”

and both dependent Clains 2 for AT and for the other
desi gnated contracting states were del et ed.
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The Respondent defended novelty and inventive step for
the clained subject-matter essentially inline with his
witten subm ssions. Mreover, in reliance on decision
T 666/ 89 he sought to convince the Board that the

| egal |y correct approach for deciding selection novelty
is identical or closely simlar to that used for

determ ning inventive step. In particular, he put
forward the proposition that in cases of overl apping
ranges of conmpounds, a claimto a narrower range as
conpared with a broader prior range was al ways
selectively novel if it could be denonstrated that the
narrow range was inventive over the broader range. In
this connection, he filed, in the course of the oral
proceedi ngs, a declaration by a M. Plounen conpri sing
a test report showi ng that the sel ected conpounds as

cl ai med showed an unexpectedly higher bl eaching
activity conpared to closely simlar conpounds.

The Appel lants (Opponents) requested, in line with
their witten subm ssions, that the decision under
appeal be set aside and that the patent be revoked.

The Respondent (Patentee) requested (main request) that
t he appeal be dism ssed and the patent be naintained
with the clainms submtted in the course of ora

proceedi ngs, or with the clains as set out in the
auxiliary requests "I" and "A" respectively, also both
submtted in the course of oral proceedings.

At the conclusion of the oral proceedings the Board' s
decision to allow the appeal was pronounced on the
basis of the Respondent's auxiliary request "A".
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Reasons for the Decision

2.1.2

3895.D

The appeal conplies with Articles 106 to 108 and
Rule 64 EPC and is, therefore, adm ssible.

Main request

Regarding Claim1 for the contracting states other than
AT of this request, which corresponds to Claim1l of the
di sputed patent as granted for the sane states, novelty
obj ections were raised on the basis of the disclosures
of documents (1) and (2).

Docunent (1), which concerns state of the art in the
sense of Article 54 (3) and (4) EPC for the contracting
states designated in the disputed patent save LU
descri bes a sub-group of conpounds of the fornula

RO CO- OG;H,SO;Na
where R represents a C-C,, hydrocarbyl and especially
preferred a G-Cj; al kyl, and the NaSO, group on the
benzene ring is preferably in the p-position (cf.
page 16, |ine 25, page 4, 2d paragraph, and page 18,
lines 1 to 3 and the formula under a) in conbination
with page 6, lines 26 to 29 and C aim 15). Thus, the
qguestion to be answered in exam ning novelty is whether
the selection of the alkyl group as defined in present
Claim1l of the disputed patent, nanely G-C, with the
provi so that the Gs-al kyl group is n-hexyl, has been
made available to the public in the sense of Article 54
EPC, having regard to the disclosure of docunment (1).

It is established jurisprudence of the Boards of Appeal
that a sub-range selected froma broad class of
conpounds or a broad range of nunbers nay be novel in



2.1.3

3895.D

- 8 - T 0133/ 92

respect of the latter (cf. "Case Law of the Boards of
Appeal of the EPO 1987-1992", part C, sections 3.1 and
3.2). In exam ning novelty in such cases, the Boards of
Appeal devel oped sonme principles, in particular that it
was not sufficient nerely for the wording of the
definition of the subject-matter as clained to be
different, but that what had to be established was

whet her the state of the art was such as to nmake the
subj ect-matter of the invention available to the
skilled person in a technical teaching. Moreover, the
Boards found that the proper approach was to consider
availability in the light of a particular docunent and
t hat conceptual tools such as difficulties in carrying
out prior art teaching in the range of overlap between
two ranges or of seriously contenplating applying a
techni cal teaching of a prior art docunment in the range
of overlap were nerely hel pful tools but not

determ nant factors in deciding selection novelty. In
addition, it has been consistently enphasised by the
Boards of Appeal that a sub-range singled out of a

| arger range is new not by virtue of a newy discovered
effect occurring within it, but nust be new per se, and
that an effect of this kind only permts the
interference that the selected sub-range is not an
arbitrarily chosen specinmen fromthe prior art.

In the present case, the group of conmpounds as defined
in Jdaiml, i.e. containing a G-C, al kyl group with the
proviso that G is n-hexyl, forns a relatively |arge
part of the preferred group of conmpounds having 6 to 15
carbon atons in the al kyl noiety disclosed in docunent
(1) and, therefore, represents a nmere partial copy of

t he known group of conpounds w t hout addi ng a novel

el enent. Moreover, in the Board's judgnent, a person
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skilled in the art would, in the Iight of all the
technical facts at his disposal, seriously contenplate
appl ying the technical teaching of this prior art
docunent in the range of overlap. Thus, having regard
to these considerations, the Board concludes that the
"sel ected” group of conmpounds as defined in Caim1l of
the main request | acks novelty pursuant to

Article 54(3) and (4) EPC for all the designated
contracting states except LU

In reliance on decision T 666/89 the Respondent sought
to convince the Board that the legally correct approach
for deciding selection novelty was identical or closely
simlar to that enployed in determ ning obviousness. In
particular, he put forward the proposition that in
cases of overlapping ranges of conmpounds, a claimto a
narrower range as conpared with a broader prior art
range was al ways sel ectively novel if it could be
denonstrated that the narrow range was inventive over

t he broader range. However, in the above cited case,

t he Board repeatedly enphasised that selection novelty
was no different fromany other type of novelty under
Articles 52 and 54 EPC, so that the proper approach was
to consider availability in the light of a particular
docunent and that conceptual tools such as difficulties
of carrying out prior art teaching in the range of

overl ap between two ranges or of seriously

contenpl ating applying a technical teaching within the
range of overlap were nerely hel pful tools, and not
determ nant factors, in deciding selection novelty.
Whereas it is undoubtedly true that there can be no
selection novelty in a range of overlap where the
choice of noving into that overlapping range fromthe
prior art one is obvious, it doesn't either as a matter
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of law or as a matter of logic follow that the converse
is true, nanely that if a choice of a narrower range is
inventive, then there nmust of necessity be selective
novelty in it. For the above reasons, the Respondent's
argunment in this respect cannot be accept ed.

Since the Board can only decide on a request in its
entirety, the Respondent's request conprising the
mai nt enance of the patent for all the contracting
states nmust fail for these reasons.

Auxiliary Request 1

The Board has no formal objections with respect to the
clainms of this auxiliary request. Since this request is
refused by the Board for the reasons indicated bel ow,
there is no need to give detailed reasons for this
findi ng.

The subject-matter of Caim1 for all the designated
contracting states except AT according to this request
differs fromthat of the main request in that the
definition of Ris restricted to a G-G alkyl with the
proviso that C; is n-hexyl. Thus, the question to be
answered i s whether the now clai ned narrower defined
group of overlappi ng conpounds as conpared with the
broader group of conpounds disclosed in docunent (1),
in which Ris preferably a G-C;s alkyl, is selectively
novel .

Docunent (1) describes, as indicated above, that the
preferred p-sul phophenyl al kyl carbonates are conpounds
having a G-Cy; al kyl group, so that the group of
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p- sul phophenyl Gs-al kyl carbonates is concretely
di sclosed in this docunent.

The group of overl appi ng conmpounds as defined in
Claim1l1l of the present auxiliary request, conprising
correspondi ng conpounds having a G- G al kyl group
excluding the branched G, al kyl derivatives, therefore,
i medi atel y appends to the known group of preferred
conpounds having G noieties.

Moreover, it is the Board' s position that a person
skilled in the art, having regard to his conmon gener al
know edge, woul d consi der those conpounds contai ni ng
the | ower al kyl groups of the range of G;-Cj; al kyl

noi eti es disclosed in docunent (1) as being the nost
preferred conmpounds because of their easier
accessibility and their better solubility in water.

In the Board' s judgnent, in a case where a clained
group of conmpounds essentially results fromomtting
those parts of a |arger group of conpounds which a
skill ed person would have inmredi ately consi dered as
being less interesting than the rest cannot be

sel ectively novel.

In addition, in the Board's opinion, a skilled person
woul d, having regard to these considerations, seriously
contenpl ate applying the technical teaching of this
prior art docunent in the range of overl ap.

Thus, the Board concludes that the subject-matter of
Claim1 of this auxiliary request also |acks novelty in
the light of the disclosure of docunent (1) pursuant to
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Article 54 (3) and (4) EPC for all the designated
contracting states with the exception of LU

3.2.3 It follows that the Respondent's auxiliary request I,
like his main request, also has to be rejected.

4. Auxiliary Request A

4.1 The subject-matters of Clainms 1 to 4 of this request
for the contracting states other than AT are based on
Clains 1, 3, 4 and 5 in conbination with page 2,
lines 42 and 43, of the patent in suit, and are al so
supported by Clainms 1 to 5 in conbination with page 2,
| ast paragraph of the originally filed patent
appl i cation.

Claim1 for the contracting state AT is based on the
correspondi ng claimof the disputed patent in
conbination with page 2, lines 42 to 48 and page 3,
lines 31 to 35, of the patent in suit, and al so
supported by Clainms 1 to 5 and page 2, |ast paragraph
as well as page 5, paragraphs 1 and 2, of the patent
application as filed.

Thus, all clains of this auxiliary request filed during
oral proceedings conply with the requirenments of
Article 123 EPC.

4.2 Again the first issue to be dealt with is whether the

subject-matters of these clains are novel in the |ight
of documents (1) and (2).

3895.D Y A
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The subject-matter of Caim1 of this request for the
contracting states other than AT is further restricted
with respect to the corresponding claimof the
auxiliary request | to specific conpounds where R of

t he general structural forrmula is a n-hexyl, n-octyl,
2-et hyl hexyl, 3,5,5-trinethyl hexyl or n-decyl group.

According to the established case | aw of the Boards of
Appeal a distinction nust be drawn between the novelty
of a group of conpounds defined by a general fornmula,
and the novelty of particular individual conpounds,
because of the concept of individualisation which only
applies to the structural definition of a single
conmpound (cf., for instance, "Case Law of the Boards of
Appeal of the EPO 1987-1992", page 33, paragraph 3 to
the | ast but one paragraph). The Boards considered in
particular that if the clainmed subject-matter concerned
a particular conpound, whereas the prior art disclosed
a famly of conpounds defined by a general structural
formul a covering this particular conmpound but not
describing it explicitly, the clained subject-matter
had to be consi dered novel .

In the present case, after exam nation of the

di scl osure of docunment (1), the Board has reached the
conclusion that this docunent does not describe any one
of the particular conmpounds as cl ai ned. Therefore,
having regard to the considerations in the preceding
par agr aph, the subject-matter of the present daiml
and al so that of the other clains, including those for
the contracting state AT, is novel wth respect to
docunent (1).
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Furthernore, after exam nation of the disclosure of
docunent (2), the Board al so concludes that docunent
(2) does not disclose any of the now clainmed particul ar
conpounds either. Thus, for the sane reasons as

i ndi cat ed above regardi ng docunent (1), the subject-
matters of all the clains of this request are also
novel with respect to document (2).

The remaining issue to be dealt with is whether the
subj ect-matter of the clains involves an inventive
st ep.

The Board consi ders docunent (4) as the closest state
of the art. It relates to esters of carbonic acid
having the general formula RO CO OR,, wherein each of R
and R, is an organic radical, R, exerting an el ectron
attracting effect (cf. Caim1l). The conpounds possess
bl eachi ng activating properties and apparently
preferred conpounds are p-carboxyphenyl al kyl

car bonat es and p-sul phophenyl al kyl carbonates (cf.
colum 1, lines 31 to 34, and colum 2, lines 6 to 33).
The only specified p-sul phophenyl al kyl carbonates are,
however, conpounds wherein the al kyl group is nethyl,
ethyl, n-propyl and n-butyl.

The Respondent argued that these prior art bl eaching
activators provided in conbination with conventiona

bl eachi ng agents, such as percarbonates and perborates,
unsati sfactory bl eaching action at | ower washing

t enper at ures.

The Board sees the technical problemunderlying the
di sputed patent, in the light of the closest state of
the art as represented by document (4), in providing
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conpounds whi ch, as conpared with the known

p- sul phophenyl al kyl carbonates, are nore effective

bl eaching activators (cf. also page 2, lines 22 to 24,
of the specification of the disputed patent).

According to the patent in suit, this technical problem
is solved by the provision of the particular

p- sul phophenyl al kyl carbonates specified in present
Claim1.

The experinental results of the exanples in the

di sputed patent (cf. the Table on page 5) denonstrate
that the particular clainmed p-sul phophenyl al kyl
carbonates, wherein alkyl is n-hexyl, n-octyl and
2-ethyl hexyl, giving an increase in reflectance of 7.0
to 11.4, show an inproved bl eaching effect at | ow
washi ng tenperatures conpared with the correspondi ng

et hyl and butyl conpounds nentioned in docunent (4),
whi ch produce an increase of reflectance of 0.6 to 5.8.
Thus, having regard to these unchall enged test-results
and the fact that the Appellant did not dispute the
asserted inproved bl eaching activity with respect to

t he non-tested conpounds as clained in Claim1l of the
di sputed patent as granted, the Board finds it credible
that the technical problem as defined above has been
sol ved. Moreover, the test-report in the declaration of
M. Plounmen submtted during oral proceedings (cf. in
particular the Table in section 7) confirnms this

findi ng.

The issue of inventive step hinges on the question of
whet her there was any incentive in the cited docunents
for the skilled person to inprove the bl eaching
activity of conventional bleaching systens conprising
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bl eachi ng agents and bl eaching activators by using the
particul ar cl ai med carbonates as bl eaching activators.

Docunent (4) relates - as indicated above - to a broad
group of bl eaching activating conpounds, in particular
p- car boxyphenyl al kyl carbonates and p-sul phophenyl

al kyl carbonates. The only specified p-sul phophenyl

al kyl carbonates are the conpounds wherein the al kyl
means nethyl, ethyl, n-propyl and n-butyl. The results
of experinmental tests denonstrate, that, within this
group, the n-butyl derivative showed the | owest

i ncrease of reflectance conpared with the correspondi ng
et hyl and n-propyl conmpound (cf. the table in colum
4). Therefore, in the Board's judgnent, this docunent
does not hold out any prospect that the higher

honol ogues of these conpounds woul d provide an inproved
activity with respect to the known bl eaching activating
carbonates and rather | eads away fromthe present

i nvention.

Docunent (2) also relates to bleaching activating
carbonates. It discloses in particular carbonates
having the formula RO CO OR where Ris selected from
like or dissimlar organic radicals, at |east one of
such radicals being characterised in that its
correspondi ng al cohol (RCH) has a Pk, bel ow about 11.7
(cf. colum 2, lines 1 to 36). It also discloses a sub-
group of compounds where one Ris a branched chain

al i phatic groups having from3 to about 10 carbon atons
or an aromatic radical and the other Ris an aliphatic
or aromatic radical (cf. colum 4, lines 27 to 38). An
exanpl e of such branched aliphatic groups is anbng many
ot hers 2-ethyl hexyl (colum 3, lines 3 to 7) and in
relation to the upper Iimt of about 10 carbon atons it
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is indicated that higher al kyl containing carbonates
often have an insufficient solubility in water (cf.
colum 3, lines 11 to 16). Wth respect to the aromatic
groups which may be applied it discloses that such
groups can be substituted with, for exanple, halo-,
nitro-, sulpho- and al kyl -substituted groups or

radi cal s wi thout any indication of the position of such
groups or radicals on the aromatic noieties (cf.

colum 3, lines 17 to 25). It also describes that in
certain instances one of the groups R may al so
represent a straight chain unsubstituted aliphatic

radi cal including nethyl, ethyl, n-propyl, ..... n-
hexyl, n-heptyl, n-octyl, etc. (cf. colum 3, lines 26
to 34). This docunent, therefore, discloses an
extrenely | arge group of conpounds w thout specifying
entities which conme structurally close to those as
clainmed in the patent in suit. Mreover, in the Board's
view, having regard to the provided technica

i nformati on that conpounds wherein both groups R are
aromatic radicals or aliphatic radicals are preferred
and the fact that in the exanples only such carbonates
are used where both R s of the general formula have the
sanme neaning (cf. colum 4, lines 44 to 50; Clains 2 to
7; and the Tables 1 and 5), the skilled person would
have been rather |ead away fromthe application of the
present conpounds as clained. In any case, in the
Board's judgnent, this docunent does not give any
pointer to the skilled person to the solution of the
exi sting problem

Docunent (3) concerns bl eaching activators having the
general formula R-CO L, wherein Ris an al kyl group
contai ning fromabout 5 to about 18 carbon atons
wherein the |ongest linear alkyl chain extending from
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and including the carbonyl carbon contains from about 6
to about 10 carbon atons and L is a | eaving group, the
"conjugate" acid of which has a specific Pk, value (cf.
colum 5, lines 41 to 53). In particular it discloses
that the nost preferred bl eaching activators have the
general structural formula R CO O GH,- SO/M, wherein R
is a linear alkyl chain containing preferably from
about 6 to about 8 carbon atons and the sul pho group is
in the p-position on the benzene ring and Mis sodi um
or potassium (cf. colum 7, lines 45 to 55).

Al t hough these conpounds disclosed in docunent (3)
concern esters instead of carbonates, the Appellants
argued that, because of the close simlarity between

t he carbonates described in docunent (4) and these
particul ar esters, a person skilled in the art would
have expected that the carbonates having a |inear alkyl
group containing 6 to 8 carbon atons - |ike the esters
of document (3) - would show optinmum bl eachi ng
activities. However, the alleged close simlarity of

t hese cl asses of conpounds was di sputed by the
Respondent and was not substantiated by the Appellants
who have - according to the established jurisprudence
of the Boards of Appeal - the burden of proof.
Therefore, the Board cannot accept the Appellants
submi ssion in this respect. Mreover, in the Board's
judgnment, in view of the experinental results in the
exanpl es of docunent (4) denonstrating that the

p- sul phophenyl n-butyl carbonate has a | ower bl eaching
activity than the correspondi ng ethyl and n-propyl
conpounds, even the conbi ned teaching of docunents (3)
and (4) does not give any pointer to the skilled person
that the present technical problemcould be solved by
t he specific carbonates as cl ai ned.
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Finally, docunent (1) concerns as indicated above state
of the art in the sense of Article 54(3) and (4) EPC
and is, therefore, not relevant to the exam nation of

i nventive step.

In conclusion, the Board finds that the specified
carbonates according to Caim1l involve an inventive
step, because it would not have been obvious to the
skilled person to solve the above defined technical
probl em by the use of these particul ar conpounds as
bl eachi ng activators.

Claim1 for the contracting state AT, which concerns

t he preparation of the present carbonates, as well as
Claims 2 to 4 for the contracting states other than

AT and (the sanme clainms) for AT, which relate to
detergent additives and detergent conpositions

contai ning the present particul ar carbonates, represent
ot her enbodi nents of the sane inventive concept in
different patent categories and are al so all owabl e.

Finally, the Board finds that considering and deci ding
i n substance on the naintenance of the patent on the
basis of the present clains as anended during oral
proceedi ngs in the absence of the Appellants does not
conflict with the decision of the Enlarged Board of
Appeal G 4/92 (QJ EPC 1994, 149). According to this
decision, a party who fails to appear at oral
proceedi ngs nmust have the opportunity, in accordance
with Article 113(1) EPC, to comment on new (and
therefore surprising) facts and evidence submitted in
t hese proceedings. In the present case, the
Respondent's restrictions to the clains renoved

obj ections already raised by the Appellants with
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respect to novelty, as well as sone forma

deficiencies. In such a situation, the Appellants
(Opponents) could not have been taken by surprise,
because they had reasonably to expect that the
Respondent (Patentee) would try to overcone all

obj ections. The subm ssion of auxiliary requests is,
clearly, not a "fact” within the nmeaning of the above
decision. Were it otherw se, no decision could ever be
i ssued at the end of a hearing where, as is usually the
case, auxiliary requests are filed and, as is also
frequently the case, the OQpponent does not attend the
heari ng, thereby rendering such hearings pointless and
a waste of tine, as well as offending the general
principle of legal certainty, i.e. the general interest
of the public in the term nation of |egal disputes
("expedit reipublicae ut sit finis litiunt).

For these reasons it is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the Opposition Division with
the order to maintain the patent with the clains as
subm tted during the oral proceedings as auxiliary
request A, after correspondi ng anendnents of the
descri ption.

The Regi strar: The Chai r man:

3895.D
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3895.D



