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Summary of Facts and Submissions
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The appeal contests the Exami ning D vision s decision
to refuse the European patent application No.

86 305 485.4 filed on 16 July 1986 (publication number
0 209 380).

The reason given for the refusal was that the subject-
matter of the independent clains filed on 1 July 1991
| acked an inventive step.

More particularly, the Exam ning Division held that,
given the problemthat the apparatus known fromthe
cited prior publication

D1: EP-A-0 103 287

has to produce an echo effect, a person skilled in the
art would know that by definition such an effect is
produced by adding a first (the AFM signal to a second
(the PCM signal delayed in tine. The Applicant's
argunent that no suggestion was derivable from any of
the other docunments cited in the Search Report (A3) to
generate an echo effect, was dealt with but discarded.
These other citations are:

D2: Patent Abstracts of Japan, vol. 4 no. 52 (E7)[534]
(18 April 1980), page 127 (abstract of JP-A-55-
23687) ,

D3: EP-A-0 036 337,

D4: WO A-81/02957,
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D5: US-A-4 237 343.

Fol l owi ng a request for re-establishnment of rights in
respect of the filing of the Statenent of G ounds of
Appeal , the Board by an Interlocutory Decision of

3 August 1992 (issued under the sane file nunber) has
al ready decided that the appeal is adm ssible.

In the Statenment of G ounds, the Appellant contested
the Exam ning Division's reasoning, referring to this
end to the Board's case law [T 99/85 (QJ EPO 1987
413), T 229/85 (Q) EPO 1987, 237)].

The Appellant admtted that a solution to the problem
of providing an echo effect was effectively known but
the clained invention addressed a different, novel,
probl em and, noreover, the solution was different from
t he known solution to the problem of providing an echo
effect.

The Appel |l ant requested that the decision under appeal
be cancelled and, by inplication, a patent be granted
on the basis of the 18 clains filed on 1 July 1991
(mai n request).

As auxiliary requests, the Appellant offered to repl ace
t he i ndependent clains by clains filed on 1 February
1992 within the body of the Statenent of G ounds.

In a Comuni cation pursuant to Article 110(2) EPC, the
Board expressed its provisional viewthat, taking D1 as
the starting point, the subject-matter of the

i ndependent cl ai ns woul d appear to be rendered obvi ous



VII.

VI,

2768. D

- 3 - T 0111/92

by any one of the other citations, in particular D3, D4
and, especially, Ds5.

A simlar conclusion was drawn for the auxiliary
request cl ai ns.

In response, the Appellant filed, on 23 February 1994,
new i ndependent clainms for its main request.

The i ndependent clains are worded as foll ows:

Main Request:

Claim 1 has the follow ng preanble:

"Apparatus for reproduci ng audio signals recorded on a
recording nmedium (3) by a rotary head assenbly (2a,
2b), said audio signals conprising a first audi o signa
(AFM) of a first type and a second audi o signal (PCM
of a second type recorded on first (A B) and second
(a, b) tracks, respectively, of the recordi ng nmedi um
said first (AFM and second (PCM audi o signals being
recorded fromthe sane source, said apparatus
conpri si ng:

pl ayback neans (22 to 30) for reproducing said first
(AFM) and said second (PCM audio signals fromsaid
first (A, B) and second (a, b) tracks such that one is
reproduced with a delay with respect to the other,"”

Claim4 has the foll ow ng preanbl e:

"Apparatus for recording and reproducing signals on a
recordi ng nmedium (3), the apparatus conpri sing:
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a rotary head assenbly (2a, 2b) capable of recording
and reproducing signals on first (A B) and on second
(a, b) tracks of the recording nedium(3);

recording nmeans (10 to 19) for recording a first audio
signal (AFM of a first type and a second audi o signal
(PCM of a second type on said first (A, B) and second
(a, b) tracks, respectively, said first and second
audi o signals being recorded fromthe sanme source; and
pl ayback neans (22 to 30) for reproducing said first
(AFM) and second (PCM audio signals fromsaid first
(A, B) and second (a, b) tracks such that one is
reproduced with a delay with respect to the other,”

The characterising portions of Claiml and Claim4 both
read as foll ows:

"characterised in that said playback nmeans (22 to 30)
conprises neans (30) for mxing said first (AFM and
second (PCM reproduced audio signals to produce a

m xed audi o signal having an echo effect.”

Auxiliary Request:

Claim Al has the follow ng preanbl e:

"Apparatus for reproduci ng audio signals recorded on a
recording nmedium (3) by a rotary head assenbly (2a,

2b), said audio signals conprising a frequency-
nodul at ed audi o signal (AFM recorded on main tracks
(A, B) and a pul se-code- nodul ated audi o signal (PCM
recorded on adjacent auxiliary tracks (a, b) of the
recordi ng medium said frequency-nodul ated (AFM and
pul se- code- nodul ated (PCM audi o signals being recorded
fromthe same source, said apparatus conprising:
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pl ayback neans (22 to 30) for reproducing said
frequency- nodul ated (AFM and sai d pul se-code- nodul at ed
(PCM audio signals fromsaid main (A B) and auxiliary
(a, b) tracks,"”

ClaimA4 has the follow ng preanbl e:

"Apparatus for recording and reproducing signals on a
recordi ng nmedium (3), the apparatus conprising:

a rotary head assenbly (2a, 2b) capable of recording
and reproduci ng signals on video tracks (A, B) and on
adj acent auxiliary tracks (a, b) of the recording
medi um ( 3);

recording neans (10 to 19) for recording a video signal
and a frequency-nodul ated audi o signal (AFM on the
video tracks (A, B) and a pul se-code-nodul at ed audi o
signal (PCM on the auxiliary tracks, said frequency-
nodul at ed and pul se- code- nodul at ed audi o si gnal s bei ng
recorded fromthe sane source; and

pl ayback neans (22 to 30) for reproducing the
frequency- nodul ated (AFM and pul se- code- nodul at ed
(PCM audio signals fromsaid video (A, B) and
auxiliary (a, b) tracks,"

The characterising portions of Clainms Al and A4 both
read as foll ows:

"characterised in that said playback neans (22 to 30)
conpri ses nmeans for processing and m xi ng said
frequency- nodul ated (AFM and pul se- code- nodul at ed
(PCM audio signals such that one is reproduced with a
delay with respect to the other to obtain an echo
effect.”
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In the oral proceedings, held on 27 July 1994, the
Appel I ant, wi thdrawi ng a previous second auxiliary
request, maintained its request for grant of a patent
on the basis of its main request or, alternatively, of
the clains of its auxiliary request.

The argunents subm tted by the Appellant in support of
t hese requests may be summari zed as fol |l ows:

Al t hough the skilled reader of D1 could deduce fromit,
in particular fromthe description of enbodi nents (as
shown e.g. in Figs. 12 and 16 and explained with
reference to Figs. 13 and 15), that in the known audi o-
reproduci ng apparatus there is a delay between the
processed PCM and FM audi o signals, he would not be
aware that this delay could serve any useful purpose.
In D1, these signals are never seen together, even

t hough they m ght be present for technol ogi cal reasons;
when it cones to nmaking use of them they are only
regarded as alternatives. In a video application, the
delay would be too small to be noticed as a | ack of
synchroni sation with the picture. In other cases it
woul d even be regarded as a di sadvantage rather than as
a possi bl e advantage. No incentive to make use of it
could therefore be derived from DL1.

According to the other prior art docunents cited, D2 to
D5, an echo effect is produced by m xing the audio
signal with a replica of the same signal del ayed by
del ay neans provided for this purpose.

The clainmed invention is based on the new recognition
that it is possible to do away with such del ay neans
and neverthel ess create an echo effect in an audio
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reproduci ng apparatus |ike that of D1 by making use of
the natural delay present in the processed PCM and FM
audi o signal s.

Reasons for the Decision

2768. D

The decision to be taken is whether the adm ssi bl e
appeal (cf. point Il11) is allowable (Article 110(1)
EPC) .

For this purpose, it is to be deci ded whether the
Appel lant's mai n request or, otherwise, his auxiliary
request is allowable.

The only issue to be dealt with for this decision is,
in the present case, whether the subject-matter of the
i ndependent clains of these requests involve an

i nventive step.

Main Request

Claim1lis, according to its wording (cf. point VIII),
under st ood as defining an audi o-reproduci ng appar at us
for signals recorded by a rotary head assenbly, in
whi ch neans are incorporated for producing an echo
ef fect by reproducing one of two signals, recorded on
two tracks, with a delay with respect to the other

Since the reference signs placed between parentheses do
not limt the claim(Rule 29(7) EPC), this claimdoes
not in any way define the "types" of signals recorded
except that they stemfromthe same source. Nor does
the claimin any way specify the two tracks mentioned.
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This means that any envi sageabl e possibility is left
open. As exanples only, the wording of the claimwould
nei t her exclude the general possibility that both
signals are, although of a "first" and "second" type,
nevertheless simlar, nor the nore specific possibility
of their being left-hand and right-hand stereo signals
(such as L and RINPUT in D5, Figs. 1 and 10). Although
t he Board woul d agree that these exenplary
possibilities m ght appear to be not very probable in

t he sense that their useful ness would not be

i medi ately apparent, it is considered that in sone
cases these, or simlar, possibilities may neverthel ess
be realistic.

This viewis confirnmed by the very fact that the

exi stence of two (the main and auxiliary) requests with
and wi thout features restricting the claim(to PCM and
FM signals) can only be interpreted as neaning that the
Appel I ant seeks, in the first place, a broader scope of
protection in the sense of an application of echo
creating neans in any two-track audi o-reproducing

appar atus, whatever the "first" and "second" types of
signal s and whatever the kinds of recording.

The reference to a rotary head would, in this context,
appear to be insignificant because its use is in no way
further specified. It can, in the circunstances, be
understood as a, possibly unnecessary, restriction to a
(for whatever reason, e.g. higher fidelity and/or
addi ti onal video) nore sophisticated kind of recording.

Seen in this general context, it is not even clear that
the feature "neans for reproducing ... such that one is
reproduced with a delay ..." would be intended to nean
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anything el se than that there are provided, within the
said "nmeans for reproducing", specific "neans" (such as
Ein D4, Fig. 1) introducing said delay.

Wth Caim1l so interpreted as defining the general
application of the idea, known fromany of the
citations D2 to D5, of creating an echo effect in a
two-track audi o-reproduci ng apparatus, incidentally
having a rotary head assenbly, nust be considered as
bei ng obvious to the person skilled in the art.

This is the nore so, as D5 directly proposes the
application of that idea in any tape deck, phono pickup
etc. (colum 19, lines 25-26), i.e. in audio-
reproduci ng apparatus of any kind including their
possi bl e i ncorporation in video recorders.

As follows fromthe above, reference to D1 is not
necessary to concl ude obvi ousness.

On the contrary, D1 woul d appear to be too specific as
a proper starting point for a claimdefining the

application of the idea of creating an echo effect in
audi o-reproduci ng apparatus in general, viz. including
t hose which do not enploy the PCM and FM t echnol ogi es.

As a further consequence of the general interpretation
of Claiml allowed by its wording, the Appellant's
argunents submtted in favour of an inventive step
woul d appear not to support that claiminits
generality.

Those argunents are understood to nean that the skilled
person woul d have had a prejudice against mxing, in
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the respective context, the processed PCM and FM audi o
signals. In an application, where the two types of
signals m xed do not have fundanentally different
properties (cf. in this respect below point 3.2),
according to the above finding (point 2.2), it cannot
be concl uded that such a prejudice exists.

The subject-matter of Claim1 being, for these reasons,
obvious fromthe prior art as represented by D2 to D5,
when read with the common general know edge of the
person skilled in the art of reproducing recorded audio
signals, it does not involve an inventive step, and

t hat cl ai m cannot therefore be all owed.

Even though for this reason the Appellant's main
request nust fail, the Board has considered, and wll
deal, also with the independent C aim 4.

Claim4 in effect clains nothing but the incorporation
of the reproducing apparatus of Caiml in a recording
and reproduci ng apparatus, the recording part of that

apparatus being specified only by the recordi ng being

done by said rotary head assenbly nentioned al ready in
Claiml. Oherw se, that apparatus may be of any kind

what soever

The incorporation of an audi o-reproduci ng apparatus in
a recording and reproduci ng apparatus (such as a "tape
deck", D5) is, however, a usual technique in this field
whi ch does not need to be docunented.

For an audi o-reproduci ng apparatus incorporated in a
recordi ng and reproduci ng apparatus, therefore, the
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above |ine of argunent |eading to the concl usion of
obvi ousness applies in fully the same way.

The subject-matter of Caim4 does not, therefore,
i nvolve an inventive step, and this claimis not
al | owabl e.

Auxiliary Request

Follow ng the restriction of ClaimAl to the audio
signals being a frequency-nodul ated and a pul se-code-
nodul ated signal, D1 has to be regarded as the prior
art comng nearest to the clainmed invention so that it
represents the best starting point.

Seen fromthis starting point, the Appellant's
argunents (cf. point I X) submtted in favour of an
inventive step are, contrary to the case of the main
request (cf. point 2.4), fully to be taken into
account .

In effect, these argunents nean that the skilled person
woul d never consider conbining the PCM and FM audi o
signals for any reason. In other words: he would have a
prej udi ce agai nst such conbi ni ng.

The Board agrees with this view for the foll ow ng
reasons:

The PCM audi o signal is generally, and for factual
reasons, regarded as an "expensive" signal. It is, as a
digitally-processed signal, of high quality in that it
will, normally, have both hi-fi properties (large audio
bandwi dt h and flat frequency response) and high signal -
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to-noise ratio. The FM audi o signal being specifically
designed for "cheaper" applications, it is (even if it
is "better” than an AM signal would be) to be regarded
as a signal of lowquality as far as both frequency
response and noi se are concerned. It would appear to go
agai nst all the tendencies on which the introduction of
pul se- code-nodul ation in audi o technol ogy are based, if
such a hi-fi signal is mxed with a lowquality audio
signal such as the FM signal of DL1.

In addition, the PCM audio signal will normally, in
practical applications, be a stereo, i.e. two-channel,
si gnal whereas the FM audio signal will normally be of
the sinple nmono kind. Wthout a good reason, the
skill ed person woul d not conbine signals of so
fundanmental |y different properties.

Mor eover, as submtted by the Appellant, even if the
PCM and FM audi o signal may both be available, this
woul d only be for reasons of chip manufacturing;
therefore, the skilled "user” would not even be aware
that they could be used together.

It is, in addition, not even certain that he woul d be
awar e, considering the natural delay between the
processed PCM and FM audi o signals which are normal ly
(e.g. for synchronisation with the picture in a video
application) disregarded, of the fact that said del ay
woul d be of the order allow ng an echo effect to be
pr oduced.

The Board woul d maintain the view that an application
of the idea of creating an echo effect by applying
nmeasures such as those proposed in D2 to D5 to an
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audi o- reproduci ng apparatus known from D1 woul d be
obvi ous.

However, because of the aforenmentioned prejudice, the
skilled person would not inplenment this idea by m xing
t he PCM audi o signal with the FM audi o signal having
such fundanentally different properties, e.g.
qualities. The nore so, as he m ght not be aware of
their being available at the sane tinme and of their

rel ative delay being of the required order.

| nstead, he would inplenment the said idea in the
conventional way disclosed in D2 to D5, i.e. by
provi di ng del ay neans specifically designed for this
pur pose, and by m xi ng the undel ayed audi o signal with
a thus del ayed replica of the same audi o signal.
Particularly in the case of the PCM audi o signal, which
is "expensive" anyway, he would not be deterred from
doing this by the necessity of adding to the

el ectronics a delay nmeans which would not contribute
much to the overall costs of the apparatus.

3.4 ClaimAl is therefore considered to be allowabl e.

3.5 The sane necessarily applies to CaimA4, this claim
defining the sanme audi o-reproduci ng appar atus as
i ncorporated in an audi o, and video, recording and

reproduci ng apparatus; cf. also point 2.7.

3.6 The i ndependent clainms of the auxiliary request are,
therefore, considered to be all owabl e.

4. Conclusions

2768. D Y A
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Whereas the Appellant's main request is to be refused
(cf. points 2.6 and 2.9), the auxiliary request, as far
as the independent clains are concerned, and,
consequently, the request that the decision under
appeal be set aside, are all owed.

In the circunstances of the present case, where the
dependent cl ai ns, nunmerous as they are, have neither
been adapted for the purposes of the auxiliary request
nor exam ned under Rule 29(3) ff. EPC, and where the
description has been anmended but not so as to be in
accordance with the clains of the auxiliary request,

t he Board naking use of the discretion givento it by
Article 111(1), second sentence, EPC, finds it
appropriate to remt the case, for the purposes

menti oned, to the departnment of first instance for
further prosecution, reference being nade to

Article 111(2), first sentence, EPC.
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Order

For these reasons it is decided that:

1. The deci sion under appeal is set aside.
2. The Main Request is refused.
3. The case is remtted to the first instance for further

prosecution on the basis of the Auxiliary Request.

The Regi strar: The Chai r man:

M Ki ehl P. K J. van den Berg
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