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Summary of Facts and Submissions
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A Notice of Appeal was filed agai nst the decision of

t he Exam ning Division refusing European patent
application No. 86 307 800.2 on the ground that the
subject-matter of Clains 1 to 5 filed with the letter
of 16 Novenber 1990 did not define an invention within
t he meaning of Article 52(1) and 52(2)(d) EPC
(presentation of information).

Together with the Statement of G ounds, the Appell ant
filed new Cains 1 to 5 and requested that these clains
be considered as the basis of the appeal.

These clainms read as fol |l ows:

"1l. A nethod of selecting the correct patient
treatment val ues in energency situations,
conprising: neasuring the body | ength of the
patient, using a tape (10) having increnents (20,
21, 22 ...) of heel-to-crown |ength, each
i ncrement bearing indications of correct drug
dosage appropriate to that increnent, and
predeterm ned by a co-relation between the
nmeasured heel -to-crown height of a patient and a
correct drug dosage value, and rapidly selecting
the correct drug dosage w thout the exercise of
clinical expertise, calculation or reference to
ot her data sources.

2. A nmet hod of selecting the correct patient

treatment val ues in energency situations,
conprising: neasuring the body | ength of the
patient using a tape (10) having increnents (20,
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21, 22 ...) of heel-to-crown |ength, each

i ncrement bearing indications of correct
defibrillation technique, the value of which is
expressed as an energy measurenent appropriate to
that increnent, and predeterm ned by a co-relation
bet ween t he neasured heel -to-crown hei ght of the
patient and a correct defibrillation technique
energy value, and rapidly selecting the correct
energy val ue wi thout the exercise of clinical
expertise, calculation or reference to other data
sour ces.

A nmet hod of selecting the correct patient
treatment val ues in energency situations,
conprising: neasuring the body | ength of the
patient using a tape (10) having increnents (20,
21, 22 ...) of heel-to-crown |ength, each

i ncrement bearing indications of nedical
apparatus, the value of which is expressed in
apparatus size, appropriate to that increnent, and
predeterm ned by a co-relation between the
nmeasured heel -to-crown height of a patient and a
correct apparatus size, and rapidly selecting the
correct apparatus size without the exercise of
clinical expertise, calculation or reference to
ot her data sources.

A nethod as clainmed in Aaim3, in which the
apparatus size is the size of an endotracheal
t ube.

A net hod of determining the correct patient
treatment val ues in energency situations,
conprising: neasuring the body | ength of the
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patient, using a tape (10) having increnments (20,
21, 22 ...) of heel-to-crown |ength, each

i ncrenent bearing indications of nore than one of:
drug dosage, defibrillation technique energy val ue
and apparatus size, appropriate to that increnent,
and predetermined by a co-relation between the
nmeasur ed heel -to-crown hei ght of the patient and
drug dosage, energy val ue and apparatus size, and
rapi dly selecting nore than one of the correct
drug dosage, defibrillation technique energy val ue
and apparatus |ength wi thout the exercise of
clinical expertise, calculation or reference to

ot her data."

Reasons for the Decision

1

2939.D

The appeal is adm ssible.

No objections under Article 123(2) EPC arise agai nst
present Clains 1 to 5.

These clains essentially correspond to those of

16 Novenber 1990 but incorporate the anmendnents already
considered in the decision under appeal. At the end of
Claim5 "apparatus | ength" should read "apparatus

si ze".

Article 52(2) and (3) EPC

When considering the question whether the subject-
matter of an application falls within the provisions of
Article 52(2) and (3) EPC, in particular when
considering the criterion "technical contribution to



3.2

2939.D

- 4 - T 0077/ 92

the prior art" (see point 3.2 below), it should be
borne in mnd that this question is separate and
distinct fromthe question whether the subject-matter
is new, involves an inventive step and is susceptible
of industrial application (see Cuidelines for

Exam nation in the European Patent Ofice, CI1V, 2.2,

| ast paragraph, and concerning inventive step see al so
decision T 1002/92, Q) EPO 1995, 605, point 1, |ast
par agr aph) .

According to the case | aw established by the Boards of
Appeal , an invention is not excluded frompatentability
under Article 52(2) and (3) EPC if the subject-matter

cl ai med, which has to be assessed as a whole, is
technical in character or provides a technica
contribution to the prior art, i.e. a contributionin a
field not excluded frompatentability. In decision

T 833/91, point 3.1 (not published in the Oficial
Journal EPO) it is stated that "the technical
contribution to the art rendering a clained invention
an invention in the sense of Article 52(1) EPC and thus
patentable, may lie either in the probl em underlying,
and solved by, the clained invention, or in the neans
constituting the solution of the underlying problem or
in the effects achieved in the solution of the
under | yi ng probl ent.

I n accordance with the decision T 603/89 (QJ EPO 1992,
230, point 2.5), which deals with the provision of
Article 52(2)(d) and (3) EPC (presentations of
information as such), the subject-matter as a whol e of
a claimconsisting of a mx of known technical elenents
and of non-technical elenments is not excluded from
patentability under Article 52(2) and (3) EPC when the
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non-technical elenments interact with the known
technical elenments in order to produce a technica
effect.

In the present case, the invention as clained in

i ndependent Clains 1, 2, 3 and 5 concerns a nethod of
selecting, in enmergency situations, the correct patient
treatment val ues, nanely drug dosage, defibrillation

t echni que energy and/or apparatus size. The nethod
conprises nmeasuring the body | ength of the emergency
patient using a particular tape and rapidly selecting
the said correct patient treatnent values w thout the
exercise of clinical expertise, calculation or
reference to other data sources. The particul ar tape
used has increnents of heel-to-crown | ength, each

i ncrement bearing indications of the correct treatnent
val ue appropriate to that increnent and predeterm ned
by a co-relation between the neasured heel -to-crown
hei ght of a patient and a correct treatnent val ue.

As accepted by the Appellant, the feature of the clains
that the tape has indications of patient treatnent

val ues can be regarded as a presentation of

information, i.e. as a non-technical feature within the
meani ng of Article 52(2) EPC.

In order to deci de whether or not the clainmed subject-
matter as a whol e provides a technical contribution to
the prior art and is thus to be regarded as an
invention within the nmeaning of Article 52(1) EPC, the
prior art has to be defined.

The Exam ni ng Divi sion considered docunent FR-A-411 334
(D3) as starting point in this respect and took the
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view that the clainmed nethods differ fromthe state of
the art in that particular tapes are to be used whose
construction does not include any new technical feature
as conpared to the tape known from docunent D3. The
Exam ni ng D vision concluded that the contribution

whi ch the methods of Clains 1 to 5 add to the known art
lies exclusively in the information printed on the
tape, that this presentation of information, however,
is of non-technical character and that therefore the
subject-matter of Clainms 1 to 5 does not define an
invention within the neaning of Article 52(1) EPC.

The above assessnment by the Exam ning Division,
however, does not take account of the fact that
docunent D3 does not disclose a nethod of selecting the
said correct patient treatnent values in emergency
situations, but rather discloses a nmethod of

determ ning the anmount of food to be given to an infant
using a tape marked with both nmeasurenments of |ength
and quantities of food to be given to the infant
dependi ng on the neasurenents. Thus, the purposes
underlying the clainmed subject-matter and the prior art
are different. The distinction between the clained

nmet hod and t he previously known nethod is not
restricted to the different kinds of information
printed on the tapes, thus creating a further
contribution to the art.

In particular, the decision under appeal does not
adequately eval uate the co-relation between the heel -
to-crown length of a patient and each of the treatnent
val ues provided on the neasuring tape. This co-relation
bet ween the neasured |l ength and the information on the
tape nmeasure results in the tape used in the clained
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nmet hods becom ng a new gauge for directly neasuring the
patient treatment values, just as an altineter is
obtained nmerely by replacing the scale of a pressure
gauge with a scale indicating altitude. Such a new
gauge for directly neasuring the patient treatnent
values is clearly technical in character

The Examining Division's interpretation of the feature
concerning the indications printed on the tape, in
isolation fromthe remaining wording of the claimand
out of its context disregards the clained technical co-
operation between the clainmed features and the teaching
of the claimas a whole and is not justified (cf.
decision T 1002/92, points 2.4 and 2.5, QJ EPO 1995,
605) .

Hence, in the light of the technical nature of the
subj ect-matter clainmed, the subject-matter of Clains 1
to 5 is not excluded frompatentability under

Article 52(2)(d) and (3) EPC and defines an invention
wi thin the neaning of Article 52(1) EPC.

The sane result is achieved when, as suggested by the
Appel lant, the starting point for determ ning the
contribution to the prior art is not docunent D3, which
di scl oses neasuring the anobunt of food to be given to a
grow ng infant (see points 3.4 and 3.5 above), but that
of selecting dosages etc. in energency situations.
Fol l ow ng the Appellant's argunent, prior to the
present invention (but assum ng that the practitioner
was aware of the co-rel ation between heel -to-crown

hei ght and drug dosage etc.), the nethod woul d have
conprised three steps, nanely
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(1) nmeasuring the length of the patient,

(i) referring to a table or chart in which the drug
dosage etc. are related to | engths, and

(iii1) selecting the correct drug dosage.

By using the particular tape, the nmethod according to
the invention elimnates the internediate step (ii) and
thus saves tinme and also elimnates a possible source
of error. These effects can be vital, are technical in
nature and add to the technical contribution stated in
poi nt 3.5 above.

Article 111(1) EPC

Since the clained invention is not excluded from
patentability under Article 52(2) and (3) EPC,

exam nation has to be carried out as to whether the
invention neets the further requirenments of

Article 52(1) EPC, nanely novelty, inventive step and
i ndustrial applicability.

As stated at page 1 of the Appellant's letter dated

16 Novenber 1990, the Exam ner nentioned at an
interview that because of the change from apparatus to
met hod clains, it mght be necessary to carry out a
further search. In viewof this situation it is, in the
Board' s judgenent, appropriate not to exam ne the case
on its merits, but to exercise its power under

Article 111(1) EPC and to remt the case to the

Exam ning Division for further prosecution. Wen
assessing the inventive step, particular attention
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shoul d be directed to docunments D3 and D4 (US-A-3 531 866).

For these reasons i1t is decided that:

1. The deci sion under appeal is set aside.

2. The case is remtted to the first instance for further
prosecuti on.

The Regi strar: The Chai r man:

S. Fabi ani H. Sei denschwar z
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