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This appeal, filed cn 21 July 1¢50, contests the decision
of the Exanining Division of 17 May 1990 refusing
application No. 86 100 544.5 (publication No. 0 191 313)
by Euro-Celtique S.A. of Luxembourg.

The Examining Division had issued a notice under

Rule 51(4) EPC on 26 April 1989, to which the applicant
had replied on 10 August 1989 agreeing to the proposed
text on which the grant was to be based. Thereafter the
Examining Division confirmed receipt of the applicant’s
agreement and, in the normal course issued a communication
under Rule 51(6) EPQ on 18 August 1989. '

By letter dated 26 September 1589 the applicant submitted
2 new set of claims for Austria. The Examining Division
regarded these as being unacceptable as having bteen filed
too late: that is to say after issuance of the
conmmunication under Rule 51(6) EPC.

The Applicant then attempted to persuade the Examining
Division, both in writing and by a2 number of telephone
conversations, to accept the text with the inclusion of
the new claims for Austria.

As is stated in the Summary of Facts and Subnissions of
the contested decision, the applicant wrote to the
Examining Division on 17 Novemker 1989, making it clear
that he wished to argue for the grant of the patent with
the new Austrian claims by way cf main request, or in the
alternative, and by way of auxiliary reguest, for the
grant of the patent based on the claims in their original
form. The contested decision recites that on 27 March 1990
the applicant telephoned the Formalities Officer and made
clear that he wished to proceed on these twin bases, and

cei e



Iv.

02791
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more particularly, with his nain reguest, in crder to
provoke a decision upon the allowability of the new claims
that were filed after the Rule 51(6) EPC cocmmunication.

In its decision the Examining Division held that:

(i) there was no requirement in the EPC that amendments
after a communication under Rule 51(6) EPC should be
admissible;

(ii) that the discretion conferred upon the Examining
Division by Rule 86(3) EPC "should not be applied"
after the Rule 51(6) stage: '

Accordingly, . the Examining Division held that there was no
agreed text on the basis of which a patent could be
granted in accordance with Article 97(2) EPC, and in’
consequence rejected the application, pursuant to

Article 97(1) EPC.

-The Appellant has submitted two requests: the main one for

the grant of the patent on the basis of the new set of
2ustrian cleaims as filed by hinm on 26 September 1939, and
the auxiliary request for the grant of a patent in the ..
form originally agreed by him in reply to the '
communication under Rule 51(4) EPC. The Appellant also
contends that the contested decision was based on a
substantial procedural violation, justifying 2 refund of

the appeal fee (Article 104 and Rule 67 EPC).

Reasons for the Decision

The appeal is admissikle.
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The first issue that falls to ke decided is the
allowability of the main regquest. This in turn hinges con
whether or not the discretion under Rule 86(3) to allow
amendments, extends to amendments proposed after the

Rule 51(6) stage. Although the contested decision did not
pose and answer the question in quite such a clear manner,
formulating its finding as follows: “the Examining
Division is however of the opinion that the discretion
allowed it by Rule 86(3) should not be applied after the
Office has acknowledged the applicant’s agreement to the
text proposed in the communication under Rule 51(6)", the
Board is satisfied that the Examining Division did in fact
have the existence of the discretion in mind’rather than
the mere guestion of whether it should or should not be
applied after the Rule 51(6) EPC stage. ' '

The Appellant submits that if amendments of the type here
at issue are allowable even at, or just after, the

Rule 51(4) stage, thereby giving rise to a delay in the

granting procedure, then such anendments proposed still
later, namely after the Rule 51(6) communication has been
issued, should also be allowable for the reascn that: nit
is not notable that this delay is any different after the
issuance of the communication under Rule 51(6) EPC". (See
page 8, para. 2 of the Statement of.Grounds of Appeal).
The Appellant also submits that the entire basis of the
European Fatent Office’s existence is its function to
grant patents on inventions, i.e. to give to an applicant
what he is legally entitled to have, in exchange for the
publicaticn of his invention. Procedural requirements, he
goes on tc submit, are therefore subordinate to this
"raison d’étre" of the European Patent Office (page S cf
the Statemaent of Grounds of Aprez2l, first paragraph). In
other words, since the EPO’s function is to grant patents,
procédural delays should either be generally cdisregarded
and, in particular, if amendments filed very late i.e. at
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cr after the Rule 51(4) stage are still allcwztle, then
anendnents filed even later, i.e. after the Fule 51(€)
stage, should likewise be a2llowzble.

The Board finds little sympathy with this line of
reasoning. 2lthough it is true that a vital function of
the European Patent Office is indeed to grant patents, it,
as well as the Boards of Appeal, are also directly and
indirectly enjoined by Articles 97, 111(1) and 114(1) EPC,
to have full regard to the interests of the general public
by ensuring that granted patents do conmply with the
relevant provisiohs of the EPC.

It is therefore clear that the Examining Division, as well
as the Boards of Appeal must have due regard to the .
general public interest in the sense of ensuring that
invalid patents are not granted, and also that the public
knows, and knows in good time, (i.e. after puklication of
the grant) what commercial activities the patent will stop
or hinder them from pursuing. In the Board’s view the
procedure provided for in Rule 51(1-4) EPC is designed to
ensure in a speedy manner that patent applicaticns and any
patents granted upon them do corply with the relevant
provisions of the Convention. After a comnmunication under
this part of the Rule and any amendment proposed in reply

‘to it, Rule 86(3) however, still 2llows the Exa=ining

Division discretion, which hes to be judicially exercised,
to consider one more proposal fcr amendments. Throughout
this entire stage of the exaxmining procedure, the EPO’s
2im is to kalance the need for speedy grant agaihst the:
commercial damage that would ke inflicted upon the public
by the existence of invalid patents, and it is this
balance that forms the basis of the discreticn conferred
upon the Exanining Division under Rule 86(3). The balance
that the Appellant alleges to exist between the EPO’s
administrative convenience on the one hand, and an
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applicant’s interest in obtaining a speedy grant, is
therefore nct the proper basis for the exerciss of the
Office’s cdiscretion under Pule €&(3). In this respect the
Appellant’s subrissiorn (page 8§, last paragraph cf the
Statement of Grounds of Appeal), that his interest is
obviously more important than the Office’s own
administrative convenience, is therefore wholly irrelevant
to the main issuve in this appeal.

In the Board’s judgment, the function of the communication
sent out under Rule 51(6) EPC is to draw the anendment
procedure at the examination stage to a firm and final
conclusion, so as to enable the public to obtain knowledge
of the scope of legally prohibited activities as soon as
possible i.e..upon the publication of the grant of the
patent. Accordingly, the Board finds as a matter of law
that discretion under Rule 86(3) EPC to consider
amendments does not extend to amendments propcsed after
the Rule 51(6) EPC stage. Nor can the Board accept the
Appellant’s argument that procedural delays should always
be subordinated to the EPO’s function, which re alleges to
be its sole or rain function ("raison d’étre"), to grant
patents. The Board also disagrees with the narrower
proposition espoused by the Appellant, namely that if
delays in proposing amendments up to and after the

Rule 51(4) stage are allowable (cf. T 166/86 OJ EPO 1987,
372), then they should also be allowable after the later,
Rule 51(6) stage of the examination procedure. '

The Board, has, of its own moticn (Article 114(1) EPC),
also considered the possible relevance of an unpleaded
ground, namely the correction of errors under Fule 88 EPC,
but finds that in the present case neither the mistake,
nor its correcticn, could by any stretch cf tre

imaginatien be regarded as-obvicus.
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Accordingly, the Board finds that the Exaninirg Divisiocn
was right in disallowing the aprlicant’s nair request.

The gquesticn still remains whether they were also right in
holding that this finding automatically led tc the refusal
of the application under Article 97(1) EPC, on the ground
that there was no agreed text under Article 97(2) EPC. The
answer to this question clearly depends on whether or not
the applicant’s auxiliary request for a grant in the text
originally approved by his letter of 9 August 1989, in
response to Rule 51(4) EPC communication, that is to say
without the separéte claims for Austria, had ever been
abandoned. If it had not, then it would clearly have been
incumbent upon the Examining Division to consider the
allowability of the applicétion for patent grant on that
basis, and if it was minded to refuse it, to give good and
valid reasons for doing so.

Eaving examined the documents on file, and considered the

2ppellant’s submissions in this respect, the Ecard finds
that the auxiliary request had not, at any relevant stage,
teen .abandoned. Since the allowability of that suxiliary
fequest is clearly beyond dispute, the Board hras no
alternative but to allow the appeel insofar as it based on
that request. '

Turning to the lést and cohsequgntial issue of the refund
of the appeal fee, the above finding that the auxiliary
request had not been withdrawn means that the Examining
Division had either disregarded or overlooked it. In the
Board’s view however, this omission of a clearly allowable
request does not amount to a procedural violation
substantial enough within the terms of Rule 67 EPC to
warrant a refund of the aprezl fees.
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Order

For these reasons, it is decided that:

1. The Exanining Divisicon’s decisicn is sst asics
2. The main reguest is refusss3.
3. The case is remitted to the Exa2zining Division with the

order to ¢rant the patent on the kasis of the text
connunicated to the Applicant (Rule 51(4) EPC) cn 26 Rpril
1989 and suzseqguently approved ky hirm (auxiliary

reguest).
4. The request for the refund of trs appeal fee is refused.
The Registrer: Tne Chairman
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