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Summary of Facts and Submissions

II.

00444

i1

This appeal lies from the dec1s1on of the Opposition
Division of the EPO dated 18 April 1988 revoking European -
patent No. 66 282, granted in response to European patente_
appllcatlon No. 82 104 730.5 and comprising 24 claims.

Ly
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In the decision under appeal, which was based on the claims
as granted, inter alia, the following documents were ‘
considered: ) '
(2) GB-A-2 058 383 . . B

(3) US-A-3 457 075 . e - -
(4) EP-A-0 010 001 : N -
(5) US-A-4 055 428 ’ . .-
(6) US-A-4 076 529 | . . = '
(7) Research Disclosure 14433 (April 1976). —

Document (2) was con51dered to represent the ‘closest state
of the art. The only difference in subject-matter between
the patent in suit and this prior art was seen in the fact
that the known photographic materials did not contain an
organic silver salt oxidising agent. Having regard to- the.
disclosure of document (3), relating to the in sitg

formation of the light sensitive silver halide in the
presence of an organic silver salt oxidising agent, and
document (7), relating to a photographic material -
comprising a light-sensitive silver halide (silverjf
bromoiodide) and silver behenate as an organic silver salt
oxidising agent, the subject-matter of the patent in suit
was held obvious, since it was routine work for a person

skilled in the art to repeat the teaching of document (2)

in the presence of an organic silver salt oxidising agent,

e.g. as specified in document (7). The Oppesition Division
also held that Claim 9 was ot in agreement with the
requlrements of Article 123(2) EPC.
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The appeal was filed on 20 June 1988 and the appropriate
fee was paid at the same time. A Statement of Grounds of
Appeal was received on 17 August 1988. In a communication
dated 12 December 1990 the Board raised the question of

novélti. Oral proceedings took pléce on 18 December 1990.

During the oral proceedings, the Appellant (the patent
proprietor) submitted an amended set of 24 claims.

Independent Claim 1 reads as follows:

"A heat developable color photographic material, comprising
a_support made of a heat resistant high molecular weight
compound having a glass transition temperature of 40 to
250°C capable of receiving a released dye and bearing a
light-sensitive layer which comprises a light-sensitive
silver halide; an organic silver salt oxidiéing agent; a
dye releasing activator; a binder and a compound ;apable of
reducing at least the organic silver salt oxidising agent
in the presence of exposed silver halide when the .
photographic material is heated, characterized in that the
compound capable of reducing Ehe organic silver salt
oxidizing aaent is a dye releasing redox compound wherein
the image forming dye moiety is stable:to the dye releasing
activator." ’

Independent Claim 2 differs from Claim 1 in that the heat-
resistant high mplecﬁlar weight compound is not itself the
support but forms a layer on a support. The other claims
are dependent on Claim 1 or 2. Claim 9 was amended to meet
the objection under Article 123(2) EPC.

cei)enn
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In the Appellant’s opinion, the documents cited by the
Opp051tlon Division in support of their finding of lack of
inventive step were not relevant. The object to be achieved
with the photographic material according to the patent in
suit was to form an image after_exposure ié,the'presence of
a dye releasing redox’comp;und in the absefice of a silver
halide developing agent. Hgyever, document (2) related to
quite different technical §ubject—matter in that it
disclosed the use of a silver halide developing agent in

~ addition to a dye precursor in a silver dye bleach

process.

The dye precursor used in these documents was a so- called
wshifted dye" If it wére to be regarded as a dye- formlng'—
‘redox compound its dye—formlng portion would not be stable
agalnst _the base releasing compound which is the dye %
forming activator of the patent in suit. Therefore, the o
stablllty requiremént now expressly mentioned in the K
‘independent claims was not met by the dye precursors

according to document (2) . During the oral proceedlngs it

was confirmed that it was not intended to claim

photographic elements containing a dye-releasing redox
compourid in which the dye-forming portion would change its -
colour when contacted with the dye forming activator

("shifted dye"). Moreover, the reference to document (3) in

document'(z) did not unambiguously imply the presence of
substant1a1 amounts of a light stable silver salt oxidising"
‘agent, such as 51lver behenate, in the photographlc element
of document_(Z),.51nce_1t followed from the language used
therein that this silver salt would be substantially '

completely converted in situ in the light sensitive silver

halide. Thus, the photographic element according to the
patent in suit differed from that disclosed in document (2)

and was, therefore, novel.

oo/
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Regarding inventive step, a person skilled in the art would
not find an incentive in this document to modify the
photographic materials disclosed therein in the way taught
by the patent in suit, in particular by omitfing the

A blocking group of the "shifted dyes". Since also document

(7) related to a photographic material for use in a silver
dye bleach process there was no reason to combine the
teachings of documents (2) and (7) when looking for a
photographic material for the purpose envisaged in the
patent in suit.

The reference in document (2) to a photothermographic dye

transfer process was not relevant either since it described

the dye precursors suitable for such a process only by very i

vague expre551ons. No photographic element useful for such
a process was disclosed in that document. The dye transfer
materlals dlsclosed in documents (4) to (6) were not
designed for heat—development but for conventional
treatment with a developing solution. Thus, the combination
of the disclosure of these documents with that of-

document (2) in order to demonstrate the obviousness of the

.subject-matter of the patent in suit was based on

hindsight. -

The Respondent (the Opponent) submitted thqﬁ the disclosure
of document (2), which represented the closest prior art,.
was not limited to a silver dye bleach process but also
comprised a photothermographic colour diffusion process,
and that the optional presence of a silver-halide
developing agent was not excluded by the patent in suit
but, quite on the contrary, expressly mentioned therein. -
The presence of a light stable silver salt oxidising agent,
such as silver behenate, while being not expressly taught
by document (2), was implicitly disclosed therein by the
reference document (3). Thus, neither the absence-of a
developing agent nor the presence of a silver salt

ceeSenn
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oxidising agent would .distinguish the photographic elements
acéording to the patent in suit from the disclosure in
document (2) . Thus, the novelty of the claimed subject-
matter could only be admitted if it was clear that the
expression "dye forming moiety" in Claims 1 and 2 would
h@ve another meaning than the expression "image forming
dye" used on page 11, line 56 of the patent specification,
since it was clear that the "image forming dye" obtained
according to e.g. Example 8 of document (2), must also be
stable to the base used for deblocking the auxochromic
g?oup. If, however, the expression "dye forming moiety"
were to relate to the whole group released from the dye
reieasing aptivator,'the noveltyvmight be acknowledged but

‘then the amendment of Claims 1 and 2 as granted would not

meet the requirement of Article 123(2), since it woﬁld not
have a clear basis in the application documents as filed.

A3

Regarding inventive step, the Respondent submitted that:a
person skilled in the art would have combined the
disclosure of documents (2) and (4) to (6) since

document (4) was cited in dbcument-(z). It was also
immediately obvious that the photothermographic dye
transfer prbcess disclosed in document (2) Qould not
necessarily require the presence of a blockiné group in the
dye precursor. In the Respondent’s opinion, a person o

- skilled in the art would have been able to recognise thaty

the dye precursor compound 1 disclosed on‘ﬁage 5 of b
document. (2) wouid'be sgitable for the photothermographic

- silver bleach process as well as for the photothermographic

dye transfer process described in general terms in that
document. Since for the latter process there was no need
for a blocking group, this could have been omitted from the
dye precursor compound 1 _and thereby a photographic element
according to the patent in suit would have been obtained.
Such a photographic element was thus obvious and,
therefore, unpatentable.

ceiS s
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The Appellant requested that the patent be maintained with
Claims 1 to 24 submitted during the oral proceedings.

The Respondent requested that the appeal be-dismissed.

I

At the end of the oral proceedings, the decision of the
Board was announced. - -

; . -

-
=

Reasons for the Decision

1.

00444

Having regard to the facts indicated in paragraphs I and
III above, the appeal is admissible (Articles 106 to 108
EPC, Rule 64). . ~ - -~ _ -

Amendments: B -

The amendment of Claims 1 and 2 introduced during the oral
proceedings is based on the dg;cription as filed, page 13,
lines 13 to 19 and pége 37, line 19 to pagel38; line 5. In
the Board’s judgement it is immediately apparent from this
disclosure, which is also present in_the patent as granted
(see page 4, line 60 to page 5, line 4 and page 11,

lines 56 to 62), that the dye releasing redox compound of
the patent in suit consists pf'a reducing group and a dye
portion, "and that, therefore, the characteristics required
for the "image forming dye" are hecessarily also
applicable to the;"im;ge fofming dye:poiety" of the said
dyé reledasing redox compound. This interpretation is
supported by the faéf that nowhere 'in the patent
specification or -in the application as filed is reference
made to an "image'forming dye moiety" which differs from
the resulting "image forming dye" in any other respect than
by a chemical bond to the reducing grouﬁl Therefore, the i
amendment satisfies the requirement of Article 123(2) EPC

cee)eun
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and, since it does not extend . the scope_of protection of
the patent as granted, also that of Article 123(3) EPC.

Novelty: » -

With respect to novéity, from the cited prior art

document (2) is most relevant since it discloses the
photographic element having the greatest number of
technical features in common with the photographic element
according to Claim 1 of the patent in suit

(see e.g. page 5, lines 17 to 23 and Example 8). Moreover,
in the Board’s judgement the disclosure of this document
further comprises an alternative embodiment (page 3,

lines 55 to 51) in which the light- sen51t1ve "silver- hallde.'
is prepared in situ, e.g. as described in document (3) In
this document, the content of which is, therefore, -
incorporatea in that of document (2) by reference, relates -
to a method of pféparing the light-sensitive silver halide
on the surface of a light-stablé‘silver salt, such as
silver‘behenate,‘by'exposing the latter to the vapours of a
halogen acid. This is the only method of preparing a

ix

"light-sensitive silver halide" in situ which is described
in that document (see column 3, line 4 to column 4, -
line 2}). Consequently, the Board does not share the =
Appellant’s opinion that, in the context of document (2), . _
the expression "in situ preparation" would mean a completer.
convers1on of the light-stable silver salt into the 11ght-
sen51t1ve silver halide. Consequently, a photographic
element hav1ng the features set out on page 5, lines 17 to
23 and comprising a light-stable oxidising silver salt, in
addition to the light-sensitive silver halide, is comprised

by the disclosure of document (2).

The presence of a developing agent is an essential )
requirement of the photographic element according to

ceSenn
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document (2). Such a developing agent is not expressly
mentioned but nevertheless not excluded from Claim 1 of the
patent in suit; moreover, it is present in the preferred
embodiment of Claim 19. Therefore, in contrast to the
Appellant’s subﬁission, the claimed subject-matter is not
distinguished from that disclosed in document (2) by the
absence of a developing agent.

However, the dye precursors disclosed in document (2) all
contain as an essential feature a blocked auxochromic
hydrcxyl group, which is deblocked during heat development
by a base released from a base releasing agent (see

Claim 1) . This base releasing agent is chemically identical
with the "dye releasing activator"'cf'the.pateﬁt in suit.
Consequently, the "dye precursors"'disc}osed in .
document (2), especially that of Example 8,_caﬁnot meet all
requirements of the "dye releasing redox compounds" of the
patent in suit since they are not stable against the "dye
releasing activator". For this reason, the subject-matter

of Claim 1 is novel with respect to the disclosure of
document (2).

Inventive step: - -

The fact that document (2) had to be considered as the most
relevant document with respect to novelty does not -
automatically mean that this document is the closest prlor
art also with respect to 1nvent1ve step, since a great
similarity of the technical features of a clalmed invention
and a piece of prior art may be of a rather 1nc1denta1
nature if, as it is the case here, the prior art in
question is not concerned with a similar technical problem
and does not relate to the same specific technical field as

the claimed invention. -

ceisenn
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In contrast to the approach to the question of novelty of a
" claimed composition, where only technical features have to
be pompared'and the intended technical purpose‘is only
relevant insofar as it functionally defines such technical
features, relative to the question of inventiveggtep‘wheie
it_is not to be decided whether a person skilled in the art
could have modified the known composition but whether he
-would have done so in the expectation of a techgical
benefit, the expectation to solve a stated technical
problem may be the only incentive for such modification. In
such a situation, therefore, the problem to be éolved by
such a modification cannot be disregarded, sincé this would
result in an.inadmissiblg ex-post-facto analysis of the

“prior art. ] -

4.2 - The patent in suit relates to a heat-developable colour A,
photographic material comprising a dye-releé;ing redox .
compound, the dye forming portion of which is stable, i.e.
does not'change its colour, duringidevelqpment._

. Such photographic materials are known, see e.g.
documents (5), (6) and (7). -

Documents (5) and (6) relate to processes wherein a
developing solution is used instead of heat development and
& diffusible dye is released from a non-diffusible B
precursor during processing (see the abstracts), and
document (7) relates to a heat-p;ocessabig photographic
material for use in a.silver dye bleach process. In such a
process the dye iﬂage is provided by imagewise bleaching a
uniformly coloured sheet by the action of silver formed
from a light sensitive silver halide after development. The
bleaching requires the presence of an additional activator
layer or a séparate activator sheet (see thé_opening_ ‘

paragraph) .

00444 ceeSenn
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on the other hand, documents (2) and (4) exclusively relate
to photographic elements of a different type, namely
containing so-called "shifted dyes" which change their
colour during brocessing.

In contrast to this prior art,fthe patent in suit relates
to a photographic material cap;bie of producing a dye image
by heat-processing (i.e. withoiit using a developing liquid)
and without a bleaching step. In this photographic element
a silver image is formed by exposure. Then the dye-
releasing redox compound which may be structurally
identical with the azo dyes used in Example 2 of

document (7) is oxidised by the oxidising silver salt,
optionally .via a conventional developing agent such as 1-
phenyl 3—pyrazolldone (see the patent specifcation,

page 21, lines 18 to 28). The oxidised dye-releasing redox
compound which q;n be the oxidised form of the azo dyes
according to document (7), Example 2, then reacts with the
"dye releasing activator", i.e. a base such as that used as
deblocking agent in Example 8 of document (2). By this
reaction a diffusible dye is released and transferred to a
receiving layer formihg a dye image therein.

Thus, none ;f the cited documents can be regarded as
particularly closely related to the subject-matter of the

patent in suit. -

The technical proglem uﬁderlying the patent in»suit may,

_theréfore, be seen, as set out in the patent in suit (see

page-a, lines 28 to 61 and 39 to 44), in providing an
improved photographic material which contains a stable dye
forming moiety and is suitable for easily forming a clear
colour image by a simple procedure.

ceeenn
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According to the patent in suit-it is proposed to solve
this problem by~ providing photographlc materials having the

features indicated in Claims 1 and 2.

It is cleag;from_the patent specification, in parficular

Examples 1:to 8, that this problem has thereby been
effectlvely solved. Thls fact has not been contested by the
Respondent = '

As already set out in paragraph 4.2 above, the cited prior
art documeéts relating to photographic materials containing
dyes which “are stable during proeeesing, do not relate to
photographic elements suitable for obtaining dye-images
accofdihg to a simple process such as it can be performed
with the photographic materials according to gpe patent in

suit, but require either a developing solution or an

additional activator sheet or layer for performing a silver

dye bleach process. _ ' o

Thue, with»a view to solving the problem set out in the
preceding paragrabh,'there was no incentive to modify the
known photographic materials in such a manner -as to make
them suitable for obtaining clear dye images by simple heat
processing without a bleaching step. )

o
L2 5

The Board considers it rather doubtful whether a person
skilled in the art would have looked for useful suggestlons
on how to solve the above techn1ca1 problem in document (2)
which only concerns the use of "shifted -dyes" which are not
related to this technical problem, and, additionally,‘ae
the preferred embodiment, refers to a silver dye bleach
process, i.e. just the type of processing of a photographic
material which, according to the patent in‘suit, should be
avoided because it is too complicated. If, however, a -
pereen skilled in the art had investigated this document,
he would have found only general statements relating to

cee)enn
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photographic materials suitable for a dye transfer process
involving heat development comprising a large number of
different options. Thus, on page 2, lines 36 to 37, it is
-stated that certain classes of the described image dye-
_precursors are useful in photothermographic-materials

e

Ttransferred to an image receiver. According to page 2,

“lines 31 to 35, useful image dye precursors may be_selécted

from those disclosed in three patent documents, one of them
‘being document (4) disclosing, inter alia, "shifted dyes"
comprising a so-called "monitoring group", i.e. a )
-structural element which, in the presence of an alcaline
processing composition (i.e. a developing solution) and, as
a function of ‘silver halide development, is responsible for
a change in mobility of the dye. One type of such a
"monitoring group" is the l1-hydroxy-2-carboxamido-4-
aminosulfonyl-naphthyl gronp also present in the‘die used
in Eiample 8 of document (2) in a photographic material
suitable for being developed in a silver dye bleach
‘process. This group is Structuraily identical with‘a
preferred reducing group in the dye releasing redox
compound to be used in the photographic element according
to the patent in suit (see page's,j}ormulas I and IV). The

- useful image dye precursors of document -(2) “can be

00444

initially mobile and rendered immobile as a fiunction of
silver halide development or can be initially immobile and
rendered mobile in the presence of the base released es a
function of heating and as a_function of silver.balide
deQelopment. in such oompounds the monitoring group can be
a ballasted carrier moiety which is cleaved from the dye in
the presence of the base and as a function of silver halide
development (page 2, lines 42 to 48). On page 7, lines 39
to 55 it is further stated that a typical photothermo-
graphic material comprises a support having thereon: in
sequence, a first laier comprising, in binder,r

cei)enn
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a photosenéitive silver salt in reactive association with a
developing agent, a dye precursor with a blocked”

- auxochromic hydroxyl group as described above, and an

00444

activating concentration of a heat-sensitive base_release
agent, and a second layer acting as an image rece1v1ng
layer. No evidence is available to the effect that this
general description is in fact sufficient for prov1d1ng a
photographic material suitable for obtaining a clgar stable -
colour image by simple heat processing, even in the

presence of a "shifted dye". »

on the contrary, document (2) does not provide any guidance
to a person skilled in the art how to select "certain |
classes of dye precursors" suitable for obé}ining a
photographic material désigned for-a photothermographic
diffusion transfer procéss’amogg the numerous possibilities
bomprised by formula (i} on page 1. Contrary tq_the v
-Respondent’s submissioﬁ, the;e is no pointer towards the-
dyes disclosed in document (4), which is only mentioned
together with two other docﬁments:as'disclosing génerally
useful dye precﬁrsors without indicating whether the’
respective photographic materials shall be designed for
silver d§e bleaching or for diffusion transfer. Moreover,
document (4) itseif comprises a large number of suitable.
dyes among which a further selection was. necessary to o
arrive at a dye precursor fulfilling the structural Cs
requlrements of a dye relea51ng redox compound accordlng to
‘the patent in suit.

It is true that the "esbecialiy uséful photothermographic
material of the invention" according to document (2),
page 5, lines 17 to 23 comprises a "dye precursor" which
only differs from a "dye releasing redox compound"
according to the patent in suit by the presence of a
blocking group which shifts the colour of the dye moiety.
However, it is not stated there that this material is
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especially useful for a diffusion transfer process. Rather
it follows from the subsequent text (page 5, lines 24 to
32) that this material forms part of a preferred material
for performing a silver dye bleach process. This view is
further confirmed by Example 8 describing such a material
in more detail. Thus, in the Board’s judgement, a person
skilled in the art would not have recognised this
information as rel;ting to a specific embodiment of the
material useful for a diffusion transfer process previously
described in general terms.

Moreover, the only purpose of the presence of a base
releasing compound (identical with the "dye releasing
activator" &f the patent in suit) indicated in document (2)
is the deblocking of the auxochromic group, i.e. the _
"shifting” of the dye. The Respondent’s submission at oral
proceedings, that a base releasing agent is also required
for activating the developing agent, is unsupported and,
in th; Board’s judgement, not convincing, even thoﬁgh it
has not beeh expressly contested by the Appellant. The
reason for this finding is that, on the one hand,

document (7) discloses a heat-developable photographig
material quite similar to that of document (2), the main
differences being that it does not contain a "shifted dye"
and, at fhg_sahe time, no base releasing agent, which is
nowhere mentioned in document (7), including specific
examples, in spite of the fact that the same developing
agent is uséd as in -document (2).T0n the:othér hand, if a

. base releasing agent would be an essential constituent of

00444

the photgraphic material of document (7) according to
common general knowledge, and its presence would have to be
implied even if it is not mentioned (an assumption which is
very unlikely in the light of the three detailed working
examples), then document (7) would destroy the novelty of
the photographic element of the patent in suit since the
absence of that "base releasing agent" (or "dye releasing

ceeenn
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activator") is the only technical difference between the
two photographic materials. During the oral proceedings,
however, the Respondent has expressly acknowledged novelty
also with respect to that document (see paragraph v above),
a statement which is 1n confllct‘wlth the above

subm1551on. -

I DI

Thus, relying on théi;ited docunments, the Board holds that
a base releasing agent is not an essential constituent of a
heat-developable photographic material differing from that
disclosed in document (2). by the absence of the "shifted
dye". Therefore, a person skilled in the art considering to
modify this known photographic-material by employing an-
"unshifted" 1nstead of the "shifted" dye would have had no
good reason to retaln the base releasing agent.whlch would
have no longer served a useful purpose, as can be learned ~
from document (7)% ' ' e
Thus, in'the Board’s judgement, the technical teaehing'of
the patent in‘suit} namely the specifichcombination of'a .
selected class of "dye precursors", which is not comprised
by those mentioned in document (2), with a reactive _
association of a light-sensitive silver halide and a 1idnt-
stable oxidising silver salt and a base release agent is
not foreshadowed by these general statements neither with'a

view to solving the above technical problem nor with a viéw

to serving any other useful technical purpose. -

The Respondentﬁwas, therefore, unable to demonstrate that a
skllled person without knowing the patent in suit, i.e.’
without the benefit of hindsight, would have arrived at the
subject-matter of the patent in suit. Thus, the requirement
of Article 56 is met.

The above considerations also apply to the subject-matter
of the independent Claim 2 which comprises the same

L
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essential technical features and only differs in that the
functions of the support and the receiving layer are -
separated. The dependent Claims 3 to 24 relate to specific
embodiments of the independent claims and derive their
patentability from these claims.

For these reasons, it is decided that:

1.

2.

00444

The decision under appeal is set aside.

The case is remitted to the first instance with -the order
to maintain the patent on the basis of Claims 1 to 24
submitted during the oral proceedings.

- The Chairman:

T
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