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Summary of Facts and Submissions

IT.

IIT.

Iv.

VI.

VII.

The opponent 2's (appellant's) appeal concerns the
opposition division's decision finding that the patent
in amended form based on the description as filed on

5 May 2023, (the only) claim 1 of the main request
filed on 12 October 2021 as auxiliary request 105, and
the drawings 1 to 4 of the patent as granted, met the

requirements of the EPC.

In the appeal, the opponent argued that the
requirements of Article 123 (2) EPC were not met in view
of the change made in paragraph [0040] of the patent as
granted.

The patent proprietor (respondent) replied thereto and

submitted an auxiliary request 1.

The parties as of right (opponents 1, 3, 4 and 5) did

not make any submissions.

By submission of 5 June 2025, the appellant indicated
that they would not be represented at the scheduled

oral proceedings.

Consequently, the decision is given in writing.

The appellant requests that the decision under appeal
be set aside and amended such that the patent be

revoked.

The respondent requests that the appeal be rejected as
inadmissible, alternatively that the appeal be
dismissed, further alternatively that the patent be
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maintained in amended form on the basis of auxiliary

request 1, submitted with the reply to the appeal.

Reasons for the Decision

1. Article 108 EPC

The respondent claims that the appeal was inadmissible,
because the appellant "did not maintain their
objections against the amended description" during the
opposition proceedings, by not replying to a
communication of the opposition division, and was
therefore not adversely affected by the decision and

not entitled to appeal.

However, 1t is undisputed that the opposition
division's decision to maintain the patent as amended
fell short of the appellant's request to revoke the
patent as then opponent in the opposition proceedings.
There can thus be no doubt that they are adversely
affected by the decision, and entitled to appeal. There

are also no further reasons why the appeal would be

inadmissible.
2. Article 123 (2) EPC
2.1 The appellant argues that the introduction of the

sentence "The pre-coating of the invention comprises
from 8% to 11% silicon by weight, from 2% to 4% iron by
weight, the remainder being aluminium and impurities
inherent in processing." in paragraph [0040] of the
patent as granted offended Article 123(2) EPC.

This is not convincing.
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In decision T 938/20, concerning a first appeal in
these opposition (appeal) proceedings, this board in a
different composition decided that claim 1 met the
requirements of Article 123 (2) EPC (Reasons 4). In
particular, it was found that the feature labelled 1.3b
("the pre-coating comprising from 8% to 11% silicon by
weight, from 2% to 4% iron by weight, the remainder
being aluminum and impurities inherent in processing")
was directly and unambiguously derivable from the
application as filed (Reasons 4.1). It was noted that
in that case the coating composition and the metal bath
composition were considered identical. Therefore, the
fact that some diffusion of Fe might take place, so the
metal bath composition might not necessarily be
absolutely identical to the pre-coating composition was
considered irrelevant in the specific context of the

application underlying the patent.

That feature labelled 1.3b is now present in the
description. Since it was decided that it was allowable
under Article 123(2) EPC in the claim, its introduction
in paragraph [0040] of the patent in suit, which does
not alter its meaning compared to its presence in the
claim, cannot be considered as offending Article 123(2)
EPC.

The appellant's reference to prior art, which allegedly
shows that the composition of the coating differs from
the metallic bath, is not relevant in the case in hand,

as 1is evident from the cited passage of T 938/20.

The appellant also argued that there was a mistake/

typing error in paragraph [0040] of the patent, and

likewise in the application as filed, as well as the
description as amended, because all contained the

identical wording "Typical composition of Al-Si coating
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is: Al-9,3%Si-2,8%Fe". Instead of "coating”™, it should
read "bath".

According to G 2/10 (Reasons 4.3) any amendment to the
parts of a European patent relating to the disclosure
(the description, claims and drawings) 1is subject to
the mandatory prohibition on extension laid down in
Article 123 (2) EPC and can therefore, irrespective of
the context of the amendment made, only be made within
the limits of what a skilled person would derive
directly and unambiguously, using common general
knowledge, and seen objectively and relative to the
date of filing, from the whole of these documents as
filed.

This requirement is fulfilled in the current case,
since the wording "Typical composition of Al-Si coating
is: Al-9,3%S1i-2,8%Fe" is identical in the application

as filed and in the patent.

The question whether there is a mistake is irrelevant
for Article 123(2) EPC in the present case. For
corrections, Rule 139 EPC applies. No request for
correction was made. Therefore it does not need to be
decided whether the conditions laid down in G 1/12

(Reasons 37) for such a correction are fulfilled.

In summary, the opposition division was right that the
amendments made in the description fulfil the

requirements of Article 123(2) EPC.



Order

T 1382/24

For these reasons it is decided that:

The appeal is dismissed.
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