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Summary of Facts and Submissions

IT.

ITI.

Iv.

The decision under appeal is the opposition division's
interlocutory decision concluding that the European
patent as amended according to auxiliary request 1, and
the invention to which it relates, met the requirements
of the EPC.

In the decision, the opposition division concluded that
claim 1 of the main request (patent as granted) added
subject-matter. It then admitted auxiliary request 1
and found that this claim request did not add subject-
matter and met the requirements of sufficiency of

disclosure and inventive step.

The patent proprietor, opponent 1 and opponent 2 each
filed an appeal against the decision. As the three
parties are both appellants and respondents, in the
following they will be referred to as the patent

proprietor, opponent 1 and opponent 2.

With its statement of grounds of appeal, the patent
proprietor requested that the decision under appeal be
set aside and that the patent be maintained as granted
(main request). In addition, it filed auxiliary
requests 1 and 2, each consisting of a single claim.
Auxiliary request 2 was the claim request held

allowable by the opposition division.

In their statements of grounds of appeal, the opponents
requested, among other things, that the decision be set

aside and that the patent be revoked in its entirety.
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VITI.
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With its reply to the opponents' statements of grounds
of appeal, the patent proprietor filed additional

claims as auxiliary requests 3 to 6.

The board scheduled oral proceedings, in line with the
parties' requests, and gave its preliminary opinion on

the case.

In response to the board's preliminary opinion, the
patent proprietor filed further claims as auxiliary

requests 7 to 12.

Oral proceedings were held before the board in the form
of a mixed-mode hearing in which the patent proprietor

and opponent 1 attended by videoconference. At the end

of the oral proceedings, the board announced its

decision.

The main request and auxiliary requests 1 to 12 each

contain a single claim.

Claim 1 of the main request (patent as granted) reads

as follows:

"1. A method comprising:

mixing a polymerizable monomer and a polymerization
initiator at a mixing temperature of 1-60°C for a
mixing period of 1 minute-24 hours to prepare a
mixed polymerizable monomer,

preparing a silane treatment liquid containing
1-40% of silane coupling agent, and 99-60% of
organic solvent and/or water by mixing,

charging the silane treatment liquid into a filler

in a mixing container,
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mixing the filler and the silane treatment liquid
at a mixing temperature of 1-60°C for a mixing
period of 1 minute-24 hours to prepare a silanated
filler,

preserving the silanated filler in a silanated
filler preserving container for 30-600 days of
preserving period,

kneading the mixed polymerizable monomer and the
silanated filler at a kneading temperature of
5-60°C for a kneading period of 5-40 minutes after
charging the silanated filler into the mixed
polymerizable monomer, wherein a ratio of the
silanated filler to the mixed polymerizable monomer
is 0.1-9 parts by weight of the silanated filler to
1 part by weight of the mixed polymerizable
monomer,

defoaming the mixed polymerizable monomer and the
silanated filler at 5-200 Torr for a defoaming
period of 5-30 minutes to prepare a composite
material,

preserving 1-8 liters of the composite material 1in
a composite material preserving container at a
preserving temperature of 1-25°C for a preserving
period of 10 days-1.5 years,

transferring a portion of the composite material
into a preserving container having 1-50 cc of
volume, and

preserving the transferred composite material in
the preserving container having 1-50 cc of volume
at a preserving temperature of 1-40°C for a

preserving period of 50 days-5 years."

Claim 1 of auxiliary request 1 differs from claim 1 of

the main request in that the first step of the method

contains the following amendment:
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"charging a polymerization initiator into a

polymerizable monomer 1in a mixing container, and mixing

thea polymerizable monomer and thea polymerization
initiator at a mixing temperature of 1-60°C for a
mixing period of 1 minute-24 hours to prepare a mixed

polymerizable monomer"

Claim 1 of auxiliary request 2 differs from claim 1 of

auxiliary request 1 in that it further specifies that

the polymerisation initiator is a photoinitiator.

Claim 1 of auxiliary request 3 differs from claim 1 of

auxiliary request 2 in that the lower limit of the
preservation period in the container having 1 to 50 cc

is 100 days.

Claim 1 of auxiliary request 4 differs from claim 1 of

auxiliary request 3 in that:

- the step of mixing the polymerisable polymer and
the polymerisation initiator is carried out at a
temperature of 5 to 30°C for 15 minutes to 10
hours

- the preservation in large containers is carried
out at 1 to 8°C in dark for 30 days to 1 year

- the preservation in small containers is carried
out at 1 to 25°C in dark for 100 days to 3 years

Claim 1 of auxiliary request 5 differs from claim 1 of

auxiliary request 4 in that it further specifies that
the filler contains colloidal silica having an average

particle size of 1 to 300 nm.

Claim 1 of auxiliary request 6 differs from claim 1 of

auxiliary request 5 in that:
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- 1t specifies that the silanated filler is
preserved at 5 to 25°C

- the amount of composite preserved in the large
containers is 2 to 5 litres

- the small containers have a volume of 2 to 5 cc

Claim 1 of auxiliary requests 7 to 12 differ from claim

1 of auxiliary requests 1 to 6, respectively, in that
the step of transferring the composite into the small

quantity preserving container is amended as follows:

"filling transferring a portion of the composite
material extruded from a nozzle of a filling machine

into a preserving container..., and preserving the
+transferred—filled composite material in the preserving

container...

The patent proprietor's arguments relevant to the

present decision can be summarised as follows.

Claim 1 as granted did not add subject-matter. Its main
basis in the application as filed was the specific
embodiment in claim 1 read in conjunction with the
broader embodiment in claims 8 to 12. A similar basis
could be found in the description passages extending
from page 6, line 23 to page 8, line 6 and page 4, line
12 to page 6, line 22. Although claim 1 as granted did
not contain the feature in claim 1 as filed that the
weight ratio of silane coupling agent to filler was 1
to 15, considering the application as a whole, the
omission of the feature passed the test set out in
Guidelines H-V, 3.1 and met the gold standard.

The application did not teach that a weight ratio of
silane coupling agent to filler of 1 to 15 was

essential to the invention. Claims 8 to 12 and the
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passages on page 22, lines 11 to 15 and page 21, lines
11 to 13 disclosed the basics steps of the method of
the invention. They did not limit the method to the use
of a specific silanated filler or define any weight
ratio of silane coupling agent to filler. In fact, the
application taught that the invention could be carried
out using weight ratios other than those in claim 1 as
filed. For instance, the passage on page 13, lines 8 to
14, disclosed a volume ratio of silane coupling agent
to filler that did not correspond to the weight ratio
in claim 1 as filed. In addition, the weight ratio of
silane coupling agent to filler in the examples was
0.03 or 0.06 rather than 1 to 15. Furthermore, the
omission of the weight ratio of silane coupling agent
to filler did not require adapting other features in
claim 1 as filed since the other steps in the claim

were disclosed for any silanated filler.

The opponents' arguments relevant to the present

decision can be summarised as follows.

The patent proprietor's arguments on the essentiality
and functionality tests were irrelevant since the
criterion for assessing added subject-matter was the

gold standard.

Claim 1 as granted involved an unallowable intermediate
generalisation between claim 1 and claims 8 to 12 as
filed. It defined an undisclosed embodiment resulting
from the arbitrary omission of features in claim 1 as
filed. The application as filed disclosed a plurality
of alternative embodiments that were not hierarchically
related to each other. The embodiments were more
specific or more general and contained more or fewer
steps, but they were all disclosed independently and at

the same level of preference. Therefore, they could not
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be combined with each other. Consequently, the
embodiment in claim 1 as filed could not be generalised
using the embodiment in claims 8 to 12 as filed or
similar embodiments in the description. The arbitrary
omission of the weight ratio of silanated coupling
agent to filler in claim 1 as granted was unallowable
since this feature was originally disclosed in
combination with other specific working conditions that
were maintained, e.g. mixing temperatures and times.
The same combination of weight ratios, temperatures and
times was also disclosed in other passages of the
application, such as claims 2 to 4, page 6, lines 28 to
34 and page 25, lines 24 to 30. It could not be
directly and unambiguously derived from the application
as filed that the weight ratio of silane coupling agent
to filler could be omitted while other working
conditions originally disclosed in combination were

maintained, as had been done in claim 1 as granted.

The parties' final requests relevant to the present

decision were as follows.

- The patent proprietor requested that the decision
under appeal be set aside and that the patent be

maintained as granted (main request).

Alternatively, it requested that the patent be
maintained in amended form on the basis of one of

the following claim requests:

- auxiliary requests 1 and 2 filed with its
statement of grounds of appeal

- auxiliary requests 3 to 6 filed with the
reply to the opponents' statements of

grounds of appeal
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- auxiliary requests 7 to 12 filed with the
letter dated 18 November 2024.

- The opponents requested that the decision under
appeal be set aside and that the patent be revoked

in its entirety.

In addition, opponent 1 requested that auxiliary
request 1 not be admitted into the appeal
proceedings and opponent 2 requested that auxiliary
requests 1 and 7 to 12 not be admitted into the

appeal proceedings.

Reasons for the Decision

1. Amendments (Article 100(c) EPC) - main request (patent

as granted)

1.1 The standard of disclosure to be applied for the
assessment of added subject-matter is the gold
standard, as last confirmed by the Enlarged Board of
Appeal in decision G 1/16 (O0J EPO 2018, A70, Reasons 17
to 20). This standard is defined as:

"what a skilled person would derive directly and
unambiguously, using common general knowledge and seen
objectively and relative to the date of filing, from
the whole of these documents [the application

documents] as filed"

The patent proprietor based its case on the allegation
that the omission of features in claim 1 as granted
passed the test in Guidelines H-V, 3.1 (March 2024
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edition) . However, as noted by opponent 2, the test
proposed in Guidelines H-V, 3.1 cannot replace an
assessment of added subject-matter based on the gold
standard. This is also clear from the wording of
Guidelines H-V, 3.1 itself. This provision states
firstly that "if the amendment by replacing or removing
a feature from a claim fails to pass the following test
by at least one criterion, it necessarily contravenes
the requirements of Article 123(2)". Later on, it
states that "even if the above criteria are met, the
division must still ensure that the amendment by
replacing or removing a feature from a claim satisfies
the requirements of Article 123(2) as they also have
been set out in G 3/89 and G 11/91, referred to in

G 2/10 as 'the gold standard'". Thus, according to
Guidelines H-V, 3.1, the test it proposes is useful for
proving that an amendment adds subject-matter but
insufficient for proving the contrary, the relevant
criterion remaining the gold standard. It is clear from
the wording of Guidelines H-V, 3.1 alone that the test
stated there cannot assist the patent proprietor in
proving that claim 1 as granted meets the requirements
of Article 123(2) EPC. Therefore, in the following, the
board focuses on determining whether the method of

claim 1 as granted meets the gold standard.

According to the patent proprietor, the primary basis
for claim 1 as granted in the application as filed is

claim 1. Claim 1 as filed reads as follows:

"1. A method for manufacturing a composite material
comprising a filler, a polymerizable monomer, and a
polymerization initiator, the method comprising a mixed
polymerizable monomer preparing step, a silanation
step, a silanated filler preserving step, a composite

material preparing step, a composite material
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preserving step, a composite material filling step, and
a small quantity preserving container preserving step,
wherein:

the mixed polymerizable monomer preparing step
comprises charging a polymerization initiator into a
polymerizable monomer in a mixing container, and mixing
the polymerizable monomer and the polymerization
initiator at a mixing temperature of 1-60°C for a
mixing period of 1 minute-24 hours to prepare a mixed
polymerizable monomer,

the silanation step comprises preparing a silane
treatment liquid containing 1-40 % of silane coupling
agent, and 99-60 % of organic solvent and/or water by
mixing them, charging the silane treatment liquid into
the fillere [sic] in the container at the ratio of 1-15
parts by weight of a silane coupling agent based on 1
part by weight the filler, and mixing the filler and
the silane treatment liquid at mixing temperature of
1-60°C for a mixing period of 1 minute-24 hours to
prepare a silanated filler,

the silanated filler preserving step comprises
preserving the silanated filler for 30-600 days of
preserving period,

the composite material preparing step comprises
performing a kneading step and a defoaming step,
wherein

the kneading step comprises kneading the mixed
polymerizable monomer and a silanated filler at a
kneading temperature of 5-60°C for a kneading period of
5-40 minutes after charging the silanated filler into
the mixed polymerizable monomer, wherein a ratio of the
the silanated filler to the mixed polymerizable monomer
is 0.1-9 parts by weight of the silanated filler to 1
part by weight of the mixed polymerizable monomer, and
the defoaming step comprises defoaming the mixed

polymerizable monomer and the silanated filler at 5-200
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Torr for a defoaming period of 5-30 minutes to prepare
a composite material,

the composite material preserving step comprises
preserving 1-8 liters of the composite material
prepared in the composite material preparing step at a
preserving temperature of 1-25°C for a preserving
period of 10 days-1.5 years,

the composite material filling step comprises filling
the composite material extruded from a nozzle of a
filling machine into a small quantity preserving
container having 1-50 cc of volume, and

the small quantity preserving container preserving step
comprises preserving the composite material in the
small quantity preserving container at a preserving
temperature of 1-40°C for a preserving period of 50

days-5 years."

Claim 1 as granted results from claim 1 as filed by

deleting the following three features:

(1) "charging a polymerisation initiator into a
polymerisable monomer in a mixing
container"”

(idi) "at the ratio of 1-15 parts by weight of a
silane coupling agent based on 1 part by
weight the filler"

(1i1) "filling the composite material extruded

from a nozzle of a filling machine"

For the reasons explained in the following paragraphs,
the board holds that at least the omission of feature

(ii) adds subject-matter.

The patent proprietor argued that the method of claim 1
as filed could be generalised by omitting feature (ii)

in view of the broader teaching in claims 8 to 12 as
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filed and on page 4, line 12 to page 6, line 22. As
these passages disclosed a method comprising the
essential steps of claim 1 as filed without specifying
particular conditions, the condition defined in feature
(1ii) of claim 1 as filed could be omitted. This view
was allegedly supported by the fact that the passage on
page 13, lines 8 to 14 and the examples of the
application as filed disclosed weight ratios of silane
coupling agent to filler outside the range defined in
feature (ii): page 13, lines 8 to 14 disclosed a volume
ratio of silane coupling agent to filler that did not
correspond to the weight ratio defined in claim 1 as
filed, and the weight ratio of silane coupling agent to
filler in the examples was 0.03 or 0.06 instead of 1 to
15 (see application as filed, page 41, lines 1 to 18).
Therefore, it could be derived that feature (ii) was
not essential to the invention and that it could be

omitted without adding subject-matter.

The board disagrees. As submitted by opponent 2, the
application as filed discloses a plurality of
independent embodiments with different degrees of
generalisation and different numbers of steps but no
hierarchical relationship. Therefore, the embodiments

cannot be combined with each other without further ado.

On the one hand, the application contains specific
embodiments disclosing the working conditions of each
method step, namely temperature, time, concentration,
weight ratio, pressure and/or volume. This is the case
for the embodiments in independent claims 1 to 4 as
filed and the passages extending from page 6, line 16
to page 8, line 6. These embodiments define multi-step
methods including a silanation step in which a silane
treatment liquid containing 1 to 40% of silane coupling

agent and 99 to 60% of organic solvent and/or water is



- 13 - T 0227/23

prepared. The silane treatment liquid is then charged
into the filler at a weight ratio of silane coupling
agent to filler of 1 to 15, and the resulting
combination is mixed at 1 to 60°C for 1 minute to 24

hours.

On the other hand, the application discloses broad
embodiments which define the essential steps of the
method of the invention without specifying any working
conditions. This is the case for the method disclosed
by the combination of claims 8 to 12 or the passage
extending from page 4, line 12 to page 6, line 8. The
methods in these embodiments include a step in which a
silanated filler is prepared by treating a filler with

a silane.

In summary, the application discloses specific
embodiments defining method steps and the working
conditions for each step and generic embodiments
defining only method steps, i.e. without specifying any
working condition. The application as filed does not
provide a clear teaching on the relationship between
the multiple working conditions. It does not indicate
which working conditions, if any, can be omitted from
the specific embodiments while maintaining the others.
With regard to the weight ratio of silane coupling
agent to filler, this condition is never disclosed in
isolation or in a general manner but always in the
context of specific embodiments together with a set of
other working conditions. In particular, a weight ratio
of silane coupling agent to filler of 1 to 15 was
consistently disclosed across the application always in
combination with the other working conditions in claim
1 as filed. This is particularly the case for
independent claims 1 to 4, the disclosure extending

from page 6, line 16 to page 8, line 6, and the passage
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on page 25, lines 24 to 30. Therefore, the skilled
person would not directly and unambiguously derive that
the weight ratio of silane coupling agent to filler of
1 to 15 can be omitted from claim 1 as filed while all

or most of the other working conditions are maintained.

The patent proprietor is right that the passage on page
13, lines 8 to 14 and the examples disclose weight
ratios of silane coupling agent to filler that do not
fall within the range disclosed in the rest of the
application as filed, including claim 1. However, this
inconsistency cannot be interpreted as meaning that the
weight ratio of silane coupling agent to filler in
claim 1 as filed is independent from the other working
conditions or that it can be varied at will or even
omitted. Rather, the inconsistencies on page 13, lines
8 to 14 and in the examples with the rest of the
application point to an error for which there is no
immediate evident solution. Therefore, the skilled
person would not directly and unambiguously derive that
the weight ratio in claim 1 as filed can be omitted

while maintaining most of the other working conditions.

Consequently, claim 1 as granted adds subject-matter,
and the ground for opposition of Article 100 (c) EPC

prejudices the maintenance of the patent as granted.

Amendments (Article 123(2) EPC) - auxiliary requests 1
to 12

Claim 1 of each of auxiliary requests 1 to 12 is also
primarily based on claim 1 as filed from which the
weight ratio of silane coupling agent to filler is
omitted while most of the other working conditions are
maintained. Therefore, irrespective of the question of

the admittance of auxiliary requests 1 and 7 to 12,
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auxiliary requests 1 to 12 add subject-matter for the
reasons set out for the main request. Consequently,

auxiliary requests 1 to 12 do not meet the requirements

of Article 123(2) EPC.

Order

For these reasons it is decided that:

1. The decision under appeal is set aside.
2. The patent is revoked.
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