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Summary of Facts and Submissions

IT.

IIT.

Iv.

The appeal of the applicants (appellants) lies from the
decision of the examining division refusing European
patent application No. 14 830 801.8, filed under the
PCT as an international patent application published as
WO 2015/082690 (application as filed). The title of the
application is "Methods and pharmaceutical compositions
for expressing a polynucleotide of interest in the

retinal pigment epithelium of a subject".

The examining division decided that the subject-matter
of the claims of the main request complied with the
requirements of Article 123(2) EPC. The application
was, however, refused because the subject-matter of
claims 1 to 10 was considered to lack an inventive step
(Article 56 EPC).

With the statement of grounds of appeal, the appellants
submitted sets of claims of a new main request, two
auxiliary requests and arguments that the claimed
subject-matter of each of these requests complied with
the requirements of Article 123(2) EPC and involved an

inventive step (Article 56 EPC).

Subsequent to summoning the appellants to oral
proceedings, the board issued a communication pursuant
to Article 15(1) RPBA in which it informed the
appellants that, inter alia, it intended not to admit
and consider the main request and the two auxiliary
requests in the appeal proceedings (Article 12(4) and

(6) RPBA), explaining its reasons.

Prior to the oral proceedings, the registry of the

board was informed by email that the appellants would



VI.
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not attend the oral proceedings. Oral proceedings were
held in the absence of the appellants. At the end of
the oral proceedings, the Chair announced the decision
of the board.

The appellants requested that the decision under appeal
be set aside and that a patent be granted on the basis
of the set of claims of the main request or,
alternatively, one of the sets of claims of auxiliary
requests 1 or 2, all submitted with the statement of

grounds of appeal.

Reasons for the Decision

The appeal is admissible.

The appellants were duly summoned but did not attend
the oral proceedings. The board decided to continue the
proceedings in the appellants' absence, in accordance
with Rule 115(2) EPC and Article 15(3) RPBA.

Admittance into the appeal proceedings of the requests filed

with the statement of grounds of appeal

The decision under appeal was based on a set of claims
of a main request designated MR4 filed at the end of
the oral proceedings before the examining division (see
points 23 and 28 of the minutes of the oral proceedings
(the minutes) and its annex). Prior to the filing of
version MR4 of the main request, other versions of the
main request had been filed, including a version on

16 November 2020, which was withdrawn at the beginning
of the oral proceedings, and later versions designated
MR1, MR2 and MR3, which were successively filed and

withdrawn in the course of the oral proceedings.
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All three sets of claims submitted in appeal for
consideration by the board were filed for the first
time with the statement of grounds of appeal (see
section IITI.) and are, thus, not requests on which the
decision under appeal was based within the meaning of
Article 12(2) RPBA. Their submission in the appeal
proceedings therefore constitutes an amendment within
the meaning of Article 12(4) RPBA, which may be
admitted into the appeal proceedings only at the
board's discretion. Furthermore, as explained below,
these requests also constitute requests which were
either no longer maintained by the appellants or which
should have been submitted in the examination

proceedings under Article 12 (6) RPBA.

Main request and auxiliary request 1

The main request forming the basis of the decision
under appeal (MR4, see point 3.) contains only
independent claims which either do not limit the
polynucleotides of interest to be under the control of
a CAG promoter (claim 1) or which limit such control to
the specific REP1 encoding polynucleotide of interest
(claim 10). The examining division considered these
claims to comply with the requirement of

Article 123 (2) EPC (see point II. above).

Independent claim 9 of the main request and independent
claim 2 of auxiliary request 1 (the two claims being
identical) deviate from independent claim 10 of the
main request in version MR4 in that the claimed rAAV2/5
vector contains a polynucleotide of interest which
encodes a protein which can be different from REP1, is
selected from a particular list and is "under the

control of a CAG promoter".
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Independent claim 9 of the main request and independent
claim 2 of auxiliary request 1 are identical to
dependent claim 11 of the set of claims designated MRI1,
which was filed during the oral proceedings before the
examining division (see annex to the minutes and

point 3. above). According to points 7 and 8 of the
minutes, the examining division considered that this
claim did not comply with the requirements of

Article 123(2) EPC (note: the board considers it
obvious from the context that the reference in line 2
of point 8 to claim 10 is erroneous and is intended to
refer to claim 11). The appellants then withdrew MR1
and replaced it with a new claim request (see point 9

in the minutes).

By filing the new main request and auxiliary request 1
in appeal, the appellants are attempting to reinstate a
claim which was withdrawn in reaction to the negative
opinion of the examining division and was thus no
longer maintained in the examination proceedings. As a
result, subject-matter is re-introduced in the appeal
proceedings on which the examining division opined
negatively under Article 123(2) EPC but for which the
examining division had no opportunity to provide

reasons in the decision under appeal.

The primary purpose of the appeal procedure is to give
the losing party a possibility to challenge the
decision on its merits (see Article 111(1) EPC and
decision G 9/91, OJ EPO 1993, 408, Reasons 18). It has
further been codified in Article 12(2) RPBA that in
view of the primary object of the appeal proceedings to
review the decision under appeal in a judicial manner,

a party's appeal case is to be directed to the
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11.
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requests, facts, objections, arguments and evidence on

which the decision under appeal was based.

In the case in hand, by withdrawing the mentioned claim
in the MR1 main request in examination, the appellants
deliberately chose not to obtain a written decision
covering a rAAV2/5 vector containing a polynucleotide
of interest, which encodes a protein which can be
different from REP1, is selected from a particular list

and is "under the control of a CAG promoter".

In accordance with Article 12(6), second sentence,
RPBA, the board must not, inter alia, admit requests
which were no longer maintained in the proceedings
leading to the decision under appeal unless the
circumstances of the appeal case justify their
admittance. No justification has been provided by the
appellants, and the board does not consider that there

are any such justifying circumstances either.

In view of the above considerations, the board
exercised its discretion under Article 12 (6) RPBA and
did not admit and consider the main request and

auxiliary request 1 in the appeal proceedings.

Auxiliary request 2

The sole claim of this request is a combination of
independent claim 1 and its dependent claim 2 of the
main request subject to the decision under appeal
(MR4) . This is not a request on which the decision
under appeal is based either, and its admittance is

thus at the board's discretion (see point 4. above).
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Article 12(4) RPBA, second sentence requires the
submitting party to provide reasons for submitting the
request in the appeal proceedings and also, besides
indicating the basis for the amendments filed, to
provide reasons why the amendment overcomes the
objections raised. Furthermore, in accordance with
Article 12 (6) RPBA, second sentence, the board must not
admit requests which should have been submitted in the
proceedings leading to the decision under appeal unless
the circumstances of the appeal case justify their

admittance.

The appellants have not complied with their obligations
under Article 12 (4) RPBA, second sentence. They have
neither provided reasons for submitting this request
only in the appeal proceedings, nor indicated the basis
for the amendment in the application as filed, nor
provided reasons why the amendment overcomes the
objections raised. They merely alleged that the
decision under appeal was wrong on this point.
Moreover, the board considers that the appellants could
and should have filed this request in the examination
proceedings. The appellants have not argued that
auxiliary request 2 was filed in response to e.g. a
late turn of events in the examination proceedings or a
new reasoning by the examining division in the decision

under appeal to which they had not had time to react.

In view of the above considerations, the board
exercised its discretion under Article 12(4), (6) RPBA
and did not admit and consider auxiliary request 2 in

the appeal proceedings.
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Conclusion

As there is no claim request in the proceedings on the

17.
basis of which a patent could be granted, the appeal is

to be dismissed.

Order

For these reasons it is decided that:

The appeal is dismissed.

The Registrar: The Chair:
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