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Summary of Facts and Submissions

IT.

IIT.

Iv.

The appellant (applicant) lodged an appeal against the
decision of the examining division refusing European

patent application No. 11715319.7.

Among the documents considered during the first-
instance proceedings, the following documents were

cited in the present appeal proceedings:

D2: US 2007/0151371 Al
D4: WO 01/02816 A2.

In the decision under appeal the examining division
concluded in respect of the requests then on file inter
alia as follows:

- main request: independent claims 1 and 9 were not
clear (Article 84 EPC);

- first auxiliary request: independent claims 1 and
9 were not clear (Article 84); and

- second auxiliary request: dependent claim 5 did
not comply with the requirements of Article 123 (2) EPC,
and independent claims 1 and 8 were not clear (Article
84 EPC).
The examining division also held that the subject-
matter of the independent claims of the main and the
first and second auxiliary requests was not new and/or
did not involve an inventive step in view documents D2
and D4 (Articles 54 (1) and 56 EPC).

With the statement setting out the grounds of appeal
dated 13 May 2021 the appellant submitted claims

according to a main request and an auxiliary request.
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VIT.
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In reply to the preliminary opinion expressed by the
board in a communication pursuant to Article 15(1) RPBA
2020 annexed to the summons to oral proceedings the
appellant filed by letter dated 27 March 2023 claims

according to a second to a fifth auxiliary request.

Oral proceedings before the board were held on
25 April 2023.

The appellant requested that the appealed decision be
set aside and that a patent be granted based on the
claims of one of

- the main request and the first auxiliary request
(then labelled "auxiliary request") filed with the
statement of grounds of appeal of 13 May 2021, and

- the second to fifth auxiliary requests filed with

the letter of 27 March 2023.

At the end of the oral proceedings the chair announced

the decision of the board.

Claim 1 of the main request reads as follows:

"A vibrating flow meter (205), comprising:

a single curved flow conduit (210);

a single conduit temperature sensor T; (291) affixed
to the single curved flow conduit (210);

a balance structure (208) affixed to and opposing
the single curved flow conduit (210); and

a single balance temperature sensor T, (292) affixed
to the balance structure (208), wherein a conduit
temperature sensor resistance of the conduit
temperature sensor T; (291) and a balance structure
temperature sensor resistance of the balance

temperature sensor T, (292) are selected to form a
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predetermined resistance ratio corresponding to a

temperature importance ratio."

Claim 1 of the first auxiliary request differs from
claim 1 of the main request in that the claim further

reads as follows:

"between the flow conduit (210) and the balance
structure (208), wherein the temperature importance
ratio comprises a relative importance of local
temperatures of the flow conduit (210) and the balance

structure (208) on the output data."

Claim 1 of the second auxiliary request differs from
claim 1 of the first auxiliary request in that the
expression "the balance structure (208) on the output
data" at the end of the claim is replaced by the
expression "the balance structure (208) on flowmeter

output data."

Claim 1 of the third auxiliary request differs from
claim 1 of the second auxiliary request in that the two
occurrences of each of the expressions "sensor T;
(291)" and "sensor Ty (292)" have respectively been
replaced by the expressions "resistor T; (291) and

"resistor T, (292)".

Claim 1 of the fourth and the fifth auxiliary requests
differs from claim 1 of the third auxiliary request in
that the last feature of the claim reading "are
selected to form a predetermined resistance ratio
corresponding to a temperature importance ratio between
the flow conduit (210) and the balance structure (208),
wherein the temperature importance ratio comprises a
relative importance of local temperatures of the flow

conduit (210) and the balance structure (208) on
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flowmeter output data" is respectively replaced by the

following feature:

"are selected to provide electrical resistances in
proportion to the thermal importance of the conduit
(210) and the balance structure (208 [sic]".

and by the following feature:

"are selected to quantify how a change in
temperature will affect the elastic modulus of the
balance structure or conduit, or how a change in flow
fluid temperature or environmental temperature will

transfer into the balance structure or conduit."

Reasons for the Decision

1. The appeal is admissible.

2. Main request - Admittance - Article 12(6), second
sentence, RPBA 2020

2.1 The present main request was filed with the statement
of grounds of appeal, and the claims of this request
have no counterpart in the claims of the requests
considered during the first-instance proceedings and
they differ, in particular, from the claims of the
requests underlying the decision under appeal. More
particularly, claim 1 of the main request differs from
claim 1 of the main request underlying the decision
under appeal in that the expressions "a conduit
temperature sensor" and "a balance temperature sensor"

have respectively been replaced by "a single conduit
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temperature sensor" and "a single balance temperature

sensor".

According to Article 12(6), second sentence, RPBA 2020
"[tlhe Board shall not admit requests [...] which
should have been submitted [...] in the proceedings
leading to the decision under appeal, unless the
circumstances of the appeal case justify their

admittance".

With its letter dated 27 March 2023 and during the oral
proceedings the appellant submitted that the term
"single" in the features "single conduit temperature
sensor" and "single balance temperature sensor" of
claim 1 of the present main request was already present
in the corresponding features of claim 1 of auxiliary
requests 1 and 2 underlying the decision under appeal,
and that the examining division had already assessed in
its decision the impact of the two occurrences of the
term "single" on the issues of novelty and inventive
step over documents D2 and D4. The appellant submitted
that, for these reasons, the board was not being
presented with new subject-matter not addressed by the

examining division.

The board notes, however, that the term "single" was
present in claim 1 of the then first and second
auxiliary requests in combination with other features
absent in claim 1 of the present main request, so that
already for this reason this claim is directed to
subject-matter on which no decision was taken by the

examining division.

In addition, the examining division's view on the
patentability of claim 1 of the then first and second

auxiliary requests over documents D2 and D4 does not
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constitute a justification for dissociating - as done
by the appellant with claim 1 of the present main
request - the term "single" from the remaining features
of claim 1 of either one of the then first and second
auxiliary requests and presenting the board with
subject-matter containing the amendment relating to the
term "single", without the mentioned remaining

features.

In other words, present claim 1 was not "submitted
[...] in the proceedings leading to the decision under

appeal”". The gquestion is whether it should have been.

In the present case, the term "single" appears to have
been inserted twice in independent claim 1 of the main
request for the purpose of overcoming objections of
lack of novelty and of inventive step raised by the
examining division in respect of the independent claims
of the main request underlying the decision under
appeal, but the claims of the present main request
could, and as a matter of fact should, have been
submitted during the first-instance proceedings, and in
particular during the first-instance oral proceedings,

in reaction to the mentioned objections.

The board is also unable to identify in the present
case any specific circumstance of the appeal case that
would justify the admission of the main request into
the appeal proceedings, against the negative
presumption under Article 12(6), second sentence, RPBA
2020. On the contrary, by filing the claims of the main
request for the first time with the statement of
grounds of appeal the appellant presented the board
with subject-matter on which no decision was taken by
the department of first instance, so that the admission

of this request into the proceedings would compel the
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board either to give a first ruling on several issues
(in particular, under Articles 123(2), 84 and 52 (1)
EPC) - a task incompatible with its primary role,
namely to review the decision under appeal in a
judicial manner (cf. Article 12(2) RPBA 2020) -, or to
remit the case to the department of first instance,
which in the present case would be contrary to

procedural economy.

In view of these considerations, the board decided not
to admit the main request into the appeal proceedings
(Article 12 (6), second sentence, RPBA 2020).

First auxiliary request - Admittance - Article 12(6),
second sentence, RPBA 2020

The first auxiliary request was filed with the
statement of grounds of appeal and the claims of this
request have no counterpart in the claims of the
requests considered during the first-instance
proceedings, and they differ, in particular, from the
claims of the requests underlying the decision under
appeal. More particularly, claim 1 of the auxiliary
request differs from claim 1 of the main request
underlying the decision under appeal in that

a) the expressions "a conduit temperature sensor"
and "a balance temperature sensor" have respectively
been replaced by "a single conduit temperature sensor"
and "a single balance temperature sensor",

b) the temperature importance ratio referred to in
the claim is the temperature importance ratio "between
the flow conduit (210) and the balance structure
(208) ", and

c) the temperature importance ratio "comprises a

relative importance of local temperatures of the flow
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conduit (210) and the balance structure (208) on the
output data".

As regards feature a), the same considerations brought
forward in points 2.2 to 2.5 above also apply to this
amended feature. In addition, features b) and c) are
directed - as submitted by the appellant during the
oral proceedings - to overcome objections addressed by
the examining division in the decision under appeal.
However, the corresponding amendments could also have
been submitted during the first-instance proceedings in
reaction to the mentioned objections. Therefore, claim
1 of auxiliary request could, and as a matter of fact
should, have been submitted during the first-instance

proceedings.

In view of these considerations, the board decided not
to admit the first auxiliary request into the appeal
proceedings (Article 12(6), second sentence, RPBRA
2020) .

Second to fifth auxiliary requests - Admittance -
Article 13(2) RPBA 2020

The second to fifth auxiliary requests were filed after
the notification of the summons to oral proceedings and
claim 1 of each of these requests contain amendments
when compared with claim 1 of the main and the first
auxiliary requests (see point VII above). Therefore,
the claims of the second to fifth auxiliary requests
constitute an amendment of the appellant's appeal case
within the meaning of Article 13(2) RPBA 2020 and
according to this article these requests "shall, in
principle, not be taken into account unless there are
exceptional circumstances, which have been justified

with cogent reasons" by the appellant.
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The appellant submitted that the amended claims
according to the second to fifth auxiliary requests
were filed in reaction to the objections of lack of
clarity raised by the board in the communication

annexed to the summons to oral proceedings.

The board first notes that in the communication annexed
to the summons the board expressed the preliminary
opinion that the main request was not to be admitted
into the appeal proceedings under Article 12(4) and (6)
RPBA 2020 (point 1.1 of the communication). The board
also expressed the view that the claims of the main
request were not clear (Article 84 EPC) (see point 1.2
of the communication), but with the reservation that
this view was expressed "in the event that the main
request would, contrary to the preliminary opinion
expressed [in point 1.1 of the communication], be
admitted into the appeal proceedings" (point 1.2 of the
communication, first paragraph) and "if at all
admitted" (point 1.2.4). An analogous opinion was
expressed in respect of the first auxiliary request
(points 2.1 and 2.2 of the communication). Since
neither the main request nor the first auxiliary
request are admitted into the appeal proceedings (cf.
points 2 and 3 above), the mere fact that the board in
preparation for the oral proceedings raised objections
of lack of clarity conditional on the main request and/
or the first auxiliary request being, contrary to its
preliminary opinion, admitted by the board during the
oral proceedings does, in the board's view, not
constitute exceptional circumstances within the meaning
of Article 13(2) RPBA 2020 that would justify amending
the appellant's appeal case (see in this respect
decision T 2599/19, catchword and points 1.1.3 and

1.1.5 of the reasons).
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In addition, the objections of lack of clarity
addressed by the board in its communication essentially
correspond - as mentioned in point 1.2, first
paragraph, of the communication annexed to the summons,
and as also acknowledged by the appellant during the
oral proceedings - to the objections of lack of clarity
already raised by the examining division in its
decision. Therefore, they do not constitute new
objections amounting to exceptional circumstances
within the meaning of Article 13(2) EPC, but only a
further elaboration of the arguments given by the
examining division in support of the mentioned
objections under consideration of the counter-arguments
submitted by the appellant with the statement of

grounds of appeal.

4.3 In the absence of exceptional circumstances let alone
cogent reasons that would justify the amendments
according to the second to fifth auxiliary requests,
the board decided not to take into account the second
to fifth auxiliary requests pursuant to Article 13(2)
RPBA 2020.

5. In view of the above considerations and conclusions,

and in particular in the absence of an admitted

request, the appeal is to be dismissed.

Order

For these reasons it is decided that:

The appeal is dismissed.
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