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Summary of Facts and Submissions

IT.

IIT.

Iv.

This decision concerns the appeal filed by the opponent
(appellant) against the interlocutory decision of the
opposition division finding that, on the basis of
auxiliary request 1 filed during oral proceedings
before the opposition division, the patent in suit

("the patent") met the requirements of the EPC.

In its notice of opposition, the opponent had requested
that the patent be revoked in its entirety on, inter
alia, the ground for opposition under Article 100 (a)
EPC in combination with Article 54 EPC (lack of
novelty) .

In its decision, the opposition division found, inter
alia, that the auxiliary request was novel and involved

an inventive step. Claim 1 of this request reads:

"l. A milk chocolate composition comprising greater
than 40% natural milk solids by weight and other milk
chocolate ingredients, wherein the milk chocolate
composition contains a milk fat component of said milk
solids that is not greater than 8% by weight of the
composition, wherein the composition is prepared from
ingredients comprising chocolate crumb in an amount of

not greater than 70% by weight."

The following documents submitted during the opposition

proceedings are relevant to the decision:

Ol "Industrial Chocolate Manufacture and Use", S. T.

Beckett (ed.), third edition, 1999, 342



VI.

VII.

VIIT.
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02 GB 2 369 985 A

Together with its reply to the statement setting out
the grounds of appeal, the patent proprietor

(respondent) submitted document 09:

09 EP 3 383 192 Bl

The board summoned the parties to oral proceedings and
issued a communication under Article 15(1) RPBA 2020 in

which it set out its preliminary opinion.

Together with a letter dated 1 September 2022, the

respondent filed an auxiliary request.

Claim 1 of the auxiliary request reads (amendments with
respect to claim 1 of the request allowed by the

opposition division are underlined):

"l. A milk chocolate composition comprising greater
than 40% natural milk solids by weight and other milk

chocolate ingredients, wherein the milk chocolate

composition further comprises a) cocoa liquor; b) cocoa

butter; and c) added sweetener in an amount of not

greater than 38 wt% of the milk chocolate composition;

wherein the milk chocolate composition contains a milk
fat component of said milk solids that is not greater
than 8% by weight of the composition, wherein the
composition is prepared from ingredients comprising
chocolate crumb in an amount of not greater than 70% by

weight."

Furthermore, the respondent submitted the following
document 010 on 28 September 2022:



IX.
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010 "Industrial Chocolate Manufacture and Use", S. T.
Beckett (ed.), fourth edition, 2009, pp. 2, 5,
101-120, 160, 161

The appellant's arguments relevant to the decision may

be summarised as follows:

Documents 09 and 010 should not be admitted into the
proceedings. Likewise, the auxiliary request should not
be admitted.

The subject-matter of claim 1 of the main request
(auxiliary request 1 as held allowable by the
opposition division) lacked novelty vis-a-vis document
02. As followed from paragraphs [0021] and [0031] of
the patent, the scope of claim 1 was not limited to
final, consumable milk chocolate compositions, but
included chocolate crumb. Also the crumb compositions
described on page 9 and in example 2 of 02 had been
prepared from ingredients comprising no chocolate
crumb. They thus fell within the scope of claim 1. The
crumb of 02 was even consumable, as it had been tested
by persons (second paragraph on page 11 of 02). The
expression "prepared from ingredients" had to be
interpreted with the broadest sensible meaning, and
included any downstream processing steps (of the

ingredients).

The respondent's arguments relevant to the decision may

be summarised as follows:

The auxiliary request and document 010 should be
admitted into the proceedings, as they had been filed
in response to the preliminary opinion of the board,
which unexpectedly contradicted the opinion of the

opposition division on novelty and inventive step.
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The subject-matter of claim 1 of the main request and
of the auxiliary request was novel over 02. Claim 1
required that there be no more than 70 wt$ of chocolate
crumb being used to make the milk chocolate
composition. Therefore it was distinguishable from a
composition which consisted of pure crumb such as the
intermediate crumb products of 02. The compositions of
claim 1 could be distinguished from the chocolate crumb
compositions of 02 by their different microstructures
and flavours. The different flavours could be detected
in taste testing of the respective compositions, as was
supported by document 09. Even if 70 wt% of chocolate
crumb was used (to prepare the milk chocolate
composition), the flavours created by compounds formed
in the Maillard reaction would not be present in the
same quantities and thus not be as strong. A
composition which was 100 wt% crumb in 02 would be
distinguishable for a person skilled in the art from a
composition containing 0-70 wt$ of crumb. Such milk
chocolate compositions as specified in claim 1 and
containing 0-70 wt% of crumb were not directly and
unambiguously disclosed in 02. By contrast, the
intermediate products as described on page 9 and in
example 2 of 02, i.e. pure crumb, would not be regarded
as milk chocolate compositions by a skilled person.
Such intermediate products could not be sold to
consumers and were not consumable. As claim 1
explicitly required that no more than 70 wt% of
chocolate crumb be used to make the milk chocolate
composition, a composition which is 100 wt% chocolate
crumb, such as disclosed in 02, did not fall within the

scope of claim 1.
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XT. Requests

The appellant requested that the decision under appeal
be set aside and that the patent be revoked.

The respondent requested that the appeal be dismissed
or, alternatively, that the patent be maintained on the
basis of the auxiliary request filed with the

submission dated 1 September 2022.

Reasons for the Decision

1. Admittance of documents 09 and 010

1.1 The appellant requested that documents 09 and 010 not
be admitted into the appeal proceedings.

1.2 The respondent submitted document 09 for the first time
with its reply to the grounds of appeal to corroborate
that (milk chocolate) compositions containing 70 wt%
or less of chocolate crumb had less of the compounds
which are associated with the flavour of crumb. Its
filing therefore constitutes an amendment within the
meaning of Article 12(4) RPBA 2020.

In the statement setting out the grounds of appeal, the
appellant submitted that there was no evidence on file
that the process feature in claim 1 established novelty
over the prior art. This process feature requires that
the composition be prepared from ingredients comprising
chocolate crumb in an amount not greater than 70% by

weight.
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The board thus considers the filing of 09 a legitimate
reaction to this issue raised in the statement of
grounds of appeal. Admitting 09 is not detrimental to
procedural economy and does not give rise to new issues
either. The respondent's line of argument based on 09
is not complex, and the document addresses issues which
led to the decision under appeal. Consequently, the
board decided to admit this document into the appeal
proceedings (Articles 12(4) and (6) RPBA 2020).

The respondent submitted document 010 with its reply to
the communication of the board pursuant to Article
15(1) RPBA 2020, i.e. after notification of the summons
to oral proceedings. The filing of 010 thus constitutes
an amendment to the respondent's appeal case within the
meaning of Article 13(2) RPBA 2020.

The respondent filed document 010 as a reaction to the
board's preliminary written opinion that claim 1 was
not novel over document 02, arguing that the board had
thereby unexpectedly deviated from the opposition
division's decision, which had considered claim 1

allowable.

However, in its statement of grounds of appeal the
appellant had already submitted detailed arguments
against novelty of claim 1 based on document 02,
stating that it was not possible to determine whether
or not a given milk chocolate composition had been
prepared from chocolate crumb and that the specific
conditions needed to obtain the claimed product had to
be mentioned in the claim to confer novelty. Therefore
the respondent could and should have filed 010 already
together with the reply to the statement of grounds of
appeal, in the context of its reference to the

microstructure of pure crumb and of milk chocolate
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compositions of claim 1 whereby it addressed the
appellant's argument that the above-mentioned process

feature in claim 1 did not confer novelty over 0O2.

Moreover, the mere fact that the board, in its
communication pursuant to Article 15(1) RPBA 2020, came
to a conclusion different from that of the opposition
division cannot be considered per se an exceptional
circumstance within the meaning of Article 13(2) RPBA
2020 (see Case Law of the Boards of Appeal, 10th
edition 2022, Chapter V.A.4.5.8.b). The board did not
introduce any new objection either, but rather
considered the objection of lack of novelty over
document 02, which was already in the proceedings,

persuasive in its communication.

As to the respondent's argument that 010 was an excerpt
taken from the same book as 01, the board notes that
these two excerpts concern entirely different passages
of this book.

In the absence of exceptional circumstances and cogent
reasons provided by the respondent, the board decided
not to take 010 into account (Article 13(2) RPBA 2020).

Novelty (Article 54 EPC) - main request

The arguments of the respondent in favour of novelty of
the subject-matter of claim 1 centred around the
question of whether pure (milk) chocolate crumb could
be regarded as a milk chocolate composition within the
meaning of claim 1. The respondent relied in this
context on the teaching of document 09 and the argument
that chocolate crumb was no complete chocolate but an
intermediate product which consisted of sugar, cocoa

mass (cocoa liquor) and milk mixed together and dried.
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By contrast, additional ingredients and further
processing were required to achieve a chocolate. A
consumer would not like eating chocolate crumb itself,
and it would not rapidly melt in the mouth at 37°C. A
skilled person would know that chocolate crumb is
actually not a milk chocolate and not a milk chocolate

composition within the meaning of claim 1.

As to this point, the board observes that it is already
apparent from the structure and content of the claims
as held allowable by the opposition division that
typical ingredients of a (finished) milk chocolate are
merely optional features in claim 1. This is
immediately clear in view of the wording of claim 6
(claim 7 as granted), stipulating that the other milk
chocolate ingredients comprise one or more ingredients
selected from cocoa butter, a sweetener and cocoa

liquor.

Likewise, paragraph [0021] of the patent as granted
(and as held allowable by the opposition division)
mentions that other milk chocolate ingredients (other
than natural milk solids) can include cocoa liquor,
cocoa butter and sweetener. In the same way, paragraph
[0031] of the patent sets out that, for commercial
retail sale for purchase by a consumer, a finished milk
chocolate composition product can weigh about 100 g.
The board holds that it also follows from this passage
of the description that not only finished milk
chocolate compositions are encompassed by the scope of
claim 1. The opposition division came to the analogous
conclusion in points 3.2.1 and 3.2.2 that claim 1 of
the then-main claim request (claims as granted)
included pure chocolate crumb, as described in example
2 of 02.
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Claim 1 includes embodiments wherein the composition is
prepared from ingredients comprising chocolate crumb in

an amount of 0 wt%.

Page 9 of 02 describes in the first full paragraph a
chocolate crumb comprising approximately 65 wt% of
skimmed milk powder as natural milk solids and less
than 1 wt% of milk fat in the total composition (see
corresponding remarks in point 3.2.1 and 3.2.2 of the
appealed decision, which the board endorses). Similar
relative amounts of skimmed milk powder and of milk fat
are present in the crumb prepared in example 2 of 02,
as also set out in the pertinent remarks in point 3.2.1
and 3.2.2 of the decision appealed. These chocolate
crumbs are prepared from ingredients not containing any
chocolate crumb, i.e. comprising chocolate crumb in an

amount of 0 wt%.

The chocolate crumb compositions disclosed on page 9
and in example 2 of 02 are thus milk chocolate
compositions within the meaning of claim 1, having all
the features of claim 1. Therefore the subject-matter
of claim 1 lacks novelty vis-a-vis document 02 and does

not meet the requirement of Article 54 (1) EPC.

Admittance of the auxiliary request filed on
1 September 2022 (Article 13(2) RPBA 2020)

The auxiliary claim request was submitted by the
respondent, together with its reply to the
communication pursuant to Article 15(1) RPBA 2020,
after notification of the summons to oral proceedings
before the board. Its submission thus constitutes an
amendment within the meaning of Article 13(2) RPBA 2020
read in conjunction with Article 12(4) RPBA 2020.



- 10 - T 0554/20

The respondent argued that the filing of the auxiliary
request had been occasioned by the surprising finding
of the board that document 02 was novelty-damaging for
the subject-matter of claim 1 held allowable by the
opposition division. This line of events qualified as
exceptional circumstances within the meaning of Article
13(2) RPBA 2020, justifying the filing of the auxiliary

request and its admission into the proceedings.

As to this argument, the board observes that the fact
that, in its communication pursuant to Article 15(1)
RPBA 2020, the board came to a different conclusion
from the opposition division cannot be considered an
exceptional circumstance within the meaning of Article
13(2) RPBA 2020 for the reasons already set out for the

non-admittance of document 010 above.

Moreover, the board agrees with the appellant's
assessment that admittance of this request would also
be detrimental to procedural economy. The amendment
made in the auxiliary request is based on the
description as originally filed (see page 3, lines 19
to 23 of the PCT publication) and did not form part of
the granted claims. The amendment is thus under
scrutiny regarding the meeting of the requirements of
Article 84 EPC. Whereas claim 5 as granted called for
"[a] sweetener in an amount of not greater than 38% by
weight of the resulting milk chocolate composition",
claim 1 of the auxiliary request recites "[...] and c)
added sweetener in an amount of not greater than 38 wt%
of the milk chocolate composition" (emphasis added by
the board). The board concurs with the appellant that
it is impossible to establish for a given milk
chocolate composition whether the sweetener(s) present
in the composition have been added or already formed

part of the crumb used, let alone how it could be
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determined whether the total amount of a sweetener
present (such as lactose) includes greater than 38 wt%
of the milk chocolate of the added sweetener, i.e.
sweetener that has been added as an "ingredient" and
not as part of another component. The board thus shares
the view of the appellant that the subject-matter of
claim 1 of the auxiliary request, prima facie, gives
rise to new issues, namely to an objection under
Article 84 EPC. Admitting the request would thus also

be detrimental to procedural economy.

The board thus did not take the auxiliary request into
account (Article 13(2) RPBA 2020).
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Order

For these reasons it is decided that:
1. The decision under appeal is set aside.

2. The patent is revoked.
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