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a claim may be incorporated into a goal to be achieved in a
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might be described as the legal fiction that this goal,
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achieve the stated goal. The question whether the skilled
person would "arrive" at the non-technical features does not
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skilled person, as part of the goal to be achieved. The
relevant question for the assessment of inventive step is
whether it would be obvious for the skilled person to implement
a technical solution corresponding to the claimed subject-
matter (Reasons, point 3.12).
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Summary of Facts and Submissions

IT.

IIT.

Iv.

The appeal is against the decision of the Examining
Division to refuse European patent application

No. 15 183 537 on the grounds that the claimed subject-
matter did not involve an inventive step within the

meaning of Article 56 EPC.

At the end of the oral proceedings held before the
Board the appellant confirmed its requests that the
decision under appeal be set aside, and a patent be
granted on the basis of the main request, or one of the
first to third auxiliary requests, all filed with
letter dated 28 April 2022.

The following document is referred to:

Dl: US 2013/0138518 Al

Claim 1 of the main request reads as follows:

"A method (200) comprising:

receiving, via a network (118) from a mobile device
(116) associated with a customer account, first data
indicating the mobile device (116) has departed a
retail outlet (step 208), and upon receiving the first
data;

generating, from stored retail session data, a final
bill including an amount payable (step 210); and
automatically charging the amount payable to a payment
account associated with the customer account (step
212), the automatic charging including transmitting
payment account data and the amount to be charged to a

transaction processing system."
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Claim 1 of the first auxiliary request reads as

follows:

"A method (200) comprising:

receiving, via a network (118) from a mobile device
(116) associated with a customer account, first data
indicating the mobile device (116) has departed a
retail outlet (step 208), and upon receiving the first
data;,

generating, from stored retail session data, a final
bill including an amount payable (step 210); and
automatically charging the amount payable to a payment
account associated with the customer account (step
212), the automatic charging including transmitting
payment account data and the amount to be charged to a
transaction processing system;,

wherein receiving the first data indicating the mobile
device (116) has departed the retail outlet (102)
includes:

receiving, via the network (118) from the mobile device
(116), second data including customer account
identifying data and location data;

associating the second data with the stored retail
session data, and

determining the location data of the second data is
outside the retail outlet (102);

wherein the location data of the second data is an
identifier of a beacon device (105, 107, 109, 111, 113,
114) ;

wherein determining the location data of the second
data 1s outside the retail outlet (102) includes:
querying a database of registered beacon devices (105,
107, 109, 111, 113, 114) to determine whether the
beacon identifier is external to the retail outlet
(102) ; and
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when the beacon device (105, 107, 109, 111, 113, 114)
is external to the retail outlet (102), storing a time
value;,

waiting for a period to elapse; and

when the period has elapsed without receiving third
data including customer account identifying data and
location data associated with a location within the
retail outlet, proceeding with the generating of the
final bill and the automatic charging to the payment

account."”

Claim 1 of the second auxiliary request comprises all
features of claim 1 of the first auxiliary request, and

in addition the following final feature:

"wherein prior to the generating of the final bill and
the automatic charging to the payment account,
transmitting a notification to the mobile device (116)
requesting confirmation of whether the customer 1is

planning to return to the retail outlet (102)".

Claim 1 of the third auxiliary request comprises all
features of claim 1 of the second auxiliary request,

and in addition the following feature:

"when the customer account identifying data 1is
associated with the stored retail session data,
transmitting a message from a backend system (120) to
one or more staff members to inform the staff members
that when the customer leaves the retail outlet (102),
the amount payable will be automatically charged to the

payment account associated with the customer account'.

Following the summons to oral proceedings, the Board
sent the appellant a communication under Article 15(1)

RPBA setting out its provisional views. The Board
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accepted that the "first situation" and the "second
situation" identified in D1 by the appellant in the
statement of grounds of appeal could be regarded as
separate starting points for an inventive step
analysis, but nevertheless doubted whether the sole
request then on file could be considered to involve an
inventive step in the sense of Article 56 EPC starting

from either.

The appellant's arguments, insofar as they are relevant
to the present decision, may be briefly summarised as

follows:

(1) The main request and the first to third auxiliary
requests should be admitted into the proceedings. The
inventive step objections based on D1 using the
particular definition of the "first situation" and the
"second situation" were raised for the first time in
the official communication pursuant to Article 15(1)
RPBA, and were not defined in the decision to refuse
the application. This constituted "exceptional
circumstances" within the meaning of Article 13(2)
RPBA. The amendments to the claims were intended to
resolve these particularly defined inventive step

arguments.

It was normal to be allowed to amend the claims by
introducing features from the dependent claims and/or
the description, and the newly filed amendments were

not complex nor detrimental to procedural economy.

(ii) The subject-matter of claim 1 of the main request
involved an inventive step. The features distinguishing
the claimed subject-matter from D1 were that the method

involved, upon receiving the first data:
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- generating, from stored retail session data, a
final bill including an amount payable (step 210);

- automatically charging the amount payable to a
payment account associated with the customer
account (step 212);

- the automatic charging including transmitting
payment account data and the amount to be charged

to a transaction processing system.

The expression "and upon receiving the first data"

applied to all of the subsequent steps.

The problem was how to implement the automatic payment
as the customer left the retail outlet to avoid the

customer being required to wait in a queue to pay.

It would not have been obvious to a skilled addressee
having regard to D1 to solve the technical problem
along the lines of the invention in suit. Although D1
disclosed determining when the customer and their
wireless communication device departed the restaurant,
this was merely to alert staff members. D1 did not
provide any hint or suggestion of automatic payment

being triggered when the customer left the restaurant.

Automatic charging was not disclosed in D1, and hence,
based on D1, the skilled addressee would only be
motivated to perform manual payment of the bill as
explained in step S479. The payment method disclosed in
D1 (paragraph [0045] and Fig. 4) required numerous
separate data transmissions. The distinguishing
features of claim 1 of the main request were technical
features which would result in a single transmission of
optimised data and a consequent reduction in network

usage, which were technical advantages.
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The method also solved a technical problem in that
infrastructure requirements could be reduced; for
example, the need for point-of-sale (POS) terminals

could be reduced or eliminated.

Reasons for the Decision

1. The appeal is admissible.
2. Main Request: Admission into the Proceedings
2.1 Claim 1 of the sole request on which both the contested

decision and the statement of grounds of appeal were
based defined a method involving inter alia charging a
customer an amount payable upon the customer departing
a retail outlet. The amendments made to claim 1 of the
current main request ("automatically" charging, and
"the automatic charging including transmitting payment
account data and the amount to be charged to a
transaction processing system") are seen as clarifying
and further specifying how the previously defined
"charging" is carried out. Hence, at oral proceedings,
the Board judged that it was in a position to deal with
these amendments, and that admitting the main request

would be the most procedurally efficient course of

action.

2.2 The main request is therefore admitted into the
proceedings.

3. Main Request: Inventive Step

3.1 In a retail outlet, the location at which a customer is

expected to pay for goods or services (for example, at
a table, at a bar or counter, or at the exit) is a

decision relating to the administration of the outlet,
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to be taken by a business person in the light of
business or commercial considerations. The same is true
of how often payment is to be made (for each separate
purchase or only once with a final bill), and the types

of payment which are accepted.

In the present case, payment being made upon departure
from a retail outlet, charging being automatic, i.e.
without requiring customer intervention, and charging a
specific amount to a customer payment account are all
business considerations. The following features of

claim 1 are therefore seen as non-technical features:

- "has departed a retail outlet";

- "automatically charging the amount payable to a
payment account associated with the customer
account"; and

- "the automatic charging including ... payment

account data and the amount to be charged".

Since the claim comprises both technical and non-
technical features, the Board makes use of the well-
established "Comvik" approach set out in T 641/00 (see
Case Law of the Boards of Appeal of the European Patent
Office, 9th edition 2019, I.D.9.1.3 b)). The appellant
also stated at oral proceedings that it was arguing in

line with Comvik.

According to this approach, "where a feature cannot be
considered as contributing to the solution of any
technical problem by providing a technical effect it
has no significance for the purpose of assessing
inventive step" (T 641/00, Reasons, point 6, first
paragraph) . However, "where the claim refers to an aim
to be achieved in a non-technical field, this aim may

legitimately appear in the formulation of the problem
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as part of the framework of the technical problem that
is to be solved, in particular as a constraint that has
to be met" (T 641/00, Reasons, point 7, second
paragraph) .

The Board sees paragraphs [0066] and [0067] of D1 as a
suitable starting point for the inventive step
analysis, and the appellant has not disputed that the

following features are disclosed in these paragraphs:

"A method (200) comprising:

receiving, via a network (118) from a mobile device
(116) associated with a customer account, first data
indicating the mobile device (116) has departed a
retail outlet (step 208)".

The appellant argues that the remaining features of
claim 1 are not disclosed in D1, hence the features
distinguishing the claimed subject-matter from D1, are

as follows:

"and upon receiving the first data,

generating, from stored retail session data, a final
bill including an amount payable (step 210); and
automatically charging the amount payable to a payment
account associated with the customer account (step
212), the automatic charging including transmitting
payment account data and the amount to be charged to a

transaction processing system'.

The appellant argues that "and upon receiving the first
data" applies to all of the subsequent steps
("generating", "automatically charging" and
"transmitting"), and while some elements of the above
features might be disclosed per se in D1, they are not

disclosed as being carried out "upon receiving the
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first data" or at the departure of the customer from
the retail outlet, as in claim 1. The Board sees no

reason to depart from this analysis.

In the present case, in the light of the non-technical
features identified above under point 3.2, the
essential business aim of the invention is ensuring
that the customer is automatically charged the final
amount when they leave the outlet, and according to the
Comvik approach, this business aim may appear in the
formulation of the objective technical problem. The
Board therefore regards the objective technical problem
as being to implement the automatic charging of the
final amount to the customer when they leave the
outlet. It is to be understood that this represents a
concise formulation of the problem to be solved, and
that the problem actually encompasses the technical
implementation of all of the features listed above as
non-technical under point 3.2, including, for example,
"automatically charging the amount payable to a payment

account associated with the customer account".

The Board finds it plausible that those distinguishing
features of claim 1 which have a technical character
represent a solution to this problem, at least at a

very high level.

In the letter dated 28 April 2022, page 3, first
paragraph, the appellant proposed that the problem
might be seen as "how to implement automatic payment as
the customer leaves the retail outlet to avoid the
customer being required to wait in a queue to pay",
which the Board sees as essentially the same as its own
formulation of the problem, as stated above under point
3.6. At oral proceedings, the appellant proposed a

slightly different version of the problem, namely how
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to implement the automatic transaction payment to avoid
the user having to wait for the manual transaction to
be effected. This formulation is unsatisfactory, as it
fails to take into account one of the non-technical
aims of the invention, namely that the automatic
payment is to be carried out upon the customer

departing the retail outlet.

As noted above under point 3.4, the appellant has not
disputed that D1, in paragraph [0066], discloses a
method for determining whether the customer has
departed the outlet corresponding to that set out in
claim 1 of the main request. A solution to the present
objective problem would require inter alia the
implementation of a method for determining whether the
customer had departed the outlet, and it would be
obvious for the skilled person to adopt the method

disclosed in D1 in seeking a such a solution.

A solution of the objective problem would also require
the skilled person to implement automatic payment upon
the determination that the customer had left the
outlet. Payment using a mobile device was well-known at
the priority date of the present application (see e.g.
D1, paragraph [0004]). Moreover, it would be obvious to
the skilled person starting from paragraph [0066] of DI
to look to the remainder of that document, which
discloses numerous examples of payment methods using
mobile or wireless devices. Hence, no inventive step
can be seen in effecting payment using the customer's

mobile device.

According to D1, the wireless device may be set up to
place an order, request a service etc. (paragraph
[0023]), hence, in the terminology of claim 1 of the

present application, "retail session data" would be
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stored. Any electronic payment method necessarily
involves a determination of the amount to be paid, and
therefore generating a final bill on the basis of what
has been purchased ("retail session data") including an
amount payable would be obvious. Charging the amount
payable for a purchase to a customer's payment account
is a business feature which is commonplace in
electronic commerce (see e.g. D1, paragraph [0045]),
the implementation of which would be obvious to a
skilled programmer. Similarly, transmitting payment
account data and the amount to be charged to a
transaction processing system is commonplace in
electronic commerce (see e.g. D1, paragraph [0045]),
and implementing such a step would present no

difficulty to the skilled programmer.

In short, implementing the business aims of the present
invention in the manner claimed would be obvious to the

person skilled in the art.

The appellant is correct that in paragraph [0066] of D1
the purpose of determining whether a customer has left
a restaurant is to alert the staff to a possible unpaid
bill. The appellant goes on to argue that the skilled
person would not find it obvious to use this method for
the different purpose of triggering an automatic

payment. This argument does not persuade the Board.

According to the Comvik approach the non-technical
features of a claim may be incorporated into a goal to
be achieved in a non-technical field. Subsequently, the
approach invokes what might be described as the legal
fiction that this goal, including the claimed non-
technical features, would be presented to the skilled
person, who would be charged with the task of

technically implementing a solution which would achieve
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the stated goal. The question whether the skilled
person would "arrive" at the non-technical features
does not therefore arise, as these features have been
made known to the skilled person, as part of the goal
to be achieved. The relevant question for the
assessment of inventive step is whether it would be
obvious for the skilled person to implement a technical

solution corresponding to the claimed subject-matter.

In the present case, automatic charging of the final
amount to the customer when they leave the outlet
represents the non-technical business aim (see above,
point 3.6), and the relevant question is whether it
would be obvious for the technically skilled person to
implement this business aim according to the manner
claimed. Asking whether it would be obvious to use the
departure of a customer from a retail outlet to
generate automatic charging of the customer amounts to
asking whether the business aim is obvious. However,
the business aim has, according to the above fiction,
already been presented to the skilled person as part of
the goal to be achieved, and hence this question does
not arise in the Comvik approach and is irrelevant to

the assessment of inventive step.

The appellant argued that payment according to
paragraph [0045] of D1 involves several data
transmission steps, whereas according to the claimed
invention a single transmission of optimised data would

reduce network usage, which was a technical effect.

Paragraph [0045] of D1 does indeed disclose a manual
payment method involving several steps, which include
the customer transmitting a request for the bill from a
wireless device to a POS, the POS transmitting the bill

to the customer, the customer reviewing the bill and,
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if satisfied, transmitting a payment confirmation and
payment information to the POS, the customer possibly
transmitting a request for assistance, and the
transmission to the customer's wireless device of a

confirmation that the transaction has been completed.

These steps, and the resulting network usage, are the
result of the payment method being manual, with the
customer (and possibly the staff) being involved at
every step. In a method where the amount is charged
automatically, i.e. without any customer or staff
involvement, all of the steps involving the customer
and/or the staff would be eliminated, and a single
transmission would be sufficient to initiate payment.
In other words, any reduction in network usage which
might be achieved by the method of claim 1, as compared
to the method of paragraph [0045] of D1, would arise

due to the claimed automatic charging.

Again it is pointed out that automatic charging is part
of the non-technical business aim to be implemented by
the skilled person, and since non-technical features
have "no significance for the purpose of assessing
inventive step" under the Comvik approach (see above,
point 3.3), any analysis of the benefits or drawbacks
of automatic charging is irrelevant. According to the
legal fiction referred to above (point Error: Unable to
retrieve cross-reference value!), the requirement for
automatic charging would simply be part of the
specification given to the skilled person for technical

implementation.

The appellant argues that the skilled person would be
unable to implement automatic charging based on D1. The
Board accepts that the payment schemes disclosed in D1

(e.g. paragraph [0045]) are manual, and that automatic
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charging is not disclosed. However, the technical
implementation defined in claim 1 is at a very high
level, involving, for example, receiving data and
transmitting data, and it would be obvious to the
skilled person that, to implement automatic payment,
any steps disclosed in D1 involving transmission of
data to or from the customer (or the staff) should be
omitted, and that a single transmission containing only
the information necessary to effect the transaction
(payment account details, amount to be payed) would

suffice.

If the appellant is arguing that the skilled person
would be unable to implement automatic charging at a
lower level (e.g. program modules, coding etc.) the
Board's view is that this would be within the
capabilities of a skilled programmer. It is also noted
that the present application does not contain any
technical details of how the claimed steps are carried
out other than at a high level, implying that the
actual hardware and software measures required to
achieve these steps would be readily understood by the
skilled person. If this were not the case, then the
absence of a detailed technical explanation in the
application would mean that the invention was

insufficiently disclosed (Article 83 EPC).

In the statement of grounds of appeal, the appellant
argues that the method solves a technical problem in
that infrastructure requirements can be reduced; for
example, the need for point-of-sale (POS) terminals can
be reduced or eliminated. The Board has been unable to
identify any mention of this problem in the
application, and it appears to be based on speculation.
One could equally speculate that it is debatable

whether any such savings would arise in practice, since
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it appears unlikely that a customer could be obliged to
allow the location of their mobile device to be
monitored (see, for example, D1, paragraph [0067]) or
to pay a bill without having had the opportunity to
check it, and presumably traditional infrastructure
would have to be retained for those customers who

refused to pay in this way.

In any event, the business person is always looking to
reduce resource requirements, including staff and
equipment, and envisaging a single payment arrangement
which would automatically charge the customer at the
end of their visit to the outlet is, at this level of
abstraction, a non-technical idea which would be the
province of the business person (who would delegate its
implementation to the technically skilled person). For
the reasons given above, the Board considers that,
starting from D1, it would be obvious for the skilled
person to arrive at the technical implementation of

this business idea in the manner according to claim 1.

In the light of the above, the Board judges that the
subject-matter of claim 1 of the main request does not
involve an inventive step within the meaning of
Articles 52 (1) and 56 EPC.

First to Third Auxiliary Requests: Admission into the

Proceedings

In the letter dated 28 April 2022 (page 2, first
paragraph) the appellant states the following:

"the inventive step objection based on US 2013/138518
(D1) using the particular definition of the 'first
situation' in point 3 and the particular definition of

the 'second situation' in point 4 were raised for the
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first time in the official communication pursuant to
Article 15(1) RPBoA dated 22 March 2022. These
particular categorisations of the 'first situation' and
the 'second situation' were not defined in the decision
to refuse dated 08 October 2018 or during the first
instance proceedings before the Examining Division. The
amendments to the claims being made herewith are
intended to resolve these particularly defined
inventive step categorisations first raised in the
official communication pursuant to Article 15(1) RPBoOA
dated 22 March 2022".

In the appellant's view this constitutes "exceptional
circumstances" within the meaning of Article 13(2)
RPBA.

The Board would point out that the definition of the
first situation and the second situation, and the
argument that these had to be seen as separate starting
points for analysing inventive step, did not come from
the Board, but from the appellant in the statement of
grounds of appeal (see e.g. points 10 to 14, 17 and
18). The differences between the Board's argumentation
and that of the Examining Division represent an

adaptation to the new analysis of the appellant.

Moreover, any such differences in argumentation could,
at the very most, constitute "exceptional
circumstances" for the admission of the main request
only. The amendments made to the main request
explicitly specify that charging (a feature central to
the previous requests) i1s automatic and includes
"transmitting payment account data and the amount to be
charged to a transaction processing system". These
amendments may be seen as clarifying and adding detail

to an existing feature, and are arguably a response to
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the difference in argumentation referred to under the

previous point.

The auxiliary requests, however, represent fallback
positions, in which new features from the dependent
claims and/or the description are added to the
independent claims in an attempt to define inventive
subject-matter which could form the basis for the grant
of a patent in the event that the subject-matter of the
main request is found to be obvious. It must therefore
be asked whether there are any "exceptional
circumstances" which would have prevented the appellant
from establishing such fallback positions prior to the

Board's communication.

The Examining Division took a consistently negative
view in relation to inventive step, and never gave the
impression that the sole request was likely to be
successful. Refusal of the application based on the
sole request was therefore a foreseeable risk, and in
view of this, the applicant (now the appellant) could
have filed, during the proceedings before the Examining
Division, auxiliary requests setting out fallback
positions on which it wished to rely, but chose not to

do so.

The outcome of any appeal is uncertain, and hence it
was also a foreseeable risk that the Board might concur
with the Examining Division on inventive step. Again,
the appellant could have filed fallback positions on
which it wished to rely with the statement of grounds

of appeal, but chose not to do so.

At oral proceedings the Chairman asked why the first to
third auxiliary requests were not filed before the

department of first instance, or at the latest with the
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statement of grounds of appeal, but the appellant

declined to comment on this matter.

In the Board's view, the appellant's argument that it
was normal to be allowed to amend the claims by
introducing features from the dependent claims and/or
the description misses the point. The first to third
auxiliary requests were filed at a late stage in appeal
proceedings (after the summons to oral proceedings and
the Board's communication under Article 15(1) RPBA),
and there is nothing in the EPC or the RPBA which could
reasonably give rise to an expectation that amendments
(even "normal" amendments) will be admitted into the
proceedings irrespective of the point at which they are
filed.

The Board therefore finds that the filing of the first
to third auxiliary requests after notification of the
summons to oral proceedings was not justified by
exceptional circumstances within the meaning of Article
13(2) RPBA.

Moreover, in applying Article 13(2) RPBA, the Board may
also rely on the criteria set out in Article 13 (1) RPBA
(see Supplementary publication 2 of the Official
Journal EPO 2020, explanatory notes to Article 13(2),
page 60, fourth paragraph; see also T 2429/17, Reasons
for the Decision, point 2.2). The first two paragraphs

of Article 13(1) RPBA are as follows:

"Any amendment to a party's appeal case after it has
filed its grounds of appeal or reply is subject to the
party's justification for its amendment and may be

admitted only at the discretion of the Board.
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"Article 12, paragraphs 4 to 6, shall apply mutatis

mutandis".

Hence, in exercising its discretion under Article 13 (1)
RPBA, the Board shall take into account inter alia
procedural economy (referred to in Articles 13(1) and
12(4) RPBA) and the complexity of the amendment
(referred to in Article 12(4) RPBA).

The additional features of claim 1 of the first
auxiliary request are taken from original claims 5, 6
and 7. The appellant argues that the additional
features, in combination, provide a single technical
effect, namely to allow the customer to leave the
outlet for a brief period without triggering a final
payment. Even if this were accepted, this effect is
achieved by the introduction of a plurality of
features, such as inter alia receiving, via the network
from the mobile device, second data including location
data being an identifier of a beacon device, querying a
database of registered beacon devices to determine
whether the beacon identifier is external to the retail
outlet, determining the location data of the second
data is outside the retail outlet, storing a time
value, waiting for a period to elapse and, when the
period has elapsed without receiving third data
including location data of a location within the retail
outlet, proceeding with the generating of the final

bill and the charging to the payment account.

This plurality of new features in claim 1 of the first
auxiliary request introduces, in the Board's view, an
additional degree of complexity which is inappropriate

at a late stage in the appeal proceedings.
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Formally, the dependent claims were addressed in the
contested decision (Reasons, points 11.4 and 11.5).
However, where an independent claim falls, the
Examining Division is not obliged to examine the
dependent claims, and where it chooses to comment on
them, such comments may often be brief and somewhat
incomplete, and this appears to be the case here. For
example, claim 6 is dismissed as defining only "further
non-technical aspects", whereas in fact it defines
inter alia the use of a beacon device, an identifier of
a beacon device and querying a database of registered
beacon devices, all of which must be considered to be

technical features.

If the first auxiliary request were admitted into the
proceedings it would require the Board either to
perform, for the first time, a detailed examination of
this subject-matter or to remit the case to the
Examining Division for further prosecution under
Article 111(1) EPC, neither of which would be a

procedurally efficient course of action.

The objections set out above under points 4.10 to 4.14
apply a fortiori to claim 1 of the second auxiliary
request and claim 1 of the third auxiliary request,
which comprise all of the additional features of claim
1 of the first auxiliary request, as well as yet
further features taken from the description, which were
not covered by the contested decision, and may well not

even have been searched.

For the reasons given above, the first to third
auxiliary requests are not admitted into the
proceedings (Article 13(2) RPBA alone, and in
combination with Articles 13(1) and 12(4) RPBA).
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Order

For these reasons it is decided that:

The appeal is dismissed

The Registrar: The Chairman:

LN
dosn 130
Z EEN
Ospieog ¥

3 o

&
&

2
(4

B. Atienza Vivancos T. Hausser
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Pursuant to Rule 140 EPC, the decision T 0351/19 of the Board

of Appeal delivered on 23 June 2022 is hereby corrected as

follows:

The last sentence in paragraph 3.16 of the Reasons for the

Decision

"According to the legal fiction referred to above

(point Error: Unable to retrieve cross-reference

value!), the requirement for automatic charging would

simply be part of the specification given to the

skilled person for technical implementation."

is to be replaced as follows:

"According to the legal fiction referred to above

(point 3.12), the requirement for automatic charging

would simply be part of the specification given to the

skilled person for technical implementation."

The Registrar: The Chairman:
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