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Summary of Facts and Submissions

IT.

IIT.

Iv.

The appeal is against the decision of the examining
division to refuse the patent application on the

grounds that a request deemed to be the main request
did not meet the requirements of the EPC. A request
deemed to be the auxiliary request was not admitted

into the examination proceedings.

The appellant requested that the decision be set aside
and a patent be granted on the basis of a main request
or of one of three auxiliary requests filed with the
statement setting out the grounds of appeal, or
alternatively that the case be remitted to the
examining division for further prosecution of one of
these requests. It further requested oral proceedings

as an auxiliary measure.

In its preliminary opinion issued in preparation for
the oral proceedings, the board identified fundamental
deficiencies amounting to a substantial procedural
violation in the examination proceedings. It informed
the appellant of its intention to remit the case to the
examining division and to order reimbursement of the

appeal fee in full.

In response to the summons to oral proceedings, the

appellant informed the board that it agreed with the
board's findings, and withdrew its request for oral

proceedings. The scheduled oral proceedings were

therefore cancelled.

The wording of the claims of the requests on file is

not relevant to this decision.
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Reasons for the Decision

1. The contested decision states on page 4, first and
second paragraphs that the claims filed by the
appellant on 9 November 2017 (before the oral
proceedings scheduled for 15 November 2017, which took
place in absentia) were indicated to be "further
submissions", and therefore it was not clear whether
they were intended to replace the claims then on file
(filed previously on 9 October 2017). In view of its
perception that the status of this request was not
clear, and in view of the consideration that the
decision to admit a newly filed request might require a
discussion of the objections raised against previous
requests, the examining division deemed the claims then
on file to be the main request and the newly-filed
claims (filed on 9 November 2017) to be the auxiliary

request.

2. The appellant's letter dated 8 November 2017, received
at the EPO on 9 November 2017, unambiguously states on
page 1, third paragraph, second sentence that amended
claims were enclosed "to replace those currently on
file". The replacement of the claims currently on file
with amended claims in legal terms leads to the
withdrawal of the previous main request. This is a
direct result of the fundamental procedural principle
of party disposition (ne ultra petita), guaranteed by
Article 113 (2) EPC. Freedom of disposition is cardinal,
and to disregard it adversely affects the entire
proceedings. Basing a decision on a withdrawn request,
as in the present case, constitutes a violation of this

principle and hence a substantial procedural violation.



Since a substantial procedural violation is a

T 1976/18

fundamental deficiency in the examination proceedings,

the decision under appeal must be set aside and the

case remitted to the examining division for further

3.

prosecution (Article 11 RPBA).
4.

examination proceedings,

fee in full is equitable
Order

(Rule 103(1) (a) EPC).

For these reasons it is decided that:

1. The decision under appeal is set aside.

In view of the substantial procedural violation in the
reimbursement of the appeal

2. The case is remitted to the examining division for

further prosecution.

3. The appeal fee is to be reimbursed in full.
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