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Decision under appeal: Decision of the Opposition Division of the
European Patent Office posted on 9 February 2017
revoking European patent No. 2470155 pursuant to
Article 101 (3) (b) EPC.
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Chairman J. Riolo
Members: A. Usuelli
P. Schmitz
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Summary of Facts and Submissions

IT.

ITI.

European patent No. 2 470 155 was granted on the basis

of 14 claims. Independent claim 1 read as follows:

"l. A cosmetic composition for keratin fibers,
comprising:

(a) at least one phosphoric surfactant;
(b) at least one non-ionic surfactant;
(c) at least one polyol;

(d) at least one o0il in an amount of 4 wt% to 20 wt%
relative to the total weight of the composition; and

(e) ammonia."

Three oppositions had been filed against the patent on
multiple grounds, including that its subject-matter
extended beyond the content of the application as
filed. The appeal of the patent proprietor (appellant)
lies against the decision of the opposition division to
revoke the patent. The decision was based on the patent
as granted and two auxiliary requests filed during the

oral proceedings held on 9 November 2016.

With regard to claim 1 of the patent, the opposition
division considered that the feature "at least one oil
in an amount of 4 wt% to 20 wt% ... composition" did
not have a proper basis on page 9 (lines 7 to 12) of
the original application, as argued by the appellant.
Hence, the main request did not comply with Article
123 (2) EPC. The auxiliary requests were not admitted

into the proceedings.

In the statement setting out the grounds of appeal the
appellant maintained the patent as granted as the main

request and submitted an auxiliary request.
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In its communication pursuant to Article 15(1) RPBA
issued on 14 March 2019 the Board considered that the
feature defining the amount of at least one oil in
claim 1 as granted did not have a basis in the
application as filed. Accordingly, it expressed the
opinion that claim 1 as granted did not comply with the
requirements of Article 123 (2) EPC. The same conclusion

applied to the subject-matter of the auxiliary request.

By letter of 10 May 2019 the appellant filed a new main

request replacing the requests on file.
Claim 1 of this request read as follows:

"l. A cosmetic composition for keratin fibers,
comprising:

(a) at least one phosphoric surfactant;

(b) at least one non-ionic surfactant;

(c) at least one polyol;

(d) at least one o0il; and

(e) ammonia,

wherein the amount of the o0il(s) is 4 wt% to 20 wt$%

relative to the total weight of the composition".

Oral proceedings were held on 25 June 2019. They were
not attended by opponents 1 and 2 (respondents 1 and
2), who had informed the Board to this effect.

During the oral proceedings opponent 3 (respondent 3)
objected to claim 1 of the main request under Article
123 (3) EPC, remarking that it no longer contained the
limiting feature "at least one o0il in an amount of 4 wt
% to 20 wt%" included in claim 1 as granted. It
explained that a composition containing a mixture of
three oils each in an amount of 2% was covered by claim

1 of the main request but not by the patent as granted.
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The appellant pointed out that according to page 9 of
the decision under appeal, claim 1 as granted could be
interpreted to mean that the composition comprised a
mixture of oils in a total amount of 4 wt% to 20 wt%.
Under this interpretation, the scope of claim 1 of the
main request was not broader than the scope of the
patent as granted. Moreover, this interpretation was in
line with the general teaching of the original
application, in particular with the third paragraph of
page 9 of the description. Thus, the subject-matter of
the main request did not infringe Article 123(3) EPC.

The appellant requested that the decision under appeal
be set aside and that the patent be maintained on the
basis of the main request filed by letter of

10 May 2019.

The respondents requested that the appeal be dismissed.

Reasons for the Decision

Main request

Article 123(3) EPC

The cosmetic composition defined in claim 1 as granted
comprises inter alia "at least one o0il in an amount of
4 wt% to 20 wt% relative to the total weight of the

composition" (component (d)).

This means that when a mixture of oils is present in

the composition, at least one of them must be present

in an amount of 4 wt% to 20 wt% relative to the total
weight of the composition. Claim 1 of the main request

contains a different limiting feature with regard to
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the amount of the oils, namely the requirement that the

total amount of the oils present in the composition is

within the range of 4 wt% to 20 wt% relative to the
total weight of the composition. The new main request
does not contain the condition that, when a mixture of
oils is present, at least one of them is present in an

amount of 4 wt% to 20 wt$%.

This results in an extension of the protection
conferred by the patent, which can be illustrated with

the following example from respondent 3:

Claim 1 of the main request would cover a composition
comprising a mixture of three oils A, B and C, each of
them present in an amount of 2 wt%, because this
composition satisfies the requirement that the total
amount of oils is within the range of 4 wt% to 20 wt%,
but such a composition would not be covered by the
patent as granted because none of the oils A, B and C

is present in an amount of 4 wt% to 20 wt%.

The appellant argued that claim 1 of the patent was to
be interpreted in the light of page 9 of the original
application, according to which the total amount of
oils was within the range of 4 wt$ to 20 wt%. In this
regard it also referred to a statement made by the
opposition division on page 9 of its decision that

supported this interpretation of claim 1 as granted.

However, as discussed above, claim 1 as granted clearly
indicates that when a mixture of oils is present, at
least one of the oils is within the of range 4 wt% to
20 wt%. This requirement is not the same as that
disclosed on page 9 of the original application. In
several decisions of the Boards of Appeal it has been

affirmed that a discrepancy between the claims and the
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description is not a valid reason to ignore the clear
linguistic structure of a claim and interpret it
differently (see Case Law of the Boards of Appeal of
the EPO, 8th edition 2016, II.A.6.3.1).

The fact that claim 1 as granted has a different
meaning from the sentence on page 9 of the description
does not imply that it lacks clarity. Indeed, the
appellant did not provide any reasons to explain why

claim 1 as granted should be considered unclear.

As to the observation that the opposition division in
its decision also considered that claim 1 as granted
could be interpreted to mean that the total amount of
oils was between 4 wt% and 20 wt$%, it is underlined
that the Board is not bound by any interpretation of a
claim made by the opposition division in its decision.
In this respect it is also pointed out that in its
communication of 14 March 2019 the Board stated that
"claim 1 as granted defines compositions that must
comprise at least one 0il in an amount of 4 wt% to 20
wt%, and, in view of the term "comprising" at the
beginning of the claim, can include further oil(s) in
any amount". This interpretation is clearly in contrast
with the one proposed by the opposition division and
referred to by the appellant. When the appellant
submitted the main request (10 May 2019) it was aware

of the Board's position.

Thus, the appellant's arguments are not convincing.

Therefore, the Board concludes that the main request
does not fulfil the requirements of Article 123(3) EPC.
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Order

For these reasons it is decided that:

The appeal is dismissed.

The Registrar: The Chairman:
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