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Summary of Facts and Submissions

IT.

IIT.

Iv.

VI.

The patent proprietor (appellant) appealed the decision
of the opposition division to revoke European patent
No. EP 2 453 902.

All of the opponents (respondents) replied to the

statement of grounds of appeal.

The parties were summoned to oral proceedings scheduled
to take place on 12 May 2020, which were subsequently
rescheduled to 23 February 2021.

In its communication dated 13 January 2021, the board
announced it intended to hold the oral proceedings
scheduled for 23 February 2021 by videoconference, and
gave the parties the opportunity to object to this
intention. The appellant objected. The board then
cancelled the oral proceedings and shortly afterwards

issued a summons for 15 February 2022.

With a letter dated 14 February 2022, the appellant
withdrew its appeal.

With a letter dated 15 February 2022, respondent IIT
(opponent 3), referred to in the following as "the
respondent", requested that the appellant be ordered to
pay the respondent's costs of preparation for the oral
proceedings pursuant to Article 104 EPC and Article
16(1) (b), 16(1) (c) and 16(1) (e) RPBA 2020, as the
appellant's conduct had constituted an abuse of

procedure.
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VIT. With a letter dated 22 April 2022, the appellant
requested that an apportionment of costs not be

awarded.

Reasons for the Decision

1. Since the appeal was withdrawn by the sole appellant,
this decision only concerns the requested apportionment
of costs.

2. In response to the respondent's request, the appellant

referred to decision T 490/05. This decision held that
the appellant always has the right to withdraw its
appeal and that this right cannot be restricted by the
threat of an apportionment of costs on the grounds that
oral proceedings have been scheduled and the opposing

party cannot be informed of the withdrawal in time.

3. The board agrees with this decision in as much that the
withdrawal of the appeal by the appellant as such
cannot constitute a reason for a different
apportionment of costs in accordance with Article
104 (1) EPC and Article 16(1) RPBA 2020, if only because
the withdrawal is not the cause of the costs incurred
by the respondent. After all, the respondent would have
incurred those costs even if the appeal had not been
withdrawn. However, the present request for
apportionment of costs concerns, as the board
understands, not so much the withdrawal itself, but the
timing of the withdrawal and the assumed motives for

doing so, which would constitute an abuse of procedure.

4. In this context the respondent advanced the following

allegations.
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The appellant had deliberately delayed the proceedings
with the sole purpose of prolonging the potential
lifespan of the patent. This could be inferred from the
fact that in 2021 the appellant had objected to oral
proceedings in the form of a videoconference, after
which the oral proceedings were postponed by a year.
The appellant could have been expected at that time to
have reviewed the case in depth and to have drawn its
conclusions on whether or not to withdraw its appeal.
The withdrawal shortly before the oral proceedings

confirmed the appellant's true intentions.

The appellant had intentionally withdrawn the appeal at
a very late stage to ensure that the respondent would
incur the costs of preparation for the oral

proceedings.

The appeal was withdrawn to avoid a negative decision
by the board that could have affected related patent

applications.

These allegations are not convincing.

It cannot be inferred simply from the fact that the
appellant did not agree to oral proceedings by means of
a videoconference that the appellant intended to
unnecessarily prolong the appeal proceedings. On the
contrary, it must be assumed that the reason for the
appellant's preference for in-person oral proceedings
was that such oral proceedings would provide a better
opportunity to present its arguments and to convince
the board of their wveracity in what is, in the
appellant's point of view, a complicated case (see its
letter dated 28 January 2021).
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Furthermore, the point in time at which a party should
be able to decide conclusively on whether or not to
withdraw the appeal depends on many factors. A party
can be expected to take reasonable care to avoid
unnecessary preparation time and costs for the opposing
party as part of its considerations. However, this care
is rather limited and need not be the first concern of
a party or its representative. Only in marked cases can
equity warrant a party being ordered to pay costs on
the part of the opposing party. The fact that the
appeal was withdrawn shortly before the date of the
oral proceedings is an insufficient reason for coming
to such decision (in the same vein as T 1663/13,
Reasons 4.1.1). In the absence of additional
circumstances, it cannot be concluded that a party has
neglected the level of care towards the opposing party

that can be reasonably expected of it.

The assumed intention of the appellant to cause
unnecessary costs i1s a mere allegation. It cannot

justify the requested apportionment of costs.

Finally, the assumed intention of preventing a possible
unfavourable decision by the board by withdrawing the
appeal by no means constitutes a reason for the
requested apportionment of costs either, again if only
because this motive is not the cause of the costs

incurred by the respondent.

Order

For these reasons it is decided that:

The request for apportionment of costs is refused.
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